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Sec. No.
A
A4 size paper (See also: Paper size).....608.01, 608.02,
1825, 1826
A.l. series of patents (See also: Patent)............ 901.04
Abandoned application (See also: Abandonment)
Accessibility to public........cocooi. 103, 711.04

Sec. No.
Notification of........cccccvvivviiieieiennnn. 711.02, 711.04(c)
Of appeal....ccccvviiiiieie e 1210
Of invention..........occeeennnnns 706.02(d), 2134, 2138.03
Papers received after..........ccccoooceeveeninenne. 508.02
Petition to revive.....711.03(c), 711.04(c), 1002.02(c),

1002.02(qg), 1002.02(r)

Counting, when processed

Petition to withdraw holding of examiner’s

DEfiNItiON e statement..........cccce 711.03(c), 711.03(d)
Failureto provide timely notice of foreign filing when Prior application........c.cccccoviiiiiiniiiee e, 201.06(c)
nonpublication requested............ccocoeiieiiiinnenn. 1124 Provisional application................... 201.04, 211.01(a)
Fee on petition to revive........ccccevveeeiineenn. 711.03(c) PUIliNG i 711.04(a)
Issue fee, failure to pay......ccccceevevieeiineenn. 711.03(c) Reconsideration.........c.ccocccevevieeennne 711.03, 711.03(c)
Ordering....ccoeeeeei i 711.04(b), 905.03 Failure to respond.........ccccceeeeviiienieennns 711.03(b)
Papers received, handling.........cccocoeeviniinnnen. 508.02 Insufficiency of response........cccccvenee. 711.03(a)
Provisional application 201.04,211.01(a) Reissue
Reference Use.......ccocovviieiiiiiiiiiieeee Return of surrendered patent........................ 1416
Referred to in issued patent 103 ReVvival......cccoooveeieiiiiiieeee e 711.03,711.03(c)
ReVival......cccooieeiii e 711.03(c), 1893.02 Shortened statutory period expired.....710.02(d),
Provisional application...........c.cccccruevnee. 711.03(c) 711.04(a)
SEOTAGE. c..vvreeeeeerereeeeeeeseeeetees et en e 711.04(b) Special situations........c.cocooiiiniiins 711.02(b)
When open to the publiC..........cccoooeeiiericiercnnne. 103 Termination of proceedings.....211.01(a), 211.01(b),
Abandoned file (See also: Abandoned 711.02(c)
applicationAbandonment) Unavoidable (See also: Petition)................. 711.03(c)
Abandoned files repository.............. 711.04(b), 905.03 Undelivered action...........cccocoeeeeiiiiiiicniennne 707.13
Abandonment (See also: Abandoned Unintentional (See also: Petition).....711.03(c), 1124
F=T o] o] [oF= 1410 ] 0} PO SRR 711 Withdrawal of holding.........ccccooeviiiieiinnen. 711.03(c)
After allowancCe.........coeevviveiiiiiiei e 711.05 Abbreviation, periodical citation................... 707.05(e)
After payment of issue fee........coccvvveeeviiinnnnn. 711.01 Abbreviature and abstract publication.............. 711.06
Amendment late..........cccocveeriiiieennnnn 711.02,714.17 CiItatioN.....cooceiiii 711.06(a)
Appeal dismissal......ccccccooiiiiiiiiiiiieee 1215.04 Abstract for defensive publication.................... 711.06
Appeal withdrawal.............cc.cc...... 1215.01 to 1215.03 Abstract of international application.................... 1826
Assignee must CONSENt........occvvirieeeiiiieennieee e, 711 Abstract of the disclosure.....608.01(b), 1302.01,
Change of address..........cccccevveeeeveciininns 711.03(c)  1302.04
Counted as a diSPOSal.......ccceeveeeieeeeeereren, 1705 Abstract publication.........ccccoociiiiniiiie 711.06
DAte Of....oveceeceeeeieeeee e 711.04(a)  Accelerated examination...........c.coccoovvniicnnnn, 708.02
Destroys continuity...........cc.c.cc....... 211.01,.211.01(h)  Access (See also: InspectionPower of attorney)
EXPIESS...ecueveveeeecerieieseeeeasiesesesenassesesenneeen 711,711.01 Attorney not of record...........cocooii 402, 405
Continued prosecution application Authoritiy to grant access to an application....... 104
(CPA). e 201.06(d) Authorized by Director.......ccccccoevvivieeeeiiiiiieee e 104
Issue fee not paid.......ccccoecvieeiiiiniiieneenn. 711.03(c) Continued Prosecution Application (CPA).......... 103
Issue fee paid.......ccccoceeeiiieeiiiiecnnne 711.01,711.05 Ex parte reexamination file...........cccccovveeinnnnne 2232
Failure to file property rights statement.............. 150 Excluded attorney or agent.........ccccceeveeeiviivnenennn. 105
Failure to pay issue fee.......ccccceevniieeeiinnins 711.03(c) Inter partesreexamination file............. 2609, 2632.01
Failure to prosecute.......ccccccevviveeiiieeniieenee, 711.02 Image file wrapper application.........c..cccceeevveenee. 103
Failure to provide timely notice of foreign filing after International application..........cceccvveveeiiiiiineeeinnns 110
non-publication request..........cccoceveviiei e, 1124 Pending application.....101. 103, 104, 106, 724.04,
FOrmal.....cccooviieniiiiiee e 711,711.01 724.04(a), 1128, 1132
FOrwarding......coccveevveeiiiii e 711.04(a) Petition......ooooiieiiee 103
Incomplete reply ...711.03(a) Protested application...................... 1901.05, 1901.07
Invention abandoned.......... 706.02(d), 2134, 2138.03 Provisional application...........cccccoveriinnrnnne. 103,104
NO FEPIY e 711,711.02 Published application...........cc.ceene 103, 1128, 1130
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Access — Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 102 or 103 rejection (37 CFR 1.130

Sec. No.
Reissue application.........cccccceeevnnineeen. 103, 724.04(b)
Supplemental examination............ccceeevvveene 2803.02
Suspended attorney or agent.........ccccceeveeeerineenn. 103
Unpublished, Abandoned, and pending
APPHCALIONS ..ot 105
Accounts, Deposit (See also: Deposit account)
Acknowledgment of protest........cccccceviviiennns 1901.05
Act (See also: Statutes)
Action (See also: Letter, Examiner’s)
Advisory action........ccccovveeeriniennne. 706.07(f), 714.13
After another examiner’s action............cc........ 706.04
After Board decision.....1214.01, 1214.03 to 1214.07
After Board decision reversing examiner.....1214.04
After Board decision sustaining examiner....1214.06
After interference.........cccoooiiiiiiiii e 2308
Amendment after final rejection.....706.07(f), 714.12,
714.13
Citation of references..........cccceeveenne. 707.05, 710.06
Claim SUMMArY ......ooociiiiieiiiieee e 707.07(i)
Claims in excess of number of claims previously
PaId fOr it 714.10

Closing prosecution in inter partes reexamination
(See also: Reexamination, Inter partes: Action

closing prosecution)
Completeness.......occeeeeeeiiiiiiieeeee, 707.07, 707.07(a)
Copy to applicant.......ccccceeviieiiieniec e 707.12
Copies of references........cccceevveeeeeiiiineneenn, 707.05(a)
Correctness, Period for reply........cccocovieeenne. 710.06
COUNTE..ciii i 1705
Crosses amendment.......cccocceevreeeniieeeniinee e 714.05
D = SO RSTR 707.11
ENTIY e 707.01
EXAMINEI'S...coiiiiiiiiic e 707
Final rejection ....706.07 to 706.07(f), 713.09

In reissue applications.............ccccveeenn. 1444, 1453
Foreign priority determination.................. 210to 217

Formalmatter..707.07(a), 707.07(e), 707.07(j), 714.02
Forms used
Incorrect citation of references
Informal application
Mailing
Original in image file wrapper..........cccoccveeeen.
Patentability report.........ccccooiiiiiiiniinns 705,

Piecemeal examination

Primary examiner’s personal attention
1004

Priority determination, foreign
Reissue application file........cccooovviviiiiiieiinenn,
Reply time computation
Restriction requirement
Returned
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Shortened statutory period............ 710.021,7f§.%-2N(t?)-
SPE’s personal attention.........c..cccoovcveeenineenns 707.02
Supplemental.........coocvieieiiiiiiiee s 710.06, 714.05
Suspension (See also: SusSpPension)......cceeeeeee... 709
Suspension, primary examiner’s attention....... 1004
Suspension, TC Director’s attention
Third, SPE reVieWsS.......ooooooiviiieeiiieeeeeeeeeeeeeiiee
Time lHmit....oee e 710.02, 710.02(c)
Address, Change of correspondence.....
601.03(b), 711.03(c)
After AIIOWANCE.......cccoviiiiiiiieeee e 2501

Address, Correspondence (See also: Mail Stop)...403,
403.01(a), 403.01(b), 2540, 2542

AdAress, FEE.....ooiiiiiiiiiee e 2540
Address of applicant.........ccocceiiiieeiniininiee, 605.03
Address of U.S. Patent and Trademark Office.....501,
502
Address of patent owner................... 2222, 2622, 2805
Address of unavailable inventor.................... 409.03(e)
Administration, Letters of.......cccoeeevvivvereiennnn. 409.01(b)
Administrative instructions, PCT.........coovvvvvvivieennn. Al
Administrative Patent Judges (See also: Patent Trial
and Appeal Board (PTAB))
Administrator or eXeCutOor.....ccccccvveeeeeeeeeeeieeennnn, 409.01
Allowance and iSSUE........ccocveeeeeeiiiieieeennnes 409.01(b)
Application by, After discharge.................. 409.01(b)
Assigned application, Inventor dies........... 409.01(b)
AULNOTIEY oo 409.01(b)
Consular certificate........cocevvieeiiieeiiieenns 409.01(b)
Foreign country.......ccoocceeieiiiiiiee e 409.01(b)
[ (= R 409.01, 409.01(a), 409.01(b)
Prosecution by............cccoee. 409.01(a), 409.01(b)
Intervention not required..........ccccooeuveeeennn. 409.01(b)
Refuses to sign............. 409.03, 409.03(b), 409.03(c)
Admissions by applicant....706.02(c), 2129, 2133.03(c)
Jepson ClaiM ... 2129
Admissions in reexamination
EX Part@.....coocoeiviiiiiiie e 2217, 2258
Advantages over prior art........ccccceeeeviieeeennnne 707.07(f
Adverse recommendation under 37 CFR
1.3120 i 714.16(d), 714.16(e), 714.19
Advisory action.......ccccceeeeeiiinieeceeiinns 706.07(f), 714.13
Affidavit (See also: OathDeclaration)

Affidavit, disqualifying commonly owned patent or
patentapplication publication as prior artto overcome
a pre-AlA 35 U.S.C. 102 or 103 rejection (37 CFR

Affidavit of attribution or prior disclosure to overcome
a 35 U.S.C. 102 or 103 rejection (37 CFR 1.130..717.01
to 717.01(f), 2155

Enablement........cccccoeeiiiiiiiiiiiiceeeeeeeeeee, 2155.04
Evaluation of.....717.01(a)(1), 717.01(b)(1), 717.01(e)
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Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 102 or 103 rejection (37 CFR 1.130 — Affidavits,
traversing rejections (37 CFR 1.132)

Formal requirements.........c.ccccovevvvevnen. SeeiNgq(c)
Showing Disclosure was made by
INVENTOT...uiiiiiciee e 717.01(a), 2155.01
Showing Prior disclosure was subject matter by
INVENTON ..o 717.01(b), 2155.02
Showing disclosure was subject matter obtained
from inventor........ccecevvennennee. 717.01(b)(2), 2155.03
Timely presentation.........ccccccevviiieeeenenineen. 717.01(f)
When available..........
When not required
When unavailable.........cc.ooooveiiiiinnnnns 717.01, 2155.06
Who may file.....ccccoviiiiiiniin, 717.01(c), 2155.05
Affidavit of prior invention to overcome a pre-AlA 35
U.S.C. 102 or 103 rejection (37 CFR 1.131(a)).....715,
2132.01, 2136.05
Acts relied upon, NAFTA/WTO/U.S...... 706.02(c)(2),
715.07(c)
Best mode, failure to disclose.........c.ccecuveenee. 715.10
Co-authorship...coccceiiee e 715.01(c)
Common assignee, reference and
application........cccceeviiiee 715.01(b), 718
Compared to Rule 1.132 affidavit ..715.01
Completion of invention.........ccccceeeiiiiiiee e, 715
Conception (See also: Conception)
Continuing application............... 201.06(c), 201.06(d)
Copies from prior applications.................. 201.06(c)
Dedication to public.....c.ccocoiiiiiiii e 715
Derivation.......ooccvveeei e 715.07(c)
Diligence (See also Diligence)
Effective filing date.......ccccooiiiiiiiieeee 715
Exhibit, DiSposition........cccccoeciieeeiiiciieneene 715.07(d)
Formal requirements.........cccccveveeeiiiiieneee e, 715.04
Facts and documentary evidence............... 715.07
Timely presented........ccccoovveviiiiiiiieenieee 715.09
GENUS-SPECIES....ccivtviiee et 715.03
Generic ClaiM.....ccoccoiiiiiiiee e 715.02
Interference testimony used.........c.ccceeeeee. 715.07(b)
Overcome patent or publication................cc.oe.... 715
Petition regarding sufficiency.................. 1002.02(c)
Prior public use/sale..........ccccviieiiiiiininenn, 715.10
Priority time charts.........ccccocvveeiiiiiiee e, 2138.01
Proper use of.....coooiiiiii e 715

Reduction to practice (See also: Reduction to
practice)

Reexamination,, ex parte.........ccccceevvieeeeeiinnnnnn. 2258

Reexamination, inter partes

Reference date to be overcome........ccccooevvveeenn. 715

Reference is
Common assignee.............. 715.01(b), 717.02, 718
Joint patent or published application to applicant
and another......oooeveeeeiiiii, 715.01(a)

Patent or application publication claimingses%'rr'}lg'

INVENTION.....cooiiiiiee e, 715.05,2138.01
Publication of applicant’s own
INVENTION.....uiiiiie e 715.01(c)
Sufficiency Of..cooiiiiiiiiii 715.08, 2136.05
Whenused.....706.02(b)(2), 706.02(1)(3). 715, 2132.01
Who may make affidavit................. 706.02(b), 715.04
Withdrawn rejection.......c.ccceveeeiiieeeniiee s 715
Affidavits, traversing rejections (37 CFR 1.132).....716
Attorney arguments..........ccccevvveiiieiiiininennn. 716.01(c)
Inoperability of references................ 716.07, 2145
Reference attributed to applicant............... 716.10
Attribution, of reference to applicant.............. 716.10
Commercial success, evidence........cceeeeeeeenne. 716.03
Commensurate in scope with claimed
INVENTION ... 716.03(a)
Derived from claimed invention............. 716.03(b)
Design applications.................. 716.03(b), 1504.03
Sales figUureS. ..o 716.03(b)
Commonly owned patent.........cccoeeeviieerineeinineen, 718
Commonly owned patent application
PUBICAtiON ...t 718
Comparison with closest prior art.............. 716.02(e)
Computer programming Cases................ 2164.06(c)
Continuing application............... 201.06(c), 201.06(d)
Copying, evidence........c.cccocceeeernnnns 716.06, 1504.03
Disclosure, sufficiency.......ccccocceeieiiiieniennnne 716.09
Disclosure, utility and operability................... 716.08
Evidence
Consideration of........ccccoiiiiiiiiiiie e 716.01
Publications........ccccvveviiiicnnciiecnnn 716.02(g)
ODjJECHIVe ..o 716.01(a)
Compared to opinion evidence......... 716.01(c)
Probative value..........cccccoviiiiiinnnn, 716.01(c)
Weighing against prima facie
[oF: T T 716.01(d), 716.05
Secondary.... 716.01(b)
TIMeliNeSS....ccoiiiiiiic e 716.01
Long-felt need.......cccoooiiiiiiiiii e 716.04
Petition regarding sufficiency................... 1002.02(c)
Reexamination, ex parte........ccccccceviivereeeninnnnn. 2258
Reexamination, inter partes.........ccoocceeeerininnn. 2658
Reference attributed to applicant................... 716.10
Sufficiency of ..o 716.09
SYNEIgiSM.ciiiiiiiiiiiiie e 716.02(a)
Skepticism of experts.......ccocvevvciiinieeiiieens 716.05
TIMeliNESS....ociiiiice e 716.01
Unexpected results, allegations...........c.......... 716.02
Unexpected results, evidence.................... 716.02(a)
Advantages not disclosed or inherent....716.02(f)
Burden on applicant..........cccccooiieiiennnnns 716.02(b)
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Affidavits, traversing rejections (37 CFR 1.132) — Allowance and issue

Sec. No.
CroSS-referenCe.....ccoceeeeeieeiiiiiieiiiiieeee e, 903.07(a)
[ O g 1o ) (o T 130

Deceased inventor, notice of allowance....... 1303.03
Drawing correction......... 608.02(z), 1302.04, 1303.01
Drawing in patented file........cccccciiiiiinnie 905.03
Erasure of markings........ccooooviviiiiniieciiinens 1302.01

Examiner’'s amendment (See also: Examiner’s
amendment)

Sec. No.

Commensurate in scope with claimed
INVENTION......iiiii e 716.02(d)
GENUS OF SPECIES...ccoivviiiiiieiiiee e 716.02(d)
Range, claimed........ccccoooveeviiiinieniienn, 716.02(d)
Weighing evidence of........cccccccoviiennnnn. 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301
in patented fileS......cccccoeiiiiiiii 2205
Affirmation (See also OathDeclaration)
After final practice........cocoviiiiiiiiiiee 706.07(f)
In transitional application..........c.ccccccvevnee. 706.07(g)
In ex parte reexamination..........cccoccceevnieeennenn. 2272

Agent (See also: Attorney or agentPower of attorney)
Agent for international application........ 1807, 1864.04

AQOregation.......ccceoieeeriiee e 2173.05(k)
Agriculture, Department of, Plant patents...1608, 1609
Agricultural Research Service................... 1608, 1609
Algorithms......ccocveveiiieiieiees 2106, 2164.06(c), 2181
Alien Property Custodian (A.P.C.) publications (See
also: Citation of prior art).......cccoceeeveeeeuneenneen. 901.06(c)
Allowance and issue (See also: Allowed
APPLICALION)..uuiiiiei it 1300
Abandonment after.........ccccovvveeiiiiiinie i, 711.05
All claims allowed, shortened statutory
PEriOd. .. i 710.02(b)
Amendment, EXxaminer's......cccccceeeeeeeeeeeeenennnn, 1302.04
Amendment, Examiner’s, Rule 1.312................. 1305

Amendment after (See also: Amendment: After
allowance)

Amendment after allowance of all claims.....714.14,
1303.01

Amendment after D-10 notice.......ccccceeeeviiiveeneenne 130
Amendment at time of............ccccciiiiiiiieee 714.15
Amendment crossing in mail.........ccccoceeennen. 714.15
Assignment Division.................... 409.01(b), 1302.11

Cancellation of claims after appeal.....1214.05,
1214.06, 1215.03

Cancellation of nonelected claim by examiner’s

amendment.........ccoeevvviiiieeee e, 821.01, 821.02
Cancellation of nonstatutory claim.......... 1302.04(b)
Citation of prior art..........ccceeeueee ...1302.12
Claim for Official Gazette.........ccccceevvvveerennn. 1302.09

Claim renumbering.....608.01(j), 1302.01, 1302.04(qg)

Claim renumbering, dependent claim.....608.01(n),
1302.01

Classification........ccooevvevevvvviieenennnn. 903.07, 903.07(b)

Classification change after allowance............ 903.07

Classification in another Technology

CNLET e 903.07(b)

Copending application
File wrapper/history notations.......... 202, 1302.09
Parent application data...........ccccoeouveeeeenn. 1302.04

Correction of error after allowance................. 714.16
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File wrapper notation........ccccceveeiiiiiiieeens 1302.09
FiNal rEVIBW.....cvvveieeiiiiiiieeeeee e 1302
Formal matters.......ccccccoeevveeeeeeinnnen. 714.16,1302.01
Formal matters, examiner’'s amendment and

changes.....cccooiiii 714.16, 1302.04
Formal matters, specification rewritten........ 1302.02
General reVIEW........ccceiviiiiiieeee it 1302.01

INterferencCe.......ccccccviviviiiiiieeeeecee e 2303.01
Interference search.................... 1302.08, 2304.01(a)
International classification
Intervention by executor...........ccccoviieeenn.

Issue classification notations....................... 1302.10
Issue in another TC without transfer.......... 903.07(b)
Issue to applicant.......ccccooieiiiiiii e 308
Issue to a non-applicant assignee.........cccceeevnns 307

Jurisdiction of application
Listing of references.........ccoccoceiiiiiiienis
Locarno classification designations.......... 903.09(a)
Non-compliant amendment, treatment of.....714,
1302.04

Nonelected claims canceled by examiner’s
amendment......cccooeeeeeeeieiiee e, 821.01, 821.02
Nonelected claims eligible for rejoinder.....821 to
821.02

Notice of Allowability........cccccovevieiiiiiineeennn, 1302.03
Notice of allowance (See also: Form letters and

forms: Notice of allowance)
Ordering allowed application.........c.cccccooueee. 1306.03
Patentability report, print disposal............. 608.02(n)
Plant application.........ccccceiiiiiiieei e, 1611
Printer waiting........ccoovevieeeiniie e 1309.02
Pro S€...ciiiiiiiiiiiii 707.07())
Protest against iSSUE.........cooiuveieeeiiiiiieiee e, 1901

Reasons for allowance (See also: Reasons for
allowance)

RECOrd r00M....ccceiiriiiiieiee it
Reference listing

Reissue application........ccccocveiiieeiniiienieee e, 1455
Rejection after allowance.....706.04, 706.05, 1308.01
Rejoinder of claims.........cccccu.... 821.04, 1302.04(h)
Related applications, file wrapper/history

[10) =1 {101 g 1= 202, 1302.09
Reopening prosecution.........ccccceevviveveeennnns 1308.01

Review by examiner 1302.01
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Allowance and issue — Amendment

Sec. No.
Review by primary examiner..........cccccceeenunne 903.07
Rewritten specification requirement............ 1302.02
Secret application......ccccocccvvvveiiiiieneenn, 130, 1304.01
Signing file Wrapper......cccccoveeviieeiiieeciieene 1302.13
Special....cccvveiieiieeiieieeee, 708.01, 710.02(b), 1301
Specification, clean copy required............... 1302.02
Statement of invention...........ccccovviiienennnn. 1302.01
Supplemental oath after...........ccccccoiiiieeenne 603.01
Terminology correspondence of specification and
ClaIMS .o 1302.01
Title of INVeNtioN. ...
Title change by examiner..........cccccceviiienee.

Sec. No.
Handling......cooevviiinie e 714.16(d)
Mailed before allowance.............ccccoecvveennne. 714.15
Motion under Rule 41.208(c)(2) (formerly under
Rule 1.633(C)(2)).veervveereerrieniiiiieeneeane 714.16(b)
Patentability pointed out...........cccoeivveeennn. 714.16
Reason for adverse action......... 714.16, 714.16(d)
Renumbering claims.......cccccocevieeiieenne 714.16(e)
Secrecy order application................. 130,1304.01
After examiner's anSWer.......cccoocevvveeenieeiiieenieennns 1210
After appeal, before examiner’s answer.....714, 1206

After Board decision....1002.02(d), 1214.01, 1214.06,
1214.07

Title search, continuing application 306
TranSTer ..o
Undelivered notice of allowance................... 1303.02
Withdrawal from issue (See also: Withdrawal from
issue)

Withholding from issue, secrecy order
application.......ccccvviiiiieen e 130, 1304.01

Allowance, Reasons for (See also: Reasons for
allowance)

Allowed application (See also: Allowance and issue)
DefiNitioN...cccviiiieier e
Express abandonment of

File wrapper data.........cccccovvveeiiiieiiiee e

Ordering...ccovveeeieiiiee e

REJECHION ... 1308.01

Suggesting claim for interference...................... 1003
Allowed claim, rejection.........ccccvveeeeiiiiieeeeeiinns 706.04

By Patent Trial and Appeal Board................. 1213.02
Alpha subClass......ccccoceviiieiiii
Alteration of application............

After execution prohibited

Before execution of oath or declaration....601.01(a),
602, 714.21

Alternative phrase in claim (See also: Indefinite

ClaM) . eieie e e 2173.05(h)
Amended application.........ccccocoviiiiiiiiiiienieens 203.03
Amended application, inspection for
BrANSTEr i 903.08(c)
Amendment (See also: Reply)..coocveeiiiiiiieeeeiiiiiene. 714
Accidental entry........cccccoiiiiiie e
Adding excess claims
After abandonment........c.cccooeeninennnn
After all claims allowed............c.ocoiiiiiinnnienen. 714.14
After allowance
APProval.......ccoeveeeeiiiiieieecnen, 714.16, 1002.02(d)
Canceling claim......ccccooiiiiiiiiiceeee, 714.16
ENtry in part......ccccoeeeiieinieeeee e 714.16(e)
Examiner’s action......714.16, 714.16(d), 714.16(e)
Excess claims......ccoooeeiiiiiiiiiiiieeee 714.16(c)
Formal matters.......cccceeeeeeeennnnnnn. 714.16,714.16(d)

After death of attorney or agent............ccccveeeens 406
After final rejection............. 706.07(f), 714.12,714.13

Examiner determines compliance with.....1.121,
714.18

Non-compliant amendment, treatment of....... 714
After final rejection, entered in part................ 714.20
Applicants must Sign.......cccccoeeiiienieniiineen. 714.01(a)
At allOWaNCE......cciiiiiiiee et 714.15
Attorney not of record.......... 402, 405, 408, 714.01(c)
Basis in disclosure..608, 706.03(c), 2163.03, 2163.07
Before first action............cccuee..... 608.04(b), 714.01(e)
Board rejection avoided...............ccoocvveeeeens 1214.01
By replacement paragraph or section................. 714
By substitute specification..........cccccvveeiicinnnenn. 714
Canceled matter restored.................... 608.01(s), 714
Canceling all claims........... 706.07(h), 711.01, 714.19
Canceling appealed claims......... 1215.01 to 1215.03

Claim added, terminology basis..608.01(0), 2163.03,
2163.07

Claim numbering......... 608.01(j), 1302.01, 1302.04(q)
Claims

Added in excess of number of claims previously

paid for....cccovvevviiiiiiiieinen, 607, 714.10, 714.16(c)

Clean version.........cccccoccveeeennn. 714,714.13,714.16

Marked-up version................

Status ldentifiers......cccceiiii e 714
Complete reply required..................... 714.02,714.04
Consolidating pending claims.....714, 714.13, 714.16
COPIEr COPIBS...ciiiiieeeecciiee et 714.07

Copying patent claim (See also: Claim presented

corresponding to claim of patent)
Crossing mailing of allowance............ccc.cc... 714.15
D-10 notice preceding.....ccccccuvvveeeeeiiiieeeeeiiciiieneennn 130
Date of receipt......cccccvevcvernnnns 505, 710.01(a), 714.18
Date of receipt stamp

Office date......cccocververneennen. 505, 710.01(a), 714.18
Declaration........cooueieiiiiiiiie e 602
Defective, directions for entry........cccccocvvennee. 714.20
Discharged attorney or agent..........ccccceeeeeene 714.19
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Amendment — Amendment

Sec. No. Sec. No
Disapproval of preliminary amendment.....714.01(e), Ink, not permanent...........coccoeveeeiiniiiieee e, 714.07
1002.02(d) Inspection by examiner..........cccocooeieneiennnnns 714.05
Disapproval of second or subsequent Inventorship (See also: Correction of inventorship)
re.ply ............................................................... 714.03(a) Jurisdiction of application not with
Discourteous...........cocvvviviiiiiiienicnnn, 714.19, 714.25 OXAMINET oo 714.16, 714.19, 1305
Drawing.......ccoocoeveninnne 608.02(p). 1302.05, 1303.01 LAt 710.02(d), 711, 714.17
In reissue application...........cc.cocooiiiin 1413 Literature citation in specification............. 608.01(p)
Drawing, disposition...........c.cccocvvnniininn. 608.02(x) Manner of MaKing........cccceveuevcuerceereceeseeeseeee s 714
Drawing, new matter............cc......... 608.04(a), 714.19 Motion under 37 CFR 41.208(c)(2), Application in
Easily erasable paper forbidden..................... 714.07 IS S U ittt 714.16(b)
Entered in part......ccccoeeiiiiineccee e 714.20 Name change on file wrapper.........cccccoevvennnne. 605.01
Entered in part, after allowance, 37 CFR New matter.....cccceeeeeeeeeeenns 608.04, 706.03(0), 2163.06
1302, e 714.16(e) Non-compliant amendment, treatment of.....714,
ENLIY . oo 714.18, 719.01(a) 1302.04
Entry denied.........ccceviiennen. 714.17,714.19,714.21 Nonentry (See also: Amendment: Entry
APPEal CaSE.....ovvieeeeeieeererir 1206, 1214.07 deNIed)..cii i 714.19
Drawing COrreCtion.......coccoevvvveveueeiiinnns 608.02(x) Not entered..........ccoevniniciniininn. 714.19,714.21
Drawing New Matter.........ccccoevvevrereverennnnns 608.04 Not fully responsive.....714.02 to 714.04, 2266.01.
LISt 714.19 2666.30, 2671
Paper number........coocoiiii e 714.21 Not fully responsive, time to perfect
Period for reply expired.........ccccvcvveniennnenne 714.17 reply......:.... """"" 710.02(c). 714.03, 2266.01, 2666.30
Preliminary amendment................... 714.01(e Oa?h, erglnal ......................................................... 602
Objectionable remarks...............ccuueee. 714.19,714.25
Second (or subsequent) supplemental )
FEPIY oo e eeee e 714.03(a) Of ClaIMS . .eiiiiie e 714
Substitute specification unnecessary.....714.19, Of specification..........c.occvvieeiiiiiiieee e, 714
714.20 Office date stamp.......cc.ccue.nee.. 505, 710.01(a), 714.18
Unduly interferes with preparation of Office Paper number...........ccoccoiiiiii 714.18
AaCtION...eviiiiee e 714.03(a) Patentability pointed out 714.02,714.04
Entry dir€CtioNS.....coouviiiieiiieie e 714 Period for reply ends Sunday or holiday.....505, 513,
DEfECHIVE.....ccviiceeiciec e 714 710.01(a), 710.05
ENtry in@dvertent..........cc.cceveeeveceevereevenesnnnns 714.21 Permanent ink required.............cocoooiniin 714.07
Entry in ex parte reexamination....................... 2234 Petition non-entry........cccccovvveiiee e 1002.02(c)
Entry in inter partes reexamination................. 2670 Plant application..........ccccceeiiiiiiiiciieee e, 1610
Examiner’'s (See also: Examiner’s amendment) Post Office address, Applicant................... 602.08(a)
Excess claims added........oovovvviiii.. Preliminary......cccoooccevieiniecnecee, 506, 714.01(e)
FACSIMIIE....evieceeeeveiee e Canceling all claims.................... 601.01(e), 711.01
Fees, additional........c.coveeveveveeeeeeeereeeeeeennn,s Denial of entry.......ccccoccoiviiiiiiiiiii 714.01(e)
File wrapper endorsement..........c.c.cocooevve.n. EXxcess claimsS......ccccovieiiiiiiniiee e, 506, 714.10
Filed with application.........c.cccoeveeeeveeenn. Filed with application..........ccccccovviieeenn. 714.01(e)
Formal matters, compliance with Manner of making..........ccccoceeiiiiiiiieenn 714.01(e)
Fully responsive........ccoco...... New matter added......601.01(a), 608.04(b), 702.01
111 P 502 Non-compliant amendment, treatment of......714
Immediate iNSPection............cccoevvvreeeveerennenns PG-Pub application..........c.ccooenininin, 1121
Impropersignature.....714.01(a). 714.01(c). 714.01(d) Referred to in oath/declaration............... 602.01(a)
RatificatioN........cevevevececeeveies e, 714.01(a) To lessen filing fee.........c.coi 607
INACCUFALE......coocveeereeseeeceeseeseeeeeesee e 707.07(h) Ratification
Incomplete reply.....711.02(a), 711.03(a). 714.02 to Signature defective.........cccovviiniceiinenn, 714.01(a)
714.04, 2266.01, 2666.30, 2671 RECEIPL. ..ot 501 to 505, 511, 512
Timefor completing.....710.02(c), 714.03, 2266.01, Received after allowance.................. 714.15,1303.01
2666.30 Reexamination..............cc.c.ooeen. 2250, 2666.01, 2672
Increasing claims in excess of number of claims REISSUE. ..o 714, 1453
previously paid for...........ccoovve 714.10.714.16(c) ReqUIreMents Of........cccoceueveueeeeeeeceeeeeeeeneeenen 714.02
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Amendment — Appeal

Sec. No.
Residence change........ccccooiiiiiiiiiiiiieicinieeeeee 719
RESPONSIVE....oooiiiiiiieeeieee e, 714.02,714.04
Return, after entry in file wrapper................... 719.01

Rule 1.312 (See also: Amendment: After allowance)
Second (or subsequent) supplemental

FEPIY e 714.03(a)
Several filed on same day..........cccccveveeiiieennn 714.18
Signature improper....714.01(a), 714.01(c), 714.01(d)
Signature misSSiNg.....ccccccveeieiiieeieeeiiieeeeene 714.01(a)
Signature required.........ccccooveeeiiieeniinecnne. 714.01(a)
Signed by applicant, not by attorney or agent of

FECON .ttt 714.01(d)

Sec. No.

“Patented in this or a foreign country”.....2132,

2152.02(a)
Multiple references, when permitted............ 2131.01
On sale (See also: On sale)
Ranges claimed.........cccccceiiiiiiiiiniiieees 2131.03
Rejections based on publications and
patents........cccoeeeeeenn. 2133.02, 2152.02(a), 2152.02(b)
Prima facie case........cccccevvviiiencnnnns 2132.01, 2152
Public use (See also: Public use)

Secondary considerations, evidence of....... 2131.04

A.P.C. publications (See also: Alien Property
Custodian (A.P.C) publications)

Signed by attorney or agent not of record.....402,

402.03, 714.01(c)
Statement of allowability by Board............... 1213.01

Supervisory primary examiner.....714.13, 714.16,
714.16(e)

Supplemental.........occooeiiiiii e
Support by original claim....................
Telephone numMber........ccoccciiiiiiii e
Unduly interferes with preparation of Office

BCTION .o 714.03(a)
UNSIgNEd......oviiiiieiiiee e 714.01(a)
Ratification of.........c.ccocevnnne. 710.02(c), 714.01(a)
America Invents Act (AIP) (See also: Statutes: Public
Law 112-129)

American Inventors Protection Act (AIPA) (See also:
Statutes: Public Law 106-113)

American National Standards Institute (ANSI)..608.02

Amino acid sequence (See also:
BiotechnologyNucleotide sequences)

AnalogousArt.....904.01(c), 1302.14, 1504.02, 1504.03,
2131.05, 2141.01(a)

Analysis of claims........ccoocveeiiiiiiii e, 904.01
Answer, Examiner’s (See also: Examiner's answer)
Answer all matters traversed.......................... 707.07(f)

Antecedent lacking (See also: Indefinite
claim).eiiciieeeeecciieen, 706.03(d), 1302.01, 2173.05(e)

Anticipationrejection...706.02(a), 1504.02, 2131, 2132,
2133, 2136, 2152, 2154

Affidavit to overcome a pre-AlA 35 U.S.C. 102(a) or

(e) rejection......cceevieeeiiieennn, 715, 2132.01, 2136.05
Analogous art.......cccccoevvvieeeeeiinnnnnn. 1504.03, 2131.05
Definition Of.....covveeeiiiii e 2131, 2152
Exceptions to 2153, 2154.02
GENUS-SPECIES....cciiiriiieeeeeiiiee e 2131.02
Generic chemical formula...................cceeee 2131.02
Grace Period.......ccccvvevvveeeeeenennnn. 2133, 2153, 2153.01
Meaning of

“By others”
“In this country”
“Known or used”

Apostille (See also: OathDeclaration)...301, 409.01(b),
409.03(a), 409.03(d), 602.04

Apparatus, Process or product and.....806.05(¢e) to
806.05(q)

APPEAL..ciiii 1200
AbandonNmeNt.......ccceeveiiiiiiie 1210
Actions subsequent to examiner’s answer....... 1210
Administrative handling.........cccccoeve i, 1203
Affidavit after appeal.................. 1206, 1208, 1211.03
Amendment after examiner’s answer..1210, 1211.01
Amendment before examiner’s answer............. 1206
Amendment for purpose of................ 714.12,714.13

Amendment makes application allowable........ 1206
Answer, Examiner’s (See also: Examiner’s answer)

BriE i 1206
In ex parte reexamination............ccccceeeeennnen. 2274
In inter partes reexamination......... 2675, 2675.01
IN TEISSUEB...uuiiiiiiiieeeieieee s 1454
By patent OWNer........cccoooiiiiiiiiiiiiiiis 1204
Cancellation of withdrawn claims................. 1214.05
Civil litigation..........cooeiiiiiiieieec e 1216.02
Claims copied from patent, time limit........ 710.02(c)
Claims included...........ccceennneenn. 1204, 1205, 1205.02
Claims not appealled.....711.02(b), 1215.01, 1215.02
Partial....cccoooeeeieiiiiiiiieee e, 1214.05, 1215.03
Composition of the Board..............ccccvvvveeeiennen. 1202
Concurrently with interference............ccccoouene. 1210
Concurrently with prosecution before
EXAMINET .. i e e e 1210
Conference.......ccoeevvcieniiee i 1207.01, 1302.14
In inter partes reexamination.............. 2676, 2677
Correspondence address for litigation..501, 1216.01
COUNT ittt 1216
Court, Federal CirCUit.......ccooeviviivniieiiiiieeeeennnn. 1216.01
Of an inter partes reexamination........ 2682, 2683
Decision by Board..........cccccoeviuviieeeiiniiiine e, 1213
Of an inter partes reexamination........ 2681, 2682
Dismissal........cccccoceiiiiiiiiie e, 1215.04
Examiner reversed.......ccccocveeviiiniieeiniinenns 1214.04
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Appeal — Application

Sec. No.

Examiner sustained...........ccoceeeiiiiiieeeennnins 1214.06
EXaminer’'s anSWer........cccccoocuieieeeiiiiiieeee e 1207
Failure to prosecute appeal.........ccccceeevverenee 1215.04
Fee (See also: Fee)....... 1204, 1204.01, 1205, 1208.01
Fowarding fee.....cccoooiiiiiiiiiec e 1208.01
From Board decision 1216t0 1216.02
Inter partes Reexamination.................. 2674 to 2680

Flowcharts.......coooiiiiiie e 2601.01
Interview after appeal.........ccccovciiiiieiniinenns 1204.03
INtrodUCEION.....eeiiiiiic e 1201
Jurisdiction............... ..1205.03, 1210
Matter subject to......ccccceeeeviiiiireeeiine, ,706.01, 1201
Multiplicity rejection........ccccceeevieeeniineenne 2173.05(n)
New ground of rejection by Board................ 1214.01
New ground of rejection by examiner in examiner’s
answer.....1207.01, 1207.02, 1207.03, 1207.03(a),
1207.03(b), 1207.03(c), 1208
New matter affecting claim..........ccccevvneen. 608.04(c)
NOLICE Of e 1204
Oral hearing.....ccocceviieiiiiiiie e 1209

Reexamination, ex parte........c.ccccovveveniveennne 2276

Reexamination, inter partes........ccccccceeeereunee 2680
Order for compliance........cccccceeevinnnenn. 1205.03, 1210
Patentability report case..........cceeveeeeeiinnns 705.01(a)
Pre-appeal brief conference pilot program...1204.02
Primary examiner’s attention..........c.cccceeeevneen. 1004
Procedure after Board decision.....1214, 1214.01,
1214.03t0 1214.07
Protestor participation.........cccccceeviiieeeeennnne 1901.07
Publication of Board decision...........cc.......... 1213.03
Real party in interest............cccuve... 1205.02, 1207.02
Record on appeal.......cccccoiiiiiiiiiiiieee e 1204.04
Rehearing by Board...............c........ 1214.01, 1214.03
Reexamination, ex parte...........ccccoevvveeeeeiiennnnn. 2273
Reexamination, inter partes................. 2674 to 2680
Remand by Board.....1208, 1210, 1211, 1211.01,

1211.02,1211.03, 1212, 1213, 1213.02, 1214.01,
1302.14, 2143.03, 2274, 2275, 2681, 2682

Remand by Federal Circuit...........cccceeeeeinnns 1216.01
Remanded application made special

Reopening of prosecution....1207.05, 1208, 1214.07,
1211.01,1213,1213.02,1214.01, 1214.04,1214.07

Reply brief to examiner’'s answer....................... 1208
Requirement by board to address matter......... 1212
Secrecy order application...........c.ccoeeu.. 130, 1304.01
Statement of allowability by Board............... 1213.01
Substitute appeal brief..........cooeiiiii. 1207.02
Substitute examiner’s answer.....1207.05, 1211,
1211.01

Suspension pending civil action or federal circuit
appeal in related Case........ccoccvveeeeiiciiinee e 1213
Time for filing brief.........coooo 1205.01
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Sec. No.
Withdrawal of final rejection............ccccceeeenns 1207
Withdrawal, partial...............ccceeeeen. 1214.05,1215.03
Appealable matter not petitionable............. 1002, 1201
Appendix, computer program listing....... 608.05, 1121
Appendix, multiple claim setS........ccccoceeeiiiiiieenn. 1121
Applicant (See also: Inventor Pro se applicant).....605
Abandonment notification..............ccceceeennee. 711.04(c)
Administrator or eXxecutor............cccceeeeenes 409.01(b)
Age, special StatusS........ccoceeeiiieeiniiiieniece e 708.02
CitiZeNShIP e 605.01
Common, at least one.....211.01, 706.02(f)(2),

706.02(k) to 706.02(1)(3)

Comments on statement of reasons for
AIOWANCE......ooi i

Discourtesy
Health, special status..........occeeeeiiiiiienienne 708.02
[ LT N 409.01(a), 409.01(b)

International application..1805, 1810, 1817.01, 1820,
1821

JOINt i 201.02,2137.01, 2151
Mailing address......ccccovveeeiiiiiiiiiceeeeee e 605.03
Micro Entity StatusS.......ccccevviviviiieiniieeiiiceee, 509.04
Name change..........ocoooiiiiiii e 605.04(c)
Other than inventor................... 409.01(b), 409.03(b)
Post Office address.......cccvvveeevieiiiiee e, 602.08(a)
Power to iINSPeCt.....cooiiiiiiiiiiiiiee e, 104,106
Reply (See also AmendmentReply)
Requirements........ccccvveeeeiiiiieree e, 2137.01, 2151
Self prosecuted application............ 707.07(j), 713.01
SIGNALUTE.....eeeiiiiieeeiee e 602.08(b)
Small entity statusS.......ccccceeeeeiiiiieee e 509.02
SOl 201.02
Application
Abandoned (See also: Abandoned application)
Abstract of the disclosure............ccccceeenes 608.01(b)
Acceptance of 37 CFR 1.47......... 409.03(h), 409.03(j)
Acknowledgment.........cccocvveeiiiiiiiiiinee e, 502.05, 503
Address MiSSING....c.uueiiiiiiiiiiiee e 403
Allowable except as to form................ 706, 710.02(b)
Allowed
Definition.........ooeiii 203.04
File wrapper data........cccoceevveeiiieeiineee 1302.09
Ordering....cccoevee i
Rejection
Amended definition........ccccceiiiiiiiii e 203.03
Arrangement......cccceeevieee e, 601, 608.01(a)
Design application............. 1503, 1503.01, 1503.02
Assigned (See also: AssigneeAssignment)
ACCESS ittt 106
Allowance
(Non-Applicant.......cccceeiiiieinieciieee e 307



INDEX

Application — Application

Sec. No. Sec. No.
APPlICANT ..., 308 DESIgN .. 1504.20
Conflicting subject matter 822, 2304.05 Drawings, Necessary..........ccoceriierieerineenes 601.01(f
Inventor deceased.......... 409, 409.01(a), 409.01(b) Missing figures.......ccccoviieiiiniiie s 601.01(g)
Assignment for examination Effective filing date.......... 706.02, 706.02(a), 2152.01
Office of Initial Patent Examination (Office of Electronic submission of (EFS-Web).............. 502.05
Patent Application Processing)........ccccceveueene 504 English language........ccccceviiiiniininieeece e 608.01
Assignment to examiner for examination...903.08(b) EXamination..........ccooiiiiieiiiii e 700
Assignment to Technology Center for EXamplesS......coooiiiiiiiieee 707.07(1
examination..........coooenninns 504, 903.08. 903.08(e) Facsimile transSmission..........cc.cccocevevrveeeenens, 608.01
Background of the invention....................... 608.01(c) Fee, filing (See alS0: FEE)....omiiieeeeeeeeeeen 607
Best mode.........ooooiiis 608.01(h). 706.03(c) Field of the invention.........ccccceevevevevevevnen. 608.01(c)
Brief description of the drawings................ 608.01(f File wrapper continuing (FWC)................... 201.06(b)
Brief summary of the invention................ 608.01(d) Filing date......coocoevveeeeeeeennn. 211.02, 503, 505, 511
British English spellings.........c.cocoovveienn. 608.01 EFS-WED.......ooiiiiieiiineieieie e 502.05
Certified COPY..covveerriiierieee e 608.01 Filing receipt (See also: Postcard,
Claim omitted.........ccoevieiiiiiieiicreeee 601.01(e) self-addressed)......ccoerreriieeien e 503
Claim terminology.....ccocoveeeeeiiiiiieee e 608.01(0) Filing requirement.........ccccoociiiiiiiiiiee s 601.01(a)
Claims.....cccccovvvennnne. 608.01(i) to 608.01(n), 706.03(k) Five year pendency 707.02, 708.01
Clarity and completeness, examiner’s FONT. e 608.01
ACTION .t 707.07 Foreign (See also: Foreign application)....210 to 217
Classification in Technology Center.......... 903.08(b) FOMMcitiei e 600
Common ownership.....324, 325, 706.02(f)(2), Government-owned
706.02(k). 706.02(]) to 706.02(1)(3). 709.01, 822 SPECIAL ..eeiiiiiiieie e
Completeness.....201.06(c), 506, 601.01, 601.01(g), Incomplete.....
608.01(p) 601.0(f
Conflicting, same applicant.....709.01, 804, 822, Definition
822.01
CONEENT e 600 Inforn"!al.... """""""""""""""""""""""""""""

. . . . Definition
Continuation (See also: Continuation)........... 201.07 . - . .

. o Primary examiner’s attention required.......... 1004
Continuation-in-part (See also: .
Continuation-in-part)..........ccceceeeeeiecieccnnee. 201.08 Spec_lal """"""""""""""""""""""""""""""""" 0801

DT O 1504.20 Inspectllon ....................................... s 103
Continued prosecution (CPA) (See also: Continued International (See also: International application)
prosecution application (CPA)) International Convention (35 U.S.C. 119)............. 213

DESIGN.ovveeeeeeeeeeeeeeeeereere 201.06(d), 1502.01 Invalid oath.........ccvvviieiiiiee e, 604.06
Continuity between applications................ 211.01(b) Issue fee not paid (abandoned)................. 711.03(c)
CoNtrol of ACCESS.....uvvrrrrrrirrirrerrenne. 101, 103, 106 Issue simultaneously with another
COPENAENCY....eviieiiiiireee e 211.01(b) apphcgtpn """""""""""""""""""""""""""""""
Copending, DESIGN. . .ovvvvvveveeeeeeeeeeeoeeeeeee 1504.20 Jurisdiction...... e 1305
Correction of inventorship........cccccocvveneen. 602.01(c) Mode of Operation........ccccwuuummmmmmnsusissssssns
Cross-noting National application........cccocceieiiiiiiiiieeiieee,

Data of parent application in file wrapper or PALM National stage application

bib-data sheet or PALM database.....202, 1302.09 New, definitioN......ccooveeeeee e

Data of related application, updating.....211.02(a) Nonprovisional.....506. 601. 601.01. 601.01(a).

Foreign application, file wrapper/history 501.01(c)

NOTALION.....viviiicietcceeee e 202 NUMDET ..o 502, 503, 506

Foreign application, oath.................... 202,214.03 Status of application using...................... 101,102
Description of the related art.........c.co......... 608.01(c) Omitted items.....217. 601.01(d). 601.01(f). 601.01(9)
Design (See also: Desian application) Ordered examination.........cccccocveeeiveennne 708, 708.01
Detailed descCription..........cccccevveerveerievennan, 608.01(g) Overlapping
DiStributioN.......oooieiiiii e 508

Divisional (See also: Divisional application)...201.06
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Application — Assignee

Sec. No.
Common ownership.....706.02(f)(2), 706.02(k),
706.02(1) to 706.02(1)(3), 709.01, 715.01(b), 804.03,
822
Same applicant 709.01, 804, 822, 822.01
Subject to joint research agreement...706.02(1)(1)
to 706.02(1)(3), 804, 804.02, 804.03, 2136.01,
2141.01, 2146, 2156
Pages missing
Parent

Pending five years
Plant (See also: Plant patent)
Prior art 2121 to 2129, 2152, 2154, 2158
Prior art effect of international

publication.....706.02(a)(1), 706.02(a)(2), 1857.01,
1896, 2136.03, 2154.01(a)
Priority

Foreign application.....213, 706.02, 706.02(b)(1),
706.02(b)(2), 1402, 1504.02, 1504.10

ProteSt. .. i 1901
Provisional (See also: Provisional
application).....201.04, 601, 601.01, 601.01(b),
601.01(c), 602, 706.02

Public inSpPection.......ccccccevieeiiiie e 103

Publication (See also: Pre-Grant Publication
(PG-Pub))

Publication of abstract
Receipt and handling
ReCONStruCtion........ccccoeeeeieiiiiecccceeeeeees
Recording and tracking in Technology Center..1704

Referred to in patent, status information............ 102
Reissue (See also: Reissue application).....1401 to
1470

Rejected definition........ccccvviiieciiieciiiee, 203.02
Relating to atomic energy........cccccoveee. 115, 150, 151
REVIBW...oiiiiiiiii e 506
Right t0 INSPECT.....iviiiiiiiiiieee e 103
Right of priority, foreign application.................... 213
RUIE 1.60....cciiiiiiiiieniieeiee e 201.06(a)
RUIE 1.62.....eiiiiiiiieiieeeee e 201.06(b)
Secrecy order ....120,121, 130
Serial NUMDBEr ..., 502, 503

Size fee 506, 607, 1415, 1893.01(c)
calculations for EFS-Web submissions.....502.05

Special (See also: Special application)...707.02, 708
to 708.03

Inquiries
Substitute
Does not carry ownership from parent
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Sec. No.

File wrapper/history notation...........................202
Table submitted on compact disc.............. 608.05(b)
Terminology, ClaiM.......ccccooveiiiiieiiiieeiee, 608.01(0)
Title of invention........ccccoocciiiiiiie el . 606

Title of invention, change....606.01, 1302.01, 1302.04

Transfer procedure........cccooceeviveevieeeinnnenn. 903.08(d)
Types (See also: Patent).......cceeeevevvericveinceeennn. 201
Utility (See also: Patent).......cccecveeeeivciieneesiicnnnn.. 201

Application Data Sheet (ADS)...211.02, 601, 601.01(b),
601.05, 602.01, 605.04(b), 605.04(c), 605.04(f),
706.02(b)(1), 706.02(b)(2), 1130, 2214, 2266, 2666
Supplemental ADS 601.05
Application Division (See also: Office of Initial Patent
Examination (Officeof Patent Application Processing))

Application publication.........cccccooeeiiiiiinieennn. 901.03
Citation Of....oooiiiie 707.05(e)

Disqualifying as prior art, commonly owned..717.02
to 717.02(c), 718, 2154.02(c), 2156

Prior art effect.....706.02(a), 901.03, 2136, 2136.03,
2152.02(b), 2154.01

Arbitration awards notiCe........cccceeeviiiieneeeiiiiieeen, 311
Argument for allowability lacking in

AMENAMENT....iiiiiiiieiiee e 714.04
Arrangement of application................... 601, 608.01(a)
Arrangement of art in Technology Centers....... 901.07

Art unit number on papers
Artifacts in IFW application

Asexual plants (See also: Plant patent)............... 1600
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Abstract of Title..........cccovveens 320 Foreign language documents.............c.ccoeennee. 706.02
Appeal to federal circuit Foreign patent data.................... 707.05(e), 901.05(a)
Application as filed............ccccoeiiiiiienns Foreign printed applications........................ 901.05(b)
Civil lIIgatioN........cocveiieee e 1216 Form PTO-892 reproduced......................... 707.05(a)
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Claim — Classification

Sec. No.
Interpretation......... 2111, 2111.01,2111.02, 2111.03
JEPSON. ...t 2129
Linking...... 806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking, GeNeriC........ccccevvvveinueenns 806.04, 821.04(a)
Linking, Traverse of rejection....................... 818.03(d)
Markush........c.cccoecieveeiiiinnnn. 2173.05(h), 2173.05(0)
LCT] o =Ty oS 803.02
Subgenus. ... 2173.05(h)
SUPPOIT..ciiieiieeeee e 608.01(p)
Means (See also: MEeans)......cccvevevveiieeeeniieeenns 2181
MISSING. ... 601.01(e)
Multiple dependent..........cccovevieiiieeinieeennns 608.01(n)
MUItIPICItY ...eeeviie e 2173.05(h), 2173.05(n)
Negative limitation.............ccccceeiiiiiinennnnes 2173.05(i)
New matter.........cccvvvveeee 608.04, 706.03(0), 2163.06
Reissue application...........ccccevevveeiiveennnnen. 1411.02
Nonelected invention.....706.03(m), 821.01, 821.02,
821.04(a)
Nonelected invention, Added.............ccccoeevnnee. 821.03
Nonstatutory..........cccceeeeennes 706.03(a), 2105 to 2107
Nonstatutory, Cancellation........................ 1302.04(b)
NUMDBEFNG...eeiiiiiieeiiieee e 608.01())
Objection contrasted with rejection.................. 706.01
Official Gazette(O.G.)....ccovcvvereeeiiiiiiieeeeees 1302.09
Omnibus claiM........cccoveeieiiiiiiee e, 2173.05(r)
Ordinary and customary meaning....... 2106, 2111.01
Original......eueiieei e 608.01(1
Patentably distinCt..........ccccoovveiiiieiiiiecne, 706.03(k)
Plain meaning of claim term................cc....... 2111.01

Plant application 1605, 1610
Priority (See also: Foreign application)....210 to 217

Product, Functional...........c.cccocveviiniicnnieneennnn 2114
Product by process...........ccccoeuvneeen. 2113, 2173.05(p)
Prolix (See also: Indefinite claim)........... 2173.05(m)
RaNQGES......ccviiiriiiec e 2131.03, 2144.05
Reference numerals included..608.01(m), 2173.05(s)
Reissue application

NUMbBEriNg.....ccveveeiiiieeeecce e, 1453, 1455

Original claim subject to reexamination.......... 1440

Printed in Official Gazette.............ccccoeevvrennee. 1455

Same invention as original patent............. 1412.01

Underlining and bracketing................... 1453, 1455
Rejection.........coccvvvvveeeiiinennn 706, 2121 to 2186
Relative terminology.........cccccoevvveveeeiiinnnn.. 2173.05(b)
Renumbering at issue................... 608.01(j), 1302.01
Renumbering dependent.............. 608.01(n), 1302.01
Single means........ccccccevviiiiee e, 2164.08(a), 2181
Single sentence.........ccccoiieiiiiniiieee 608.01(m)
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Sec. No.

Species, how recognized............ 806.04(e), 806.04(f)
Species (plural) added ...818.02(b)
Statutory requirement...........ccccvvveeeeeiinenennn. 608.01(k)
Subgenus (Markush type)........cccccoeevvenee. 2173.05(h)
Subject matter eligibility.....706.03(a), 2106, 2106.01
Suggested for interference......2304.03 to 2304.04(b)
Failure to make..........ccceveeeiiiee e 706.03(u)
Time limit........oooooii e 710.02(c)
Summary of invention, consistent............... 608.01(d)

Terminology basis in description..608.01(0), 2173.01,
2173.05(a)

Unsupported 2163.01, 2173.03
USe ClaiMmS....c.cooiiiiiieeiiiiiee e 2173.05(q)
Vague (See also: Indefinite claim).....706.03, 2171
to 2173
Varying SCOPE....ccueeuiurieeeeeiiieee e e 608.01(m)
“Whereby” clauses in.........ccccccceveeriins 2106, 2111.04
“Wherein” clauses iN........cccccccevcvenenns 2106, 2111.04
With motion granted in part...........c.cccoceeeerins 714.20
Withdrawal of appealed claim by
cancellation.......ccceeeeveieiiiiiiiiiiinnn. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See
also: Interference).....ccoceveeevenneen.. 710.04(a), 2304.4(a)
Appeal of rejection..........ccooiviiieini 1200
Disclaimer rejection..........ccccevcvvverieeeinneennns 706.03(u)
Late amendment..........cccoevvienieniiieneeeieenees 714.19
Not a reply to Office action.................c....... 711.02(b)
Patent in different Technology Center........ 2304.01(b)
Period for reply........cccoceveeninnnen.. 710.02(c), 710.04(a)
Prosecution closed..........ccccccooiiiieiiiiiiiiienenn. 714.19
REJECHON. ..coiiiiiiiiie e 2303
TC Director’s attention...........cccccceevveireennennn 1003
Rejection, Failure to reply to..........cccceeneeee. 706.03(u)
SPECIAL e 708.01
TC Director’s attention required................cccu..... 1003
Time limit for reply......cccocoviiiiieee, 710.02(c)
Claiming same invention.....706.02(f)(2), 706.02(k),
706.02(I) to 706.02(1)(3), 715, 715.05
Class, SCOPE......cccuveieeeiiiiiiee et 903.02(b)
Class, tranSfer..........oviiiiiieiiiiee e, 903.05
Class definitions.........coocveveiieiiiiiiiie e 902.02
Classification (See also: Patent classification)......900
Application (See also: Classification of application)
BasSIS. ... 903.02
BUIBLIN. ... 902.04
Definitions........cooevvvveeiiiieeceeeiees 902.02, 902.02(a)
DeSigN...cccveeiiiiiiere e 903.09(a). 1503.01
Examiner (See also: Classification examiner)
Foreign patents.........ccccooieeiiiiiiiienie e 903.03
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Classification — Communication with suspended or excluded attorney or agent

Sec. No.

Harmonized subclasses........ccccccccvviviieeinnnnnn. 903.06
Index to U.S. Patent Classification............... 902.01(a)

Classification, International..............ccceeeeee. 903.09
INAICES. ...t 902.03
Information........ccccceveee 902.03(a)
Insight on USPTO Local Area Network....... 902.03(c)
International...........cccceeeeiiiiiiee e, 903.09

Issue classification form/sheet/slip.....903.07,
903.07(b). 903.09, 903.09(a), 1302.09, 1302.10,
1302.13

Sec. No.

Transfer to another Technology Center.....903.08(a),
903.08(d)

Classifier, POSt........ccooevveveeeiiiviieeeeenn, 903.08(e). 903.10
Clean copy of specification............. 608.01(q), 1302.02

Clearance for new law interpretation......1003, 1207.02
Closed prosecution except for formal

MALEIS...vveeieiicrieeeee e 707.07()), 710.02(b), 714.14
Prosecution not closed...........cccceeeeveeeeiinennnn. 707.07())

Closing of U.S. Patent and Trademark Office.....213.03,
510

Locarno International..............ccceveevevevnennnn. 903.09(a) Code of Federal Regulations (CFR) (See also: Rules
MANGALOTY ..o 903.07 Patent (Code of Federal Regulations))
ManUaL..........ccceviiiiiiiiieier e 902.01 Coinventor, Power of atorNeY...............o..oocovvvee 402.10
Patent classification Home Page on the Collateral estoppel (See also: Estoppel)......... 2012.01
INEEINEL. ..o 902.03(a) Ex-parte reexamination........... --2259
Nonpatent literature. .............ccoovvvereeererennn. 901.06 Inter partes reexamination 2659
Numerical iINAEX...........oveeeeeeeeeeeeeeeeeen. 902.03(c) Combination and aggregation.....2173.05(]). 2173.05(k)
OFAEIS ..ot 902.04 Combination and subcombination.....806.05(a).
Patent, Change Of............cc.coovvevererrerreiereniens 903.05 806.05(c). 903.02(b)
Patent Classification Home Page on the USPTO Comments on tests or examples............c........ 707.07(l
INEFANEL......ovoeeeeeeeeseeesee e 902.03(b) Commercial activity as on sale (See also: On
PHNCIDIES. ... 903.02 sale)......706.02(c). 2133.03 to 2133.03(e). 2152.02(d)
Revision Commercial exploitation as on sale (See also: On
Rules governing applications...................... 903.08(e) Sale)-vv N L 06'0_2(0)' 2_133'03_)(8)(_1)' 2152'02(0”
Statutory authority...........ccoeveeeveenenereseneeies 903.01 Com.mer_mal success of invention, affidavit alleging (See
also: Affidavits, traversing rejections (37 CFR
Subclass listS........ovieiiniiis 902.03(c) L.232)) ittt 716.03, 1504.03
Classification examiner Commissioner for Patents (See also: Office of the
Decision on classification........ 903.08(d) to 903.08(e) Commissioner for Patents)................. 409.03, 708.01
Patentability report.........cccccccoevvieeeeiiiinenn. 705.01(a) Duty of Disclosure to........ccccevvveeeevieeesninnenns 2001.03
Classification of application...........ccccoceoieiiiiiiinenn. 900 Mailing address

Allowed application.....903.07 to 903.07(b), 1004,
1302.10

Statutory basis........cccvveeeiiiiiier e
Commissioner initiated reexamination (See also:

Amendment affecting...........ccccccoevvieeieninns 903.08(c) Director initiated Reexamination)
Borderling.........coocviiiiiiii e 903.08(a) Commissioner for Trademarks
By applicant.........coceviviiiiieei e 601 Petitions decided by..........c.cooeeeiiiiieinennne. 1002.02(i)
Cross-referencing.........ccoccvevveevienicncneennnnne 903.07(a) Commodity Control List (CCL).......ccceeverrvienieennens 120
Disputed........ccceevrieeieiieieene 903.08(a). 903.08(d) Common applicants.715.01(a), 706.02(f)(2), 706.02(k),
File wrapper data.........ccocoovreireinenennenenes 719.03 706.02(1) to 706.02(1)(3), 709.01, 2137
Improperly classified............cccoovvervrnennn. 903.08(a) Common knowledge, use in rejections............. 2144.03
In another Technology Center at Common ownership.....706.02(k), 706.02() to
allowance.........cccocveveenieennnn. 903.07(b). 903.08(a) 706.02(1)(3), 717.02, 2137, 2146, 2154.01(c), 2156

New application, by Office of Initial Patent
Examination (Office of Patent Application

Processing)......cccoceeveereenennnnn. 903.08(a). 903.08(e)
New application, by SPE..........c.ccccccevnineen. 903.08(b)
Post classifier.......cccoeveviieeieeiinnns 903.08(e), 903.10
Preliminary.......ccoceee e 601
Rules governing..........ccocceveeiviiiiienee s 903.08(e)

Conflicting claims.....303, 706.02(f)(2), 706.03(k),
709.01, 804, 822, 2304.05

Evidence required for establishing.....706.02(1)(2),
717.02(a), 717.02(b)

Common representative for international

application..........ccccoviiiiiiii 402.09, 1807

Communication with suspended or excluded attorney

OF AQENL.....cooiiiiii s 105
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Communications, official mailing address for — Continuation

Sec. No.
Communications, official mailing address for.......... 501
Communication via Internet e-mail..................... 502.03
Comparative tests (See also: Affidavits, traversing
rejections (37 CFR 1.132)).....cccevcevevveesnennne 716.02(b)
Complete application.............. 506, 601.01 to 601.01(g)
Complete British specification..............cccccvenee. 214.03
“Comprising” as transitional phrase.................. 2111.03
“Comprising” in Markush claim..................... 2173.05(h)
Compact disc submissions........ 608.05, 2421.04, 2425
Amendments t0......ccooovvveeeiiiiiieeeeiies 608.05, 2426
Computer programs........ccc.eeeeeeeeeeenn 608.05(a), 2425
ReqUIrEmMEeNtS........ccoveeeeiiiee e 608.05
Sequence Listings..1823.02, 2420, 2422.03, 2424.01
Tables.....ccccovvviienennnnnn, 608.05(h), 1823.02, 2424.01
Computer generated iCONS..........ccccevcvveenen. 1504.01(a)
Computer programs or software
Adequate disclosure...........cccovveeeniiniennnn. 2164.06(c)
Affidavit practice.........ccccevveeiiieniniieene, 2164.06(c)
Best MOde.......cooiuiiiiiieie e 2161.01
Deposit of listings.........ccocveeinneenne 608.05, 608.05(a)
Enablement..........ccccooiviiennnnn. 2161.01, 2164.06(c)
Patentable subject matter.............cccooieieriine 2106
Printed in PG-Pub.........ccccoooeiiiiiiiiiiiieeeeees 1121
Undue experimentation................cccveeeennn. 2164.06(c)
Written description............ocoviiiieiiiiiiiieneee 2161.01
Concealment..........ccccceeeiviiiieeneenes 608.01(h), 2138.03
Conception................. 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States
Classification........c...eiieiiiiiie e 903.09
Concurrent Office proceedings.....2282, 2286.01, 2820
Conduct in public information facilities..................... 510

Conduct of ex parte reexamination proceedings..
Conduct of inter partes reexamination

o] goTet=T=To [T To TR 2654
Confidential citation of prior art.................... 2202, 2203
Confidential material...............c.c...... 121, 724 to 724.05
Confidential material submission................ 121, 724.02
Confidential party of interest..............cc........ 2202, 2203

Confidential status of application........ 101, 706.02(f)(2)

Same applicant.....706.02, 706.02(c), 706.03(k),
709.01, 804, 822, 822.01

Rule 1.53(d)...cccccviiiiiiiiieeniiie e
Confidentiality, pending applications.............
Confidentiality of international applications
Confirmation NUMDEr........ccccovveiiiieiiee e 503

Conflicting applications, same assignee.....706.02(f)(2),
706.02(k), 709.01, 715.01(b), 804.03, 822

Conflicting oaths or declarations.................... 602.01(c)
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Sec. No.

Congress, Inquiry on status of application by member

Of 203.08(a)
Conservator, unavailable joint inventor............... 409.02
“Consisting essentially of” as transitional

PRFASE. ....oiiiiii e 2111.03
“Consisting of” as transitional phrase............... 2111.03
“Consisting of” in Markush claim.................. 2173.05(h)

S o 1=Tod (1) PSR RR 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination..........ccoccvevieeeesineeenns 2230, 2630, 2654
Constructive reduction to practice...................... 715.07
Consular certificate..........ococeiiieeiiiiiiiieeieee 604.04
Consular certificate, Foreign executor or
AdMINISTFALOr......ee i 409.01(b)
Consular certificate, Omission of................... 604.04(a)
Consular oOffiCer.......ccccuiiiiiiiiiiiiiie e 602.04
Content of ex-parte reexamination request.......... 2214
Continuation..................... 201.06(c), 201.07, 601.01(a)
Abandonment of prior nonprovisional application
.................................................................... 201.06(c)
Affidavits, copies Of..........ccccceeeiiiiiiiee i, 201.06(c)
Assignment carried from parent.............c.ccoeceeeeee. 306
Change of attorney/correspondence
AAAreSS..c.co i 201.06(c)
Continued prosecution application (CPA).....201.06(d)
COPENAENCY.....eviiiieiiiiiiiee e 211.01(b)
Cross-reference to prior application.............. 202, 211
Definition........ooiiiiiiiiieree e 201.07
DESIgN.cciiiiiieieeee 1504.20
Effective filing date...........cccceevieiiiiiiice 211.02
EXamination..........cccoveeeniieniiiie e 201.06(c)
Extension of time.........ccccceiiiiiiiineiriiieee, 201.06(c)
File wrapper continuing (FWC)............c....... 201.06(b)
File wrapper/history notation................cccceveeeinnns 202
Final rejection on first action...................... 706.07(b)
Incorporation by reference............cccceeenineen. 201.06(c)
Identification on letter of transmittal..................... 506

Inspection of parent..........ccccooviieeiiiniiiieie 103
International application
International application as parent.....211.01(c), 1895

Inventor, at least one in common..................... 211.01
INVENTOrSNIP....ceiiiiiiiieeecee e 201.06(c)
New matter.........ccovvveeiniiiieeeeeiine 201.07, 608.04(b)
Oath.....ccooeiieeee 201.06(c), 602.05(a)
Parent application data noted in file

hiStOry/Wrapper........ccocvvvcveeiiiee e 202, 1302.04
Reference to parent application.................... 202,211
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Continuation — Copies of prior art with reexamination request

Sec. No.

Reference to parent application inadvertently

OMIEEEd. ...eiiiiiiiiie e 1302.04
REISSUE.....cevveieiieeeeeee e 1414,1441, 1451
RESLICHON.......cevviiieei e 819
Rule 1.53(b) 201.06(c)
Rule 1.53(d)..cccceriiriiiiiieiieeieenee e 201.06(d)
Rule 1.60 application, Former..................... 201.06(a)
Rule 1.62 application, Former..................... 201.06(b)
Small or micro entity status.............cccceee. 201.06(c)
Specification and drawings...........ccccoeeveeennee 201.06(c)
Substitute statement under 37 CFR 1.64.....201.06(c)
Terminal disclaimer, effect in
Time for filing........ooooiiiiii e
When patented, opens parent application to public
INSPECHION.....eiiiiiiiiiie e 103
Written description requirement....................... 211.05
Continuation-in-part.........cccccceeeeuvnen. 201.08, 601.01(a)
Assignment from parent does not apply............... 306
COPENAENCY....eeiiiiiiiiiiiee et 211.01(b)
Cross reference to parent application........... 202, 211
DefiNitioN......cccvviiieiiiic 201.08
Design application..........cccccceeeeiiieeneeeniiieenn. 1504.20
Effective date.....211.02, 706.02, 2133.01, 2151,
2152.01
File wrapper continuing procedure.............. 201.06(b)
File wrapper/history notation..............ccccceeeennnne 202
Filed by aSSIgNEe.......ccvveviieiiiiiieec e 324
Identification on letter of transmittal...................... 506
Inspection of parent...........cccoeoviiiiiiei i 103
International application............ccccocveeenieenne 1817.02
International application as parent.............. 211.01(c)
Inventor, at least one in common..................... 211.01
OWNETSNIP. ittt

Reference to parent application
Rejection over published priority document...2133.01,

2154.01(b)

Rule 1.53(D)..ccccvveieiiieeeiie e 201.06(c)

Rule 1.62, FOrMEer.....ccccovcveenieieniieeenieeene 201.06(b)

Time for filing......ccooviiii 211.03

When patented, opens parent application to public

INSPECHION. ....eiiiiiiiiec e 103
Continued Prosecution Application (CPA).....201.01,
201.06, 201.06(d)

Amendments before first Office action........ 714.01(e)

Application number..................

Assignee right to take action

Certificate of mailing or transmission.................... 512

Complete non-provisional application.....601.01,

601.01(a)

1-19

Sec. No.
Continuation-in-part not permitted................... 201.08
Continuity with parent...........cccccoviiiiieeenes 211.01(b)
CorrespoONdenCe.........ccuvveveeeeiiveieeeeeaienns 502, 502.01
Cross reference to previous application................ 202
Design application.............ccccue..n. 201.06(d), 1502.01
Eliminated for utility and plant applications..201.06(d)
Express abandonment of prior application.....711.01,
711.02(b)
Extension of time..........cccoooiiiiiicnie, 201.06(d)
Fees
Reissue application...........cccceveeveiiieeenineenene 1415
Filing date.......cooooiiiiiii e 201.06(d)
Improper CPA treated as RCE.....201.6(d), 706.07(h)
Information disclosure statement in parent.....609.02,
707.05
INVENOrShIP. ... 201.06(d)
Patent term.........ccceeeeeiviieeiiiee e, 1303, 2701
Plant application, no longer available.......... 201.06(d)
PrIOFY ..o 1302.04
Public access t0........ccccvviieivciiciiieeciieeee 201.06(d)
Published as PG-Pub............ccccoeiiniiinicninenn, 1120
REISSUL. ...ciiiiiiiiee e 1430
Restriction requirement in prior application.......... 819
Signature Requirements...........ccoccvveveeeeennns 201.06(d)
Small or micro entity status............cccceeeneee 201.06(d)
Suspension of action..........cccccceeeviiienie e, 709
Terminal disclaimer, effect in ....1490
Utility application, no longer available......... 201.06(d)
Continuing application....... 210, 211, 1302.12, 1302.04
Specific reference.........cccoveieiiiiiiiiieeeeiins 202,211
Continuing data (See also: Cross-noting).............. 202
Continuity between applications..................... 211.01(b)
Control of inspection by assignee................... 104, 106

Convention, International (See also: Treaties)....213.03
Converting nonprovisional and provisional

applications..........ccccvvvveiiieeiniie e, 201.04, 601.01(c)
COPENAENCY.....uviiieeiiiiiiiee et 211.01(b)
Copending u.S. application
Common ownership................ 706.02(k), 706.02(1)(2)
Design application...........ccccveeeeeiiiieereec i, 1504.20
Different inventive entities.....706.02(f)(2), 706.02(k),
706.02(1)(3)
Duty of disclosure in.........cccccoevvevieeinnenn. 2001.06(b)
Terminal disclaimer practice............cccoveveeeiinnen. 1490
Copied patent claim (See also: Claim presented
corresponding to claim of patent)
COPIEN COPIES...eieitrieeiiie ettt 714.07
Copies of prior art with reexamination request
EX parte......ooooiiiiii e 2218
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Copies of published applications — Cross-noting

Sec. No.
Copies of published applications.................ccuuve... 1128
Copy of foreign application, certified....................... 215
Copy of printed patent in reexamination
EX PAE...ciiiiiiiieeee e 2219
Copying ex-parte reexamination file by public......2232
Copying inter partes reexamination file by public..2632
COPYHGNES...coiiiiiiiie e 608.01(v)
Relationship to design patents............ccccoeeveeennee 1512
Correction of drawing...........ccceeuv.n. 608.02(p), 1302.05
Annotated sheets..........cccoceeviiiiiiiiiciieenn, 608.02(v)
Approval by examiner...........cccccceeeveeeenneennn 608.02(x)
Deferrable.........c.cccceveeveevereeennnn. 608.02(b), 608.02(p)
Marked-up COPY.......coovueeeriieeriiieiiee e 608.02(v)
NEW MALLET......eiivieiiiiiiesiee e 608.04
NOt approved.........c.eeeveeiiiiieiiee e 608.02(x)
Order for......cccvuieei i 608.02(x)
Replacement sheets 1302.05, 1303.01
Correction inventorship
Application..........ccccceeviieeinieeens 602.01(c), 605.04(q)
Consent of asSIgNEEe.......cueevviveeiiieeeiiieens 602.01(c)
Continuing application............cccccevicvieeeennn. 602.01(c)
During ex parte reexamination...................... 2250.02
During inter partes reexamination......2658, 2666.03
In a patent
By a certificate of correction.......... 602.01(c), 1481
By filing a reissue application.......... 1402, 1412.04
MiSJOINAET ...t 1412.04
PTO procedure..........cccovvieiniiieniieeesiee e 605.04(q)
Correction of name......602.01(c), 605.04(b), 605.04(c)
Correction of patent..........cccoeiiiieiiiniiieeee e, 1400
By reexamination (See also: Reexamination, Exparte
Reexamination, Inter partes )
By reissue (See also: Reissue application).....1401
to 1470
By supplemental examination (See also:
Supplemental examination).......c.ccccveveeennee. 2809.01
Certificate of correction....................uu... 1480 to 1485
Statutory disclaimer (See also: DisclaimerTerminal
AiSClAIMEN).uiiiieiiciiiee e 1490
Correction of PG-Pub........ccccoooiiiiiiiiiceee, 1130
Correction of reference citation......... 707.05(g). 710.06
Correspondence (See also: Mail stop)
Address of PTO.......cooovviiiiiiiiiiieeeeeeeeeeeen, 501, 502
Address in secrecy order applications.................. 120
Address of patent owner..........ccccceeeeeinnnes 2622, 2805
Address, official mailing............ccoceeiiiiiiinns 501
Address of an attorney.......403, 403.01(a), 403.01(b)
Boxes (See also: Mail stop)
Continuing application............cccccoevvveeeeenne 201.06(c)
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Sec. No.

Crossing iN Mail...........oeeeiiiiiiiiiiniieeee e, 714.05

Duplicate filings......... 402.10, 403, 502.04, 714.01(a)

Electronic mail............... 502.03, 713, 713.01, 713.04

Facsimile transmission.............c.cccceenee.. 502.01, 2515

Identifying with issue batch number (no longer

[=To U1 =To ) TSRS 1303.01

Maintenance fee.......c.cccocvvvviiiiiiiiieeeinnns

Plural attorneys.........ccccoceeviveeenceeennne

Post Allowance...........cccooceieeeiiiiiiiieeeeee

Published application...........cccccoccvvieiiiiiiieeeens 1134

Receipt and handling.........ccccovieiiiieeniiee e 500

Reexamination, ex parte..........

Reexamination, inter partes

Signature requiremMents........cccovcveeiiveeeiiineennns

Third party, application published....................... 1134

With whom held...........oooooiiiiiiii, 403
Counter-terrorism inventions, special status....... 708.02
Counting ACHIONS. .....coceiiiiiieeieeiiiee e 1705
Countries for foreign priority..........cccovvveeiineenns 213.01
COUNETY COOES....uviieiiiie et 1851
COUPONS. ...t e e e e e e e e e e e e e e e e e
Court

Citation Of.....cceeeiiiiii

Dissemination Of..........ccocciiiiiiiiieeeee e 1720

Entry in patent file.....................

Treatment Of........cccovvriienici

Unpublished decisions
Court of Appeals for the Federal Circuit

(CAFC).....711.02(b), 1002.02(k)(1), 1002.02(k)(3),
1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination........ 2279
Appeal to, in an inter partes reexamination.....2682,
2683
Court ordered inter partes reexamination........ 2686.04
Court papers, service on Director..............c.cccuu.... 1216
Cover sheet — provisional application............... 201.04

CREATE Act (See also: Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced..509
Criteria for deciding ex parte reexamination

FEQUEST. ...ttt 2242
Criteria for deciding inter partes reexamination
FEOUEST.....uiiiiiiiiiiiiiiiiie it 2642
Cross appeal to the Patent Trial and Appeal Board in
inter partes reexamination.............cccceeevvevveeeeeenns 2674
Cross appeal to the Federal Circuit in inter partes
reeXaminatioN...........ueereeiiiiiiee e 2683
Cross-noting

Data of parent application on file

wrapper/history.......ccocceevvciiiee e, 202, 1302.09



INDEX

Cross-noting — Declaration

Sec. No.
Data of provisional application in
SPECIfICALION. .....eviieiiiiiiiie e 1302.04
Data of provisional application on file
WIAPPEr/NISIOrY ... 202
Data of related application in application data
ShEEL.....uiiiiiiii e 211.02, 1302.04

Foreign application cited in an application oath....202,
214.03

Foreign application, file wrapper/history............... 202
In original patent file of reissue application........... 202
Reissue applications...........ccccccceeviirennnnen. 1451, 1455
Specific reference..........ccoooiiiiiiiiins 202, 211
Cross-reference
Another application (See also:
Cross-noting).....ceeercvveeereeeernen 608.01(p), 1302.04
Art COlleCtion.........ccuveieeeiiieee e 903.02(c)
At allowancCe.......ccceeeeeeeeiiiiiiiiinnennnn. 903.07, 1302.04
(03111 0o [P TPR 707.05(e)
Noted during examination............c...ccceuee... 903.07(a)
Required for all claimed disclosure............. 903.07(a)
Crossed MailingS.......cccoovveveiiieniniie e 714.05
Customary meaning of claim term.......... 2106, 2111.01

Customer Numbers....402, 403, 711.04(c), 1807, 2515,
2540

Change of address........ccccovvveeeeiiiiieeececiinienen. 601.03
Correspondence relating t0..........ccccceeeeeiiiieeeennn. 403
Customer Service Center.....104, 508.04, 608.02(z),
714.13, 1730
Customer Service Window.....103, 501, 502, 505,
710.02(e), 714.13, 2422.09

N
o
W

D

D-10 NOICE.....cceveieeieeee e 130, 1304.01
Damage, Proof of irreparable......................... 409.03(q)
Databases (See also: Electronic databases)
Date

Amendment.....505, 511, 512, 710.01(a), 710.05,

714.18

Citation of foreign patent............ 901.05(a), 901.05(b)

(©70] 21V =T o1 1T0] o FA USRS, 213.01

Filing.....211.02, 502, 503, 505, 506, 506.02,

1002.02(b)

of EFS-Web transmissions.............ccccceeenn. 502.05
Filing, Refusal to accord........................ 506.02, 2133

Sec. No.
Foreign application (priority).........ccccceeeenee 210 to 217
INVENTION.......ooiiiiicce e 2137, 2138
Maintenance fees du€............ccovvvvvvvvvieeieeeeennnns 2506
Office @CtiON.....cccvviiiiiiierii e 707.11
Office stamp.........co....e. 502, 505, 506, 512, 714.18
Reference..706.02, 707.05(e), 715, 715.01, 715.01(c)
Date no longer entered on drawing................ 608.02(0)
Date of execution of oath.............cccccooiiiniie 602.03
Death of attorney.........cccvvveiviiiiieie e 406
Death of inventor (See also: Administrator or
[ C=To1 U1 (e 1) N 409, 409.01(a), 409.01(b)
Deceased inventor
Allowance not withdrawn.............ccccoccvveinineen. 1303.03
Legal representative as applicant.....409.01(a),
409.01(b), 1820
Proof of authority of............ccccoccoiiiis 409.01(b)
Legal representative refuses to sign............ 409.03(c)
Deceptive intent (See also: FraudInequitable conduct)
Foreign filing licenses..........ccccooviiieiiiiiiiee s 140
INVENTOrSNIP....coiiiiiiiiieecee e 602.01(c)
Reissue.....1401, 1412.02, 1412.03, 1412.04, 1414,

1414.02, 1414.03, 1444, 1448, 1451, 1457, 1481.02,
1490, 2012

Decision
By Patent Trial and Appeal Board........ 1213,1302.14
Dissemination of..........ccccovviiiniiii e 1720
Ex-parte reexamination...............ccccceeeeennnnen. 2277
Inter partesreexamination.................... 2681, 2682
Reconsideration Of..........cccccceviiieviiiennn. 1214.03
Treatment Of.......cvveeeeeieiiiiii s 1721
(04721 1 o] o TSR OUPPRRN 707.06
Denying ex parte reexamination request........... 2247
Ex-parte reexamination review petition.............. 2240
Governs examiner's action..........c.occveveeevenuiieeeeesienns
[ =T PP TR 1
Ordering ex-parte reexamination....................... 2246

Ordering inter partes reexamination (See also:
Reexamination, Inter partes: Decision on the

request for reexamination)
Public availability...........c.ccooveeeiiiiiiieeees 103
Publication of..........c.coooiiii 707.06
Declaration (See also: Oath).......ccccevvvveriieeniieenns 602
AMENAMENL.....iiiiiiiiiieire e 602.01
Attached to specification...........cccccocuveeennn. 605.04(a)
Change of inventorship...........cccccooeeiiiinne 602.01(c)
Copies, filing of ..o, 602
Copies from prior application....................... 201.06(c)
Date of eXecution...........ccoecvveeriieeiniie e 602.03
DefeCtiVe......cuviiiiiiicece 602.03
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Declaration — Deposit rules

Sec. No.
Delayed filing.......cceevieiiiiiiiieiiiie e 506
Executed before alterations made............... 602.08(b)
Facsimile transmission..........cc.oooeevvvvvnnnee. 502.01, 602
Foreign priority applications listed................ 202, 214

International application...1820, 1893.01, 1893.01(a),
1893.01(a)(1), 1893.01(a)(2), 1893.01(a)(3).
1893.01(e), 1893.03(a), 1893.03(b), 1893.03(g), 1895,

1896

Inventor refuses to sign or cannot be found.......... 603
MINOT, DY ..eiiiiiieie e 409
NON-ENglish......coooi 602.06
Plant patent application...........ccccoecvveiiieeeniierenns 1604
Refers to preliminary amendment....... 601.01(a), 602

Reissue application..706.03(x), 1414, 1414.01, 1444,
1455

Signed before alteration.............ccocceeirnenn. 605.04(a)

SUBSHEULE. ... 602.02
Declarations, conflicting...........ccccoeeeeeiiiinnnen. 602.01(c)
Dedication to the public..........ccccceevviviiieennnnns 715, 1490
Defective 0ath.........cccceeviiiiiiiiie e 602.03

In reissue application..........ccccocceiieiiiiieeenine 1414
Defects, correction of, in request for ex parte
rEEXamMINALION..........cevvviiiiee i e e 2231
Defects, correction of in request for inter-partes
FEEXAMINALION. ....eiiiiii e 2631
Defense, applications affecting........ 115, 120, 130, 140
Defensive publication citation......................... 711.06(a)
Defensive publication program.............ccccceueee. 711.06
Deferral of examination.................ccccoeecciivivivinnenenns 709
Definition of class........ccccccvviiiiiiiieiice 902.02
Delegation of Director’s authority.....1001.01, 1002,
1002.02
Demonstration at interview................cccceeeecnnnnns 713.08
Denial of request for reexamination.....2247, 2247.01,
2647, 2647.01
Department of Energy (DOE).....115, 140, 150, 151,
706.03(b)
Dependent claim..........ccccooiiiiiiiiiniiieeee s 608.01(n)

Objected to when base claim is canceled...608.01(n),
707.07()
REISSUE.....iviieiiiie et 1455

Treatment in inter partes reexamination....... 2660.03

Dependent claim, objected to when
IMPFOPET ...t

Deposit aCCOUNL.........ccvviiee et
Authorizations..........cccceeeee e,
Extensions of time
International applications......1827.01, 1850, 1875.01
Issue fee........cccooeveiiicccciiiiins 1303, 1306, 1308.01

Sec. No.
Maintenance fee.........ccccoceeeeennins 2510, 2515, 2522
Overdrawn
Petition fee......cccocvieiiicii 711.03(c)
Refunds.......coovviiiiiic 509, 607.02
Replenishment............cooooiiiiie 509.01
Mailing address........ccccoevviviiiieniiiiiiee e 501
Deposit Account DiViSION...........ccceeerieeennneennnne. 509.01
Deposit of microorganisms (See also:
Biotechnology)......... 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence...........cccoovvveerieeennieenne 502
Depositions
EVIDENCE. .. .o, 1901.02, 2013
Of @XaMINET.....uviiiiiiiiiiiee e 1701.01
Deposit rules (See also: Biotechnology)............. 2400
Acceptable depository.........coccveeeeeriiiiereeeeninen. 2405
Background information.............cccccceeeiiiiiieeeeens 2401

Biological material, definition
Biological material, made or isolated without undue

experimentation..........ccoccceeeveieeeee s 2404.02
Budapest Treaty (See also: Treaties)......ccceeene. 2402
Budapest Treaty depositories.........ccccovveeerveenns 2405
Depositories, Current list of Budapest Treaty......2405
Effective date...........ocvvvvieeiiiiiiiiiiiiiin. 2401, 2402
Examination procedures............ccocveeeiiiiveeeeennnns 2411
After grant.........ccoceeeeiiiee e 2411.04
Application in condition for allowance except for
JEPOSIt. .. 2411.03
Certificate of correction.............ccccceeeneennn 2411.04
Content of application regarding deposited
Mmaterial..........oooeiiiiieee e 2411.05
Need for 37 CFR 1.312 amendment......... 2411.03
REISSUE......eviiiiiiiicic e 2411.04
Rejections based on deposit issue............ 2411.01
Responses from applicant...............c........ 2411.02
Furnishing of samples..............cccoovieiiiiiiieeceis 2410
Access to deposits 2410.01
Certification of accessibility of deposit......2410.02
Conditions of deposit...........ccccceeeevviivennennn. 2410.01
Exception to removal of restrictions.......... 2410.01
Restrictions removed upon grant............... 2410.01
Known and readily available biological
MALETIAl....viiiiiirieir e 2404.01
Budapest Treaty deposit 2404.01
Continuity Of aCCESS......cvvvviiveiiiiieiiiiees 2404.01
Deposits certified as available................... 2404.01
Health, safety restrictions............ccccceeeeneiee 2404.01
Indicia of “known and readily available”.....2404.01
Material capable of self-replication................ 2403.01
Direct self-replication............cccccoccueeeeennns 2403.01
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Deposit rules — Design application

Sec. No.
Indirect self-replication.............ccccoevvrennee. 2403.01
Need for a deposit.........ccccveeeeiiciiereeeiiinns 2402, 2404
Plant material...........ccccoooiiiiiiiiiiieee, 2403.02
Plant Patent Act, Relation to...........cccccevvvvn..e. 2403.02
Reference to deposit in application......2404, 2404.03
Implication, presumption................. 2404, 2404.03
Requirements of 35 U.S.C. 112.....2164.06, 2404,
2404.03
Replacement or supplement of deposit.............. 2407
After a patent has issued............cccceevuueeen. 2407.02
Exemption from replacement.................... 2407.05
Failure to replace........cccccovveveiiieeiiicee. 2407.03
In a pending application/reexamination
ProceediNg.......veveiriiiieiiie et 2407.01
Reason for replacement............cccccceeeinee 2407.04
Replacement not recognized..................... 2407.06
Treatment of replacement, presumption of
HHENLILY ..o )
STET=To ST
Term of deposit 2408
Budapest Treaty term..........ccocceeeivieeenveeennnn. 2408
Enforceable life of patent............cccccceeeennneeen. 2408
Time for making original deposit..............ccceueee. 2406
Assurance regarding deposit before payment of
ISSUE fEE...viiiiieeiiie e 2406, 2411.03
Corroboration...........coocuveeeeeeriiiee e 2406.02
Description in application specification......2406.01
During application pendency..............ccccuuv..... 2406
Loss of U.S. filing date in other countries...2406.03
New matter........ccoooviiiiiiiieeeee e, 2406.01
Patent Cooperation Treaty applications.....1823.01,
2406
Post-issuance deposits.........ccccoecvveeeeeeiiinennn. 2406
Viability of deposit.........cccccevviiiieiiiiiiieneee 2409
Viability statement...........cccccooeviieiieiiiiienee,

35 U.S.C. 112 requirements
Deputy Director of Patents and

Trademarks.........ccccccvveeeeeieeeeeeeeeiin, 1002.02(0), 1202
Derogatory remark regarding prior art............ 608.01(r)
Description
Basis for claim........ 608.01(0), 706.03(c), 2161, 2163
Computer programming.........ccocceeeereveeesnneens 2161.01
Detailed.........oooeiiiiieieeee e 608.01(q)
International application............cccocvveiiieeeniiieennne 1823
Design application...........ccccoovivieiie i, 1500
Analogous art........ccceevciieieeiininnen. 1504.02, 1504.03
ANLICIPALION. ......eiiiiiieiiiee e 1504.02
Application, elements Of..........ccccceeeiiiiiiieeeniin, 1503
Articles, design comprising multiple.......... 1504.01(b)

1-23

Sec. No.

“Average observer” teSt........ccccccerviiiieiiennnis 1504.02
Benelux Designs Convention (See also:
TreatieS)....occceeeee e 213.01, 1504.10
Characteristic feature 1503.01, 1504.01(a)
ClaiM...ccoiiiiii e 1503, 1503.01
Combining references.........cccoccveeiiieiennns 1504.03
Commercial SUCCESS.........cccovvernuiieriieeeiiinenn 1504.03
Computer generated iCONS............cccueeenee. 1504.01(a)
Continuation application...........ccccccceeeennns 1504.20
Continuation-in-part (CIP) application........... 1504.20
Continued Prosecution Application (CPA).....1502.01
Convention, International.................. 213.01, 1504.10
Copending applications.................. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness...1504.03
Copyright, Relationship t0..........ccoccceeeeiiiiinnnen. 1512
DeEfiNitioN.......coiiieicee e 1502
DeSCription........coceveiiiieeeiiie e 1503, 1503.01
Disclaimer..........ccccceeeenee 1503.01, 1503.02, 1504.04
Disclosure.........ccccceevuneee. 1503.01, 1503.02, 1504.04
Divisional application...........c...cccc..... 201.06, 1504.20
Double patenting.........ccoccceeeeeiiiieneenn. 804, 1504.06
Drawing..........cccc... 1503, 1503.01, 1503.02, 1504.04

Broken lines.................

(0] o] SRR

Trademarks.... 1512
EFS-WED....cciiiiiiiiiicccee e
Embodiments, alternate or multiple.....1503.01,
1504.01(b). 1504.05
Enablement......ccccooeeeiiiiiiiiiiiieeennnn. 1503.02, 1504.04
European Community Design treaty.............. 1504.10
Examination.....1504, 1504.01, 1504.02, 1504.03,
1504.04

Expedited Examination...501, 1002.02(c)(3), 1504.30
Reissue.................
Expert testimony

Feature emphasized...........ccccooeiiiiiieiniinens 1503.01
Fee, filing...ccooevieii e 607
REISSUE....cciiiiiiiiiie e 1457
FEE, ISSUB...uuuiiiiiiiiiieieeee e 1306
FONt, tYPe..coi i 1504.01(a)
Foreign priority.....211 to 213, 215, 1504.02, 1504.10
More than six months before U.S. filing.....1504.02
Functionality.........cccooeeeeiiii e, 1504.01(c)
ODbviousness and.........cccceevvvieeeeeiiciieeeeenns 1504.03
Hague Agreement (See also: Treaties).....213.01,
1504.10
Hidden end USe.........cccovvviiviiiiiiiicciieee 1504.01(c)
Hidden feature................. 1504.02, 1504.03, 1504.04
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Design application — Director initiated reexamination

Sec. No.
Icon, computer generated............c.c..cu...... 1504.01(a)
Indefiniteness................. 1503.01, 1503.02, 1504.04
Library collections relating to....................... 901.06(a)
Modification, description...........ccccoceeeerieeens 1503.01
Multiple embodiments............cccevevieeiiienenns 1504.05
Multiple parts of article...........ccccveeeviineenn. 1504.01(b)
New matter....1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design for.........cccvveeiieeeniie e 1502
ODVIOUSNESS....cooiiiiiiieeiiee e 1504.03
Obviousness-type double patenting (ODP)....1504.06
Offensive subject matter.............cccccovvenee. 1504.01(e)
Ornamentality lacking.........ccocccvevveeiiinnnnn. 1504.01(c)
Patent Cooperation Treaty................... 1501, 1502.01

Patentability.....1504.01, 1504.01(a) to 1504.01(e),
1504.02, 1504.03, 1504.04

Petition, Special Status..................... 708.02, 1504.30
Petition to accept color drawings or

photographs........ccccooeeiiieiniiienen, 608.02, 1503.02
Photographs 1503.02, 1504.04
Preamble..........ccooiiiiiiiiie 1503.01

Priority under 35 U.S.C. 119.....210, 215, 1504.02,
1504.10

Priority under 35 U.S.C. 120.....211.01(a), 211.01(h),
1504.20

References supplied..........cccocveernee. 707.05(a), 1513
Quayle action.........ccceeviieiiiie e 1504
Registration abroad............c...cee... 1504.02, 1504.10
Reissue 1457, 1509
Request for Continued Examination (RCE)....1502.01
Request for Expedited Examination.............. 1504.30
RESHIICHON. ....eviiiiieecie e 1504.05

REISSUE.......oiiiiiiiiiiiece e 1457
Rules applicable............ccccoviiiiiiiiiie 1501
Scope of claim...1503.01, 1504.04, 1504.05, 1504.06
Search.......cccccvviiiieicecnins 1504, 1504.02, 1504.03
Secondary considerations.............ccccceeeernnnne 1504.03
SIMUIALION. ... 1504.01(d)
Specification.........cccovieeeiiiiii e 1503.01

Use of Copyrights iN........cceeveeiiiiiiiiiiiieen. 1512

Use of Trademarks in.........ccccocvveiiieeininncnnen. 1512

Statutory subject matter 1502, 1504.01

Surface ornamentation.....1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03

Surface treatment or indicia.............cccvvvveveees 1503.02
Term of v 1457, 1502.01, 1505
Title. oo, 1503.01, 1504.01(a)
Amendment of........cccccvviiiiiiiiiiiieeeee, 1503.01
Use of Trademarks in........cccccccevvvviieneeeiiinnnn. 1512
Trademark, relationship to.........ccccoocuieeieiniiinnen. 1512
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Sec. No.
TYPE fONLS....eviiiiieeieee e 1504.01(a)
Utility patent, relationship to 1502.01
Visual characteristiCS.............ccceeveeeiieeieecciininnns 1502

Written description lacking.....1503.01, 1503.02,
1504.01(a). 1504.04

Design patent series (See also: Patent)............. 901.04
Designated office.......ccccccevviiviiieinnns 1801, 1893.01(a)
Designation fee - PCT.......cccccveviieeeiieeeene 1817.01(a)
Designation of states..................... 1817.01, 1817.01(a)
Detailed description (See also: Specification)

Determination of public use or on sale.....706.02(c)
2133.03, 2152.02(c), 2152.02(d)

Determining if a Reexamination Was Filed for a

Patent......ccooeii i 2632.01
Determining whether an application is subject to first to
invent provisions of AlA..........ccovveee e, 2159

Digest (See also: Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term................ 2111.01, 2173.05(a)

Diligence
Charts for priority.......cccooeeevieeiniieeiiee e, 2138.01
Filing application..........c.cccocvveiniiniieciieees 2138.06
Filing reiSSUE......cccvvieiiiiiiiiie e 1403
Interference practiCe.........ccccovvevevveeenineennne 2138.01
Of actions during regulatory review............... 2757.01
Reasonable..........cccccviiiiiiiie 2138.06
Shown in 37 CFR 1.131 affidavit.....715.07, 715.07(a)
To overcome a rejection..........ccceeeeeeereiveeeennn. 2136.05

Director of Technology Center..714.13, 714.14, 714.16,
714.25, 715.08, 804.04, 1002.02, 1002.02(c), 1207.01,
1207.02, 1207.03, 1207.05, 1208, 1214.04, 1308,
1308.01, 1901.06, 2236, 2242, 2246, 2249, 2258.01,
2263, 2265, 2267, 2274, 2283 to 2286, 2648, 2667,
2682, 2686.01

Functions.........ccccccoevviieieiciee, 1002.02(c), 1003
TC 1600......cciiciiiiieiee e 1002.02(c)(2)
TC 2900......ciiieiiiiiiieee e 1002.02(c)(3)
TC 3640.....ciiiiiiiiiieee e 710, 1002.02(c)(1)
Director of the USPTO

Authority and functions.....706.03(b), 708.01, 709,
711.02, 714, 719.01, 1001, 1002, 2203, 2209, 2212,
2239, 2240, 2242, 2258, 2258.01, 2265, 2282, 2284,
2286.01

Publication of confidential decisions................. 103
Withdrawal from issue.............cccoeeiiiiiininnns 1308
DECISIONS....ciiiiiiieieee e
Mailing address.........ccccevieeeiniiieiniieeee e 501
Notices (See also: Publication)............c...... 707.06
Orders (See also: Publication)........ccceeeveee.. 707.06
Director initiated reexamination................... 2212, 2239




INDEX

Disbarred attorney — Divisional application

Sec. No.

Disbarred attorney (See also: Attorney or agent:

Suspended or excluded)
Disciplinary proceedings.........cccccoevviiveeeeennns 402, 410
Mailing addresSs.......cooviiieiiieiieiee e 501
Disclaimer (See also: Terminal disclaimer)
Co-author of publication.............cccceeveeennee 715.01(c)
Copy required in reexamination
EX PAIe..ccivieiiiieiie it 2214
Defensive publication...........ccccceeviiiiniiiennnnn. 711.06
Design application........... 1503.01, 1503.02, 1504.04
FOIMS ... 1490
ProCeSSING......coeuiiiieiiie et 1490
REJeCtioN.....ccveevieiiciiieecie e 706.02(k), 710.02(d)
SEAIULOIY .cooiiiiieeeeece e 1490
Terminal........ccccoovveennn. 706.02(k), 804, 804.02, 1490
Disclosure (Seealso: Duty of disclosureSpecification)
ADSEIACE. ..o 608.01(b)
Amendment........cccocveveiriieneeeieenen 608.04, 1302.02
Amendment, Preliminary.............cccocccceeen. 608.04(b)
Best Mode (See also: Best Mode).....608.01(h), 2165
Chemical compound..........cccoecveiriieeiiinennn. 608.01(p)
Claimed........cueeiieie e 901.03
Common, parent and continuing applications...211.05
Completeness.......cccccovvveeeeeciivnenennn. 608.01(p), 2164

Computer programming cases....2164.06(c), 2161.01
Correspondence with claims 2163.05, 2173.03

Design application..........ccccccceeeevvnenn. 1503, 1503.01
Detailed description..........ccccoeiiiieeeeiiiinenen. 608.01(q)
DULY Of e 2000
Enablement (See also: Enablement)................. 2164
Foreign application...........ccccooviieniiiniiiieneee 211.05
IMPHCIE. .o 2144.01
Incomplete.......... 608.01(p), 706.03(d), 2161 to 2165
Incomprehensible..........ccccoiiiiiis 702.01
Incorporation by reference (See also: Incorporation
by reference)....ccccccvvcciiiiiiiciiieneniies 217, 608.01(p)
Insufficient..................... 608.01(p), 702.01, 706.03(d)
Later filed application............cccueeeerinueneenn. 608.01(p)
Operability........cccoevveeeiiieeiiiieens 716.07, 2164.08(b)
Original claim...........cccccoeeeeeiiinne.. 608.01(1), 2163.01
Preliminary amendment...............cccooovueee. 608.04(b)
Related applications..................... 608.01(p), 1302.04
Requirements for........ccccovveeiiiiiiiene e 2161
Reservation clause...........ccccooviiieieniniinnenn. 608.01(e)
Restricted to claimed subject matter............. 1302.01
Secrecy order, Material subject t0............ccceeenn. 120
Specification (See also: Specification)........... 608.01
Sufficiency for continuity...........cccceeveveiiieens 211.05
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Sec. No.
Sufficiency Of ... 716, 716.09
Support for claims..........cccceveeeiiieieee e, 2163.01
Trade NAME.....cccoiiiiieie e 608.01(v)
Trademark.........ccovvveniiiiieicee e 608.01(v)
UL .o 608.01(p). 706.03(a)
Written (See also: Written description)............ 2163
DISCOUMESY...ccivieeiiiieeiiiee et 714.19, 714.25
Dismissal of appeal.........ccccoviiieiiiiiiiiiieeees 1215.04
Disposals counted..........ccccceevviiiiieeeiiniiiene e, 1705
Distinct, definition.............coevvieeeeiiiiieeeeee, 802.01
Distinct inventions 802, 802.01, 803, 806.05
Apparatus and product made...................... 806.05(q)
DiStinCt ProCeSSES.......ccccvviiiieeeiiieeeiiieenene 806.05(j)
Distinct products.........c..ceveeiiiiiiieiiiiieeeee 806.05())
Process and apparatus for its practice........ 806.05(e)
Process and product made.............cccccveenee 806.05(f
Divisional application.............cccccee... 201.06, 601.01(a)
Abandonment of prior nonprovisional
application.........cccco e 201.06(c)
Assignment carried from parent application......... 306
Change of attorney/correspondence
AAArESS. ..o 201.06(c)
Continued prosecution application (CPA).....201.06(d)
CopeENAENCY.....cvevvieiiiiieiee e 211.01(b)
Design application............ccccceeeernene 201.06, 1504.20
Drawing, Transfer of...........ccocooveiiiiiinenne 608.02(i
Effective date 211
Examination.............coeeeiiiiieii i 201.06(c)
Extensions of time.......c.cccccovveveiiiiciiiin e 201.06(c)
Filed by assignee...........cccecveveeiiiiiiieeeeecins 324, 325
File wrapper continuation (FWC)................. 201.06(b)
File wrapper/history notation................. 202, 1302.04
Incorporation by reference............ccccceeeeenns 201.06(c)
Inspection of parent application..............cccc.ocuueeee. 103
Inventor, at least one in common..................... 211.01
INVENOrShip.....ccvvveeee i 201.06(c)
New matter..........oooooiiiiee e 201.06
Oath. .o 201.06(c), 602.05
Patented, Opens parent application to
INSPECLION......uviiiieiiiiiee et 103
Reference to parent application........ 211.02, 1302.04
REISSUE.....coviiiiiiiieaeeeie. 1414, 1440, 1450, 1451
Rule 1.53(D)...ccccvcviiniiiiiiiiiiiecnec e, 201.06(c)
RuUle 1.53(d)..cccveeririiiieiiiiiiesieeee e 201.06(d)
Rule 1.60, FOrmer........cccccccveeeeeeeeieeeeievienn, 201.06(a)
Rule 1.62, FOrMEr........ccovveiiiiiiiinieereeen 201.06(b)
SIGNALUIE.....eeiieieiiiec e 201.06(d)
Small or micro entity Status...........cccceeveenne 201.06(c)
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Divisional application — Drawings

Sec. No.
Specification and drawings.............ccceeeeennn. 201.06(c)
Substitute statement under 37 CFR 1.64.....201.06(c)
Time for filing........coooieiiiii e 211.03
Written description requirement.............c......... 211.05
DNA (See also: BiotechnologyNucleotide
SEOUENCES)..eteeeeeiuiireeiaeaitieteaaesaseeeeeaeasanreeeeasaanns 2400
Enablement........ccccceeiiiiiiiiie e 2164.08
Searching.......occoce v, 901.06(a)
Sequence listing.......ccccoevviieeeeennnnns 2422, 2424, 2431
DoOcCKet rePOrt.......cceiiiieiiiiiieieee e 1704
Doctrine of collateral estoppel (See also: Estoppel)
Doctrine of dedication to the public.............ccccce.... 715
Doctrine of equivalents........ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.........cccocceeevveeennne 1504.05
Doctrine of unclean hands.............ccccooviiiininen. 2010
Document, DiSCIOSUIe...........ccuvvuveeeeieieeiiieiiiiiinnn, 1706
Electronic (See also: Electronic
PUDLICAtiONS)..veeeeieieriee e
DoD Directive 5230.25..............
DoD Security Agreement
Domestic representative............ccceeevveeesnineennnen.
Double correspondence...........cccceeiiuiieeeeeniiiieneenn. 403
Double inclusion in claim
Double patenting.........ccccceeeveiieieeeecciiiee e
Avoiding rejection....... 706.02(k), 706.02(1)(3), 804.02
BaSIS. .ii i it 804
Between one or more applications and a published
application that has not been abandoned............. 804
Claimed subject matter............c.occoveeieniiinnnn. 806.01
Commonly owned cases, treatment.....717.02(c),
804.03
Copending applications....................... 706.02(k), 804
DefiNitioN.......ceveiiiei e 804
Design applications/patents................... 804, 1504.06
Different inventive entities............... 706.02(k), 804.03
Distinct and independent inventions
(B0 a1 g F= 1 o] o PO 804
International applications...........ccccceeevviiiieeeeeiinns 804
Obviousness type (ODP).......ccccoviiiiiieeiiiiiiieeeee 804
Design application.............ccceevcieerinieennnee. 1504.06
Plant applications..........cccccceeeiiiiieric i 1601
Reexamination............ccceeeevvvvneeeeennnn. 804, 2217, 2258
REJECHION. ...eie ettt 804
NONSLALULONY ...t 804
ODVIOUS. ... 804
Prohibition, 35 U.S.C. 121.......... 804.01, 821.04(b)
Provisional.................. 706.02(k), 706.02(I)(3), 804
Specification, use of..........ccccceeiiiiiieiiiiniie. 804
March 2014

Sec. No.
StAtULOIY...eeeieiiiiieeeeeee e 804, 804.03
Rejection nullification............ccocoeeiniiininnennne. 804.01
Restriction previously required.............. 804.04, 1003
Same assignee.........ccceeveennene 706.02(k), 804.03, 822
Same inventor.....806.04(h), 806.04(i), 806.05, 822,
822.01
Species and genus............c......... 806.04(h), 806.04(i)
Subject matter not patentably distinct................... 804
Subject to joint research agreement.....804, 804.02,
804.03
Submissions to TC director..........c.cccocvveneennnee. 804.04
Terminal disclaimer effect.....706.02(k), 804, 804.02,
1451, 1490
In a reissue application.............ccceveeeiiiivenennn. 1451
Drawings......cooocueeeiiiieeiniie e 507, 608.02
Amendment........c.ccceeeeveennen. 608.02(p), 714, 1302.04
In ex parte reexamination...............c......... 2250.01
In inter partes reexamination................... 2666.02
In reissue application..........c.cccoccoeeeennnns ....1413
Prior to publication of PG-Pub....................... 1121
Amendment, Disposition of orders for......... 608.02(x)
Amendment support by original claim......... 608.04(a)
Annotated sheets...................... 608.02(v), 608.02(w)
Brief description...........ccoovveeiiiiiiieee e, 608.01(f
Canceled figure........ccccooiiiiiiee s 608.02(t)
Canceled sheet.........coccceeviieiiiiiiiic e, 608.02(t)
Canceled sheet, patent...........ccccceeeeeeennneen.. 608.02(i)
Canceled sheet, transfer............cocovveeveevnnnens 608.02(i)
(0701 o] SRR 608.01(f), 608.02, 1503.02
Colored plant..........ccoovveeeeiiiiieiieeiice e, 1606
Complete illustration............cccceeeiiieeeeennes 608.02(d)
Completeness 608.02(e)
Computer listS........oooviieeiiiiiiie e, 608.05
CONSISLENCY......eeviieeeiiiiiiee e 608.02(e)
Content Of......ceeviiiiiiiee e 608.02(d)
Correction (See also: Correction of
Arawing)...ccoeeveeeeveeenerineenennnen 608.02(p), 1302.05
Incorporated into PG-Pub................... 1120, 1121
Reversed figure numbers............ccocovvenee 1302.04
Design application..1503, 1503.01, 1503.02, 1504.04
DISCIOSUNE.....ciiiiiiiiiiee et 608
Divisional application....................... 608.02, 608.02(i)
EFS-WED....ccooiiiiiiiiiccc e 502.05
Examiner determines completeness........... 608.02(e)
lllustrates claim.........occccveeeeriiiiiiee e, 608.02(e)
Informal........ccocovviiiiiiiiinins 507, 608.02, 608.02(b)
International application
Kept in application..........ccccoceeeviiieinnnnenne




INDEX

Drawings — Duty of disclosure

Sec. No.

LOSt. . 1302.05(a)
Location 608.02(c)
Modification illustrated.............cccocveeriniennnne. 608.02(f
Marked-up copy....... 608.02(b), 608.02(v), 608.02(w)
Necessary for filing date...........ccccccoeene 506, 608.02
New drawings required...........ccccoeveeennneennns 608.02(a)
New, handling..........cccccevvireniiiiiieeceeee 608.02(a)
New matter.....coovvviieiiiiiiieeeees 608.04, 706.03(0)
New, when required..........cccceeevvviereeeinennnn. 608.02(a)
NoOt received.........cccoceeeeviieenceeennen. 608.02(h), 1825
NOt required...........eeeeeiiiiiiieee e 608.02
NOt returned.......ccooevvveeeeeiiiiiiiee e 608.02(y)
Objection.....608.02, 608.02(a), 608.02(b), 608.02(d)
to 608.02(f), 706.03(0), 1503.02, 1504.04
Official Gazette figure..........ccoeeieiiiiiiineeen. 1302.09
Oomitted drawingsS........cccevvveeeriireeiiieeeiieens 601.01(qg)
Patented file.......occeeviiiiin e, 905.03
Petition to transfer from another application..608.02(i)
Photographs........ 502.05, 608.01(f), 608.02, 1503.02
Plant application...........ccocceeviieiiniiennnn. 1603, 1606
Prior art.....cooooeveiieiiieeeeieee e 608.02(g), 2125
Provisional application............c.ccoevveiiieeiinnennnee. 601
Reference characters.............c....... 608.02, 608.02(e)
Reference characters, change.................... 608.02(w)
Reissue application 1411, 1413

No longer transferred from original patent......1413
Replacement drawings for publication in
PG-PUD....ooiiiiieeeeee e 1121
Replacement...........cccocovevinvennne 608.02(h), 1302.05
Reversed figure numbers..........cccceeeeeevnnneenn. 1302.04

Review by Office of Initial Patent Examination (OIPE)
(Office of Patent Application Processing

(2N ) ISR 507
Required by examiner...........cccccceevivveenineennnnen. 608.02
ReqUIrEMEeNtS.......cccciiiiiiiiee e 608.02
REtUM ..o 608.02(y)
Section liNeS.........oovvieveiiiiciiienenn. 608.01, 608.02(w)
Security markings........cccoovvvveieeeiiiiiieee e 121
Substitute.........cceeveereeieneee 502, 608.02, 608.02(h)
Sufficiency, determined by examiner........... 608.02(e)
SYMDBOIS.....ccvviieeiiie e 608.02
Trademarks. ... 1512
Unacceptable.........cccoeeeeeiicinnnnnn. 608.02, 608.02(b)
Drawing COrrection.........c.cccocvveveeeiennnen. 507, 608.02(p)
Annotated sheets...................... 608.02(v), 608.02(w)
Approval by examiner..........cccoccveeviveennnenn. 608.02(x)
Marked-up copy....... 608.02(b), 608.02(v), 608.02(w)
New matter........ccooooiieece e 608.04

1-27

Sec. No.
Order for.....oiiiiiii e 608.02(x)
PG-Pub.....cooiiiiii, 1120, 1121
Replacement sheets............ 502, 608.02(h), 1302.05
Required........ccccoeviviiiiniie e 507, 707.07(a)
Dual correspondence...........cccueeeeeeiuenennn. 402.10, 403
Due Care ShOowWiNg.......cccccvveeiiiiiiiieee et 2734
Duplicate claims..........ccccoviiveviiiiiiieeenieee e 706.03(k)
Duplicate foreign patents..........cccccceeeiiiieneennnnne 903.03
Duplicate papers for plant applications.....1603, 1605,
1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733,
2762
Compared to duty to disclose material
INfOrmMation..........cccveeeiiiii e 2001.04
Information diSCIOSUre...........ceveeeiiiieeiiieiii. 609
Reexamination............cccocvvereeiiieneennieneeseeee 2280
Duty of diSCIOSUre........cuvviiiiiiie e, 2000
After patent grant..........cccceevveeeiiiee e, 2003.01
Aids to complianCe.........cccoeviiieiiieeeiiiee e 2004
CheCKIliSt......oeeeeeeeee e 2004

Compared to requirement for information...704.12(a),
2005

Compliance With.........ccccooiviiiiici e, 2004
Continuing applications 2001.04, 2004
Copending applications................... 2001.06(b), 2004
Copied Claims........cccceeeeiiiiiieeee e 2001.06(d)
Duration of.......oovviiveiiiiiiieeeeiieeees 2001.04, 2003.01
Foreign applications 2001.06(a)
Information material to patentability.....2001.04,
2001.05
Litigation information..............cccccoeviiieeenen. 2001.06(c)
QUESHIONNAIE. ...ttt 2004
Reexamination
EX parte.. ... 2014, 2280
Inter partes..........oooeeeeiiiniiiiiiiees 2003.01, 2684
Reissue application.....1406, 1418, 1448, 2001.06(c),
2003
Sources of information...............ccccceeciiinnns 2001.06
To whom owed
Violation of............. 2010
Claims invalidated.................ccoooeeiiiiiciiininnns 2016
Protest........oooeviiiiiiii i, 2013
Reexamination...........coccceeiiieriniieenieee e 2014
REISSUE.....uuiiiiiiiiiiieieie e 2012
Rejection of claims in reissue application....... 1448
WhO haS.....ccviiiiiiiiiiiii e 2001.01
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Easily erasable paper — Electronic Processing of Information Disclosure Statement

Sec. No.
E

Easily erasable paper...........cccccecvvennnee. 608.01, 714.07

Effective date of reference patent.....706.02, 706.02(a),

707.05(e), 715, 901.05(b)

Effective filing date
Claimed invention.............occooieeeiiiiiienneenins 2152.01
Continuing application................ 211.02, 706.02, 708
Continuation-in-part..........ccccceevvene 2133.01, 2159.02
Foreign priority effect...........cccoiiiiiiiiiie. 706.02
International convention (See also: Foreign
applicationTreaties).....cccceeevvcreeeeeeeiiereneennnne 213.01
Provisional application............cccccovvieinienennnen. 706.02
Publication...........ccoeieiiiii e 715.01(c

Eighteen-month publication (See also: Pre-Grant

Publication (PG-Pub))

Election (See also: RestrictionElection of

SPECIES) . uutieeiuriie ettt riteeestee e site e e e et 800
Action on nonelected claims............ccooccoieeeinnns 819
After multiplicity rejection...........ccccccevvee. 2173.05(n
After restriction..........ccocvevecriiiiic i 818
Applicant must make...........ccoccooeeeiiiiiiiieaees 818.03
Between applications, Conflicting claims.....804, 822,
822.01
CoNStrucCtive........ccceevevveeneenenee. 818.02(a), 818.02(c)

In reissue application...........cccccoeeiieeeeeniinnnnn. 1450
Fixed by action on merits............... 818.01, 818.02(a)
IMPlied.....ccooeeiiieeceececeeee 818.02(a), 818.02(c)
INterferencCe..........oevii i 819
Optional cancellation.............ccccevvveeiiinrenee 818.02(c)

Original presentation

Treatment of nonelected claims.....706.03(m). 821 to
821.03
In reissue application.............ccccocvvveeeeeiiinnnn. 1450
With traverse.....818, 818.03, 818.03(h), 818.03(c),
821.01
WithOut traverse........ccoccvveveeiiiiiiee e 821.02
Election of species
Allowable generic claim lacking................... 809.02(a)
BaSiS......cceiiieeiee e 806.04, 808.01(a)
Canceling species claims...818.02(c), 821.01, 821.02
Design application..........cccccceeviiieeneiiniiieenn. 1504.05
Implied.......cccccoveeiiiieeee e 818.02(a), 818.02(c)
Reissue application...........cccccoveiveiiiiiiiiieee e 1450
Requirement..........cccccceviiiiiieeenns 806.01, 809.02(a)
Requirement, prior to search..............c........ 808.01(a)
Species claims lacking.................. 806.01, 818.02(b)
Electronic access to published applications.......... 1128
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Sec. No.

Electronic databases (See also:
PALMPAIR)....707.05(e), 719.05, 901.06(a), 902.03(e),

1730
Cassis DVD-ROM........ccccoovveeeiiiieniiee e 902.03(d)
Chemical abstracts services..........ccccceeviunnen. 905.06
Derwent’'s World Patents Index (WPI).............. 905.06
Dialog...cocoiiiiieeeee e 719.05, 905.06
e- Official Gazette — Patents (eOG:P)................ 1703
EAST ... 719.05, 902.03(e)

Full-text and full-page images of U.S. patent related
databases.........ccoceeiiiiiien

INPADOC.... ..ot
LEXIS-NEXIS. .. uvvirirriririieiiiieeieieeeee e e
Official Gazette Notices
Patent Grants Database
Questel-Orbit........ccccveeeeiiciiiiee e,

TESS (Trademark Electronic Search System)....1703,
1730

Electronic Business Center (EBC)..........c.ccceeeunee. 1730
Electronic document..............cccoceeiieiieenneenn, 707.05(e)
Electronic filing system-Web (EFS-Web).....502.05, 503

Actions permitted by registered users............. 502.05
Actions permitted by unregistered users......... 502.05
Alternatives to using EFS-Web........................ 502.05

During unscheduled outages (EFS-Web
Contingency OpLioN).........ccvvveeinieeeniineennne 502.05

Certificate of TranSMISSION.........cccovvvveeriieeiiieenne 512
Document description codes...........cccoccuueeeennn. 502.05
Document formats.........cccceeveeiiiiiinieiiiiiieeenn 502.05
Electronic Acknowledgement Receipt............. 502.05

Ex parte reexamination request and follow-on
PAPEIS. ...ttt e e e e e e e e e 502.05, 2224

Inter partesreexamination request and follow-on
PAPEIS. ..t 502.05, 2624

Petition to accept unintentionally delayed payment of
maintenance fee..........ccccovvvvinnieinnennns 502.05, 2590

Pre-grant (eighteen month) publication submissions
Vidi e 502.05, 1121, 1129, 1130, 1132, 1133

Reissue application and follow-on papers.....502.05,
1410

Electronic funds transfer to replenish deposit
ACCOUNL.....coiiiiiiiiiiiee e 509.01

Electronic Information Disclosure Statement
(BIDS) et 609.07

Electronic mail.....502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS)....302.10,
502.05

Electronic Processing of Information Disclosure
Statement........ooooi s 609.08




INDEX

Electronic publications — Examination of application

Sec. No. Sec. No.
Electronic publications Deceptiveintent.....1401, 1412.02, 1412.03, 1412.04,
Availability as prior art..........cccocceeeeeiiniiiieeennnnne 2128 1414, 1414.02, 1414.03, 1444, 1448, 1451, 1457,
CItatioN Of.....v.cveveveeveveeeeee e 707.05(e) 1481.02, 1490, 2022.05
Hyperlinks to 608.01, 608.01(p) REISSUL.....ciiiiiiiiee e
SAICH fOr.......coiecieieiece e 904.02(c) Title dOCUMENIS......oviiiiiiiie
Employee nUMDEr..........o.coovuveeneen... 711.04(b). 905.03 Withdrawal from issue............cccccocoiiiiiinienn.
Employees of U.S. Patent and Trademark Office, Essential material.............ccccoooiiiiiiiiiii
property interest in patent...........ccocceeveiieniieenineene 309 Establishing right of assignee to take action in
ENablement. ... .m oo 706.03(c), 2164 application..........ceeeeiiiiiiiee e 324, 325
Burden on the examiner................ccc.cco....... 2164.04 Establishing subclasses...............ccoocnnnn 903.02(c)
Commensurate in scope with claims............. 2164.08 Estoppel
Critical feature not claimed.................... 2164.08(c) ADaNdoNMENt.........cooviniiis 711.03(c)
Inoperative subject matter..................... 2164.08(h) Collateral........cccovviiieiiieicie 2012.01
Single means claim..................cccoooue.... 2164.08(a) In ex parte reexamination.................c.c........ 2259
Compared to Utility..........cccoverrrereereerereennn. 2164.07 In inter partes reexamination......................... 2659
Design patent application............... 1503.02, 1504.04 Defensive publications.............cccocciniiviiinninns 711.06
Duty or disclosure of information relevant to...2001.04 Different inventive entities and commonly owned
EVIENCE Of vvvoveeeeeeeeeseeeeeeeeeeeeeee e 2164.05 APPHICALIONS..ovvvvvreessssssvssssess s 804.03
Examples of enablement issues................... 2164.06 INEMETENCE. ..o 715,2138.01
Form paragraphs used t0 reject.................. 706.03(c) Reasons for allowance.............cccocvvvveninnnnen. 1302.14
Reduction to practice..............cocoowvverrerennnn. 2164.02 REISSUE PrOCEEAINGS....ov. oo 2012.01
Relationship of predictability.................c..c.... 2164.03 Terminal disClaiMmer.............cccooovvevininnen 804, 804.02
Specification must be enabling European Community Design treaty (See also: Treaties)
As of the filing date..........occocovevvrrveeeen.. 2164.05(a) European Patent Convention (See also: Treaties)
To persons of ordinary sKill................... 2164.05(b) European Patent Office (EPO).....120. 609. 901.05,
Test of enablement...........ccoooeiiiiienciene 2164.01 905.06, 1801, 1823.02, 1827.01, 1540, 1840.0L,
I 1843.02, 1850, 1851, 1857, 1860, 1865, 1865.01,
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth 1893.03(q), 2422.04
paragraph IMitationS..........oeeeevessssssssssssns 2181, 2185 AArESS. ...eiiiiiiieiie e 1865
Energy, Department of............cccceeerinenn. 115, 706.03(b) As a PCT Chapter | international searching
Energy, related applications, special status........708.02 AUENOTILY.....ooveveeee s 1840.01
English language faulty, new specification.....608.01(q) As a PCT Chapter Il International Preliminary
English language required..................... 302.02, 608.01 Examining AUthOrity.........ccocveeiiieeiiiee e 1865.01
Enrollment and Discipline, Office of (See also: Office Evidence, of public use or on sale.....2133.03 to
of Enrollment and Discipline) 2133.03(b), 2152.02(c), 2152.02(d)
Entity, micro, claiming status as (See also: Micro entity Evidence submitted with protest....................... 1901.02
status) Examination guidelines for AIA 35 U.S.C. 102 and
Entity, small, claiming status as (See also: Small entity L03 i 2150
status) Examination guidelines for applying reference under
Entry of amendment (See also: Amendment)....714.18 pre-AlA 35 U.S.C. 102(€)......ccecverrerrirrerenne. 706.02(f)(1)
Environmental Quality Program...............c.......... 708.02 Examination of application...........ccccoceeereiinieenrannne. 700
Equity (civil action) Accelerated Examination..............cc.cceeeeeneens
Under 35 U.S.C. 145.........ccoeiiiinn, 1216, 1216.02 Confidentiality during..........ccccevvvevveivevieneere e,
under 35 U.S.C. 146.......cccceeiiiireniieiieeenieeeas 1216 Deferral of........coooevvvieeeiiiiiiieee e,
Equivalents in art........ccccccoevvvieeenn. 904.01(b), 2144.06 Order Of..occoveceiieee e
Erasable (specially coated) paper............c......... 608.01 Piecemeal.........ccccovveeviieeiiiee e
Erasure in specification, before allowance.......1302.01 PUMPOSE. ...cceeieieeeceie et 701
Erasure in specification, before execution.......... 608.01 REISSUL.....oeviiiiiiiieee e
Errors (See also: Correction  of  patent) Secrecy order application
Correction of patents..............coeeviiiiiiicinnn, 1400 Statutory authority..........cceevevvevieiiiiiiicienecens
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Examination of application — Examiner’s letter

Sec. No.
SUSPENSION OFf..ceeiiiiiiiiiiieiiiee e 709
Examiner
ACHON. ..ttt 707
Action couNted.........ccceveiiieeiiiie e 1705
AffidaVit... ..o 2144.03
Assignment of application for examination...903.08(b)
Assignment of ex-parte reexamination.............. 2236
Assignment of inter partes reexamination......... 2636
ASSIStANT....vvveiieiiiiiceeee e, 707.01, 707.02
Citing prior art in an issued patent
[10E=T o] el (0] o] - L= TSR 2203
Classification (See also: Classification
EXAMINET) .. eiiieiee it e e e e ee e e e et re e e e e e 903
Consultation with Reexamination Legal Advisor
(RLA).cooe e 2671, 2676, 2679, 2686.01
DiSPOSAIS.....ceiiiiiiiiiiieiiiee e 1705
Duty of candor and good faith to.................... 2001.03
Employee number............. 711.04(b), 905.03, 905.05
Expressing opinion of validity............c.cccevvveeene 1701
NAME....evieiiiee e 502, 707.09, 1302.13
New action indicated by primary...................... 707.01
Previous action by another examiner
Allowed claims. ..o 706.04
INEEIVIEW. .. 713.01
Search
Primary
Actions requiring personal attention.....707.01,
714.16, 715.08, 1004
Name on file wrapper.........cccccoevvveeeeeiinnes 1302.13
Pursuit of bounties prohibited..............cccccceeene 1701
Reasons for allowance.............ccccoevvveininennns 1302.14
Resigns, old cases special..........ccccceeevvinnnn... 708.03
Suggestion of allowable claims.................... 707.07(j)
Supervisory(Seealso:Supervisorypatentexaminer)
Telephoning attorney..........cccccveeeeennneee. 408, 1302.14
Testimony as patent expert..........cccoecvveeeeenne 1701.01
Time and Activity Report.........cccccevvvneeeen. 1704, 1705
Time reporting for ex parte reexamination......... 2238
Time reporting for inter partes reexamination.....2638
Treatment of Protest..........ccocveviieeiiieiiieene 1901.06
Examiner docket, time, and activity recording.....1704,
1705
Examiner Reissue Guide and Checklist................ 1443
Examiner’s action (See also: ActionLetter,
EXAMINEI'S).cciiiiiiiiieieeieiiieee e srieen e ee e 707
Examiner's amendment...........ccoccceeviieeenieeenns 1302.04
Abstract changed by......608.01(b), 1302.01, 1302.04
By initialing........cocoveiiiiiiiiiece e 1302.04
Claim, antecedent basis in description........ 608.01(0)
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Examiner’s letter (See also: Action)...

Sec. No.
Claim lost in interference..........ccccocoeeeiininnenen. 2308
Claim, nonstatutory, canceled................... 1302.04(b)
Claim, numbers identifying......... 1302.01, 1302.04(q)
Claims, nonelected invention, canceled.....821.01,
821.02
Defensive publication...........ccccocoiiiiiiiinnnnn. 711.06
Deposit account charge...........cccceevvveeinieenns 1302.04
Drawing correction..............c.cc..... 608.02(w), 1302.04
Extension of time required for...................... 706.07(f)
Formal matters.........cccccoevcvvveeeninnns 1302.01, 1302.04
IFW applications..........cccocvveviiereniee e 1302.04
Informalities corrected...........occcveeeeeiiiineennn. 1302.04
Non-compliant amendment, treatment of.....714,
1302.04
NO NEeW MAatter.........cccverviiiiieiiieiic e 608.01(0)
Plant patent application practice...........ccccccec..... 1610
Reexamination
EX PArte. ..o 2287
Inter-partes
Canceling rejected claims............... 2671, 2687
Correcting formal matters 2687, 2687.01
In merged reissue/reexamination........ 2686.03
Not permitted if approval required....... 2687.01
To the Title.......cce.... 2660.02, 2686.03, 2687
Reference citation corrected....................... 707.05(g)
Title of application
Examiner’s
Appeal conference not held................. 1003, 1207.01
Counted as a disposal..............
New ground of rejection
New interpretation of law.............ccccceerinnneee.
TC Director’s attention required...
Reexamination
EX PAre. .
Inter-partes
Reply brief ...
Special StatusS........occueeieeiiiiiiiee e

AbandoNMENt........ccccveiiiiieiiie e
AdVISOry action..........ccceeeeeviineeeennn.

Amendment after final rejection

Arguments answered...........ccccveeeeeiiiveeeeenns
Cancellation of nonelected claim........ 821.01, 821.02
Claim allowable except as to form.....707.07(a).
707.07(j), 710.02(b), 714.15

Claim summary..................

Complete and clear

Copies of references.........coccevcvverieieiinenn. 707.05(a)



INDEX

Examiner’s letter — Expiration date of patent

Sec. No.
Supplemental..........ccccooiiiiiiii 710.06
Undelivered

Examiner’s search facilities, use regulations........... 510
Example, Comments ON........ccccceeviveeeneeeennnen. 707.07(1)
Example, Operative..........c..cccveeuens 608.01(p). 2164.02

Example, Prophetic, simulated or predicted....608.01(p)

Sec. No.

Copy to applicant..........ccocveeeeeiiiiiiieeeeniieen. 707.12
Correction, period for reply............. 707.05(g), 710.06
Correction of citation...........cccevveviieeiineenn. 707.05(qg)
Date stamped........cccoccveeiiiieiiiineniiee e 707.11
DecCisions, Cited..........coovveeiiiiiiiieieiiee e, 707.06
Election of species required, concluding
paragraph.......cccceiiiee e 809.02(a)
Examiner signature at end of letter.................. 707.09
Examiner's amendments............... 706.07(f), 1302.04
File wrapper entry........ccccoccvveevineennen. 707.10, 719.01
Final rejection, clearly stated.............cccceeennee. 706.07
Final rejection, concluding statement ..706.07
Final rejection, patentability report.............. 705.01(a)
Formal matters.....707.07(a), 707.07(e), 707.07()),
714.02
Informal application...........ccccoiiiiiiniineee 702.01
Initialed by examiner.........cccccooeviniiiininiennne. 707.08
Language in rejecting........ccoeceeeveeeeenveennnns
Mailing.......ccoeeiiiiieie e
Memorandum Cited...........ccceviieeiniiiiiniiieeee,
New drawing required
New examiner, primary examiner indicates.....707.01
NOtiCES Cited......ccvvviieeiiieiee e 707.06
Numbering of paragraphs............ccccccveeennn. 707.07(k)
OmnNibus rejection...........cceeeeeieiiiieeeeeniine 706.03(e)
Orders Cited........coovveeiieeiiiiiiee e 707.06
Outstanding requirements...........ccccceeeeevunne 707.07(e)
Personal matter excluded.................cceeee.. 707.07(d)
Piecemeal prosecution...........ccccocveeevieeenne 707.07(qg)
Power of attorney invalid or lacking...................... 402
Preliminary amendment in new case...709, 714.01(e)
Primary examiner’s attention required, list.......... 1004
References, citation.....707.05 to 707.05(g), 901.04,
901.05(a)
Refusing entry of amendment after Board
AECISION. ...eeiiiiiiiiie e 1214.07
Rejection of claim corresponding to claim of

.................................................................. 2302

707.13, 710.06

Requirement for information........... 704.10, 706.02(c)
Restriction requirement............cccceveeeinneen. 803, 817
Returned.........cccoeeriiiniiii e
Reviewed by examiner............
Shortened time for reply )
Signature.......c.cooeevveeeeeiinns 707.09, 707.10, 1302.13
Statement of rejection...........cccoeoieeiiiniinne 707.07(d)
Status letter reply.......occoevviiiiiee i 203.08
Statutory basis.......cccceevvvciiiiiic s 707.07(d)
SUMMAIY ... 707.07(i)

Excess number of claims for fee, after notice of
AlloOWANCE.......coiieieiieeee e 714.16(c)
Excess number of claims over number of claims
previously paid for..........ccccooeeeeeenn. 714.01(e), 714.10
Excluded attorney or agent.....105, 407, 713.05, 714.19
Execution of oath..........ccccevviiiiiiiiiiee, 602.08(b)
Executive Order
NO. 5464t 1608
NO. 9424, ..ot 302, 302.06, 302.08
NO 10,096...cccciiieiiiieiiee e 509.02
NO. 10,358...ccuuiiiiiiieiiiie e 710.05
NO. 12,598....ccuiiiiiiiiiiiieeniiee e 115,120, 121
No. 115,121
Executor or administrator................ccceveeeennns 409.01(b)
Allowance and iSSUE...........ccceeervieerninienne 409.01(b)
Application by, after discharge..................... 409.01(b)
Assigned application, inventor dies............. 409.01(b)
AULNOTITY ..ot 409.01(b)
Consular certificate...........cccuveevveivnnnnns 409.01(b), 410
Foreign CouNntry.......c.ccceevvieeeiiiieniee e 409.01(b)
Heir o 409.01, 409.01(a), 409.01(b)
Intervention not required...........ccccooecueeeennn. 409.01(b)
Joint inventors, inventor dies............ccc........ 409.01(b)
EXNIDIt. ... 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07,
715.07(d)
Exhibit at intervieW..........cccceeveiveiieee e 713.08
Exhibit, handling...........cccccoooviieiiiiiiee s 608.03(a)
EX parte questions..........cccoeieeeeeniiiiieee e, 713.06
Expedited Right of Appeal Notice........... 2671, 2673.02
Experimental use (See also: Public use).....2133.03,
2133.03(e), 2152.02(c), 2152.02(d)
Commercial exploitation....2133.03(e)(1), 2152.02(c),
2152.02(d)
Completeness of the invention.............. 2133.03(e)(3)
Factors indicative of......2133.03(e)(4), 2133.03(e)(5)
Intent to experiment.................... 2133.03(e)(2)
Reduction to practice 2133.03(e)(3)
Testing by third party.....2133.03(e)(5), 2133.03(e)(7)
Testing, developmental......................... 2133.03(e)(6)
When experimental use ends............... 2133.03(e)(3)
EXpert teStimony.........ccovvvveeeiiiiiiere e 1504.03

Expiration date of patent (See also: Term, Patent)
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Expiration date of patent — Fee

Sec. No. Sec. No.
Adjustment under 35 U.S.C. 154.....2710, 2720, 2730 Maintenance fees........ccocveeieiiiiiiie e 2510
DEeSION..cciiiiieeiiii e 1502.01, 1505 Permitted types of correspondence................. 502.01
Extension under 35 U.S.C. 156.............. 2750 to 2764 Prohibited types of correspondence................ 502.01
Plant.......ocooiiiiiiee e 2701 Reexamination
UITIEY .o 2701 EX Parte..ccc oo 2224
Export control of patent applications....................... 120 INtEr PAITES....ovviiiiiiiiee e 2624
Exposure of papers during interviews........ 101, 713.07 Secrecy order application, not permitted..120, 502.01
Expounding patent law...........cccceeeeiiiiiiieee i, 713.02 Federal Circuit (See also: Court of Appeals for the
Express abandonment..............ccccoeveveunnn.. 711, 711.01 Federal Circuit (CAEC))
To avoid publication of application......... 711.01, 1125 Federal holiday
Express Mail service (See also: Priority Express Malil Abandonment date............ccceeeiiiiniieenninenn, 711.03(c)
service) Appeal brief 1205.01, 2274
Expunge information in application file..724.05, 724.06, (@41 V71 B= T £ [ o F N 1216
1002.02(b), 1002.02(c) Continuity between applications.................. 211.01(b)
Extension of shortened reply period.............. 710.02(e) Effect on Priority Express Mail Service................. 513
Extension of time........ 706.07(f), 710.02(e), 1002.02(c) Effect on reference.......cccccovcvveeevviiicnnennnn, 706.02(a)
For filing brief.....1203, 1205.01, 1206, 1208, 1215.04 Filing date........... 502, 502.01, 502.05, 505, 512. 513

For filing continuing application 201.06(c Foreign application copendency.............c.......... 213

General fee authorization...........ccccceeeee.nn. 710.02(e) Foreign patent........cccccceeveeiieeee e, 2135, 2135.01
Reexamination Maintenance fees........ccoocvveveeveevvereeveneanas 2504, 2506
EX parte......cocooooiviniiiiniccn, 1002.02(c), 2265 Papers not received.............cccccoiicorinnccecinnns 502
Inter partes..........c.ccooeee. 2648, 2665, 2672, 2682 Period for reply ending on........................ 505, 710.05
ReqUEeSt......ccoviii 710.02(e). 1002.02(c) Prior art effective date..........cccovvevevverennn. 706.02(a)
Extension, patent term (See also: Term. Patent) Provisional application copendency 201.04
Extraordinary situations PTO business hours 510
Abandonment, revival 711.03(c) Reply Period........cccveveevereeerceereceeeeeeeseenee,
Deferring iSSUE........cuivveeeiiie e 1306.01 Statutory bar......2133,
Interview after iSSue..........ccocoevviiviiiiciecnee, 713.10 Statutory Period.........ccocveeeeeveereeeeeeeeeneennn,
Reexamination, ex parte.....2227, 2249, 2265, 2274, Unscheduled closings...........ccccoceveveevereruenane. 213.03
2283 Federal license rights
Reply period reset........cccocoeeviieeiniieinieee e, 710.06 Federal Rules
SUSPENSION Of TUIES. ... RUIE 8(D) CItEU....veovveeeeeeee e
Time to file......ccoovvviiiii . Rule 11(b)
Withdrawal from issue (o7 I
Reproduced...........coocvvieeeiiiiieee e
Fee (See
AAAIESS. ..t

Appeal forwarding fee
Assignment recording

= 302.06
o o Credit card payment of.............cccccueene. 509, 706.07(f)
FaCS|m|Ie transmission Current amounts available on USPTO Web site...509,
Assignment documents...................... 302.09, 502.01 1730
Central NUMber.......ccoooivii, 502, 502.01 DOCUMENT SIZ€..veeeeeeeeeeeeeeeeeeeeeeereeeeeerereeeeen 2810.01
Correspondence............coccoeeieiieiiciiccicie, 502.01 Examiner's amendment ....706.07(f)
Declaration or oath..............cccoeniiiniinnn, 502.01 Extensions of tiMe.. ..o 706.07(f
PCT international application.....1805, 1834.01, 1865, Filing..cccvveeceee e 509, 607
4895.01(a)(1 Claims in excess Of......ccccvviiieeieeiiciiiee e, 607
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Fee — Filing fee

Sec. No.
Dependent claims.........c.cocveviveeenineeninen. 608.01(n)
Deposit aCCOUNt........cccvveiiieeiieereee e 509.01
Inadequate..........cccooviiieiiiiiiiiiee e 509
International application....................... 1810, 1827
Basic national fee for national stage
entry.....502.01, 502.05, 509.03, 512, 1805,

1828.01, 1834.01, 1893.01(a), 1893.01(a)(1),
1893.01(c), 1893.02

Micro entity Status.........ccccceeereeeiieeeniiieenne 509.04
NON-EIECIIONIC......cccciiiieeee e, 607
Nonprovisional application...................... 601.01(a)
Provisional application.............cccccuveenee. 601.01(b)
Reduction for micro entities..........cccceeee..... 509.04
Reduction for small entities...........ccccceeuneee 509.02
Reexamination
EX parte.......ooooiiiiieee e 2215
REISSUE.....oi i 1415
RETUML..eiiiiii e
Small entity
Issue (See also: Issue fee)
Maintenance (See also: Maintenance fees)
Payment... ... 509
by EFS-WeDb.......cccovieeiie e, 502.05
Petition tO revive........ccocvveiiieeeiiiee e 711.03(c)
Publication fee....... 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or

TADIES. ... 1823.02
Reduction for micro entities.............cccccvveeeeenne 509.04
Reduction for small entities.........cccccevveeeeeeeenn. 509.02
Supplemental examination..............cccccovveenn. 2810.01
Field of search................. 904, 904.02, 904.02(a), 1701
Notation in fil.......ccoeeeiiiviiiiiiiie e, 719.05, 904
Field of search, notation by examiner.....705.01(a),
719.05, 904, 904.02(a)
Figures (See also: Drawings)
File Information Unit (Record Room).....102, 103,

711.03(d), 711.06, 1730
File wrapper/history (See also: Image File Wrapper

TEVV)) vttt 719
Action entered.........occeeviiieiiiie e 707.10
Allowed case data entered..................ccueee 1302.09
Amendment endorsed............ccoceeeeiiiiiiieneen. 710.05
Assignment endorsement...........cccceeeveiiiieeeeeiinns 30

Civil action diSposition...........cccccevvuiieereeninnns 1216.02
Classification data...........ccccceeeeeiiiiiieneeniieneen. 9.0

Classification history

COomMPIEtENESS......oevieiiiiiiieee e

Continuation, Former  Rule 1.62 (FWC)

1-33

Sec. No.
PUDIIC ACCESS.....ciiiiieiiiieec e 103
RESHICHON. .....cvvviiiee e, 819
Data entered ON........cccccovvuiieeeeennins 710.05, 1302.09
Field of search.........ccccoviiiniiieee 719.05
Field of search, patentability report............. 705.01(a)
Foreign application cross-noting.....202, 1893.03(c),
1895.01
Foreign filing date entered on........... 719.06, 1302.06
Index of Claims.......ccoooviiiiiiiicce e
Licensing and Review stamp
Notes to application of another party.................... 101
Papers iN.......occiiieeee
Parent application notation on............... 202, 1302.09
Printout of search history...........cccccccoiiieeen.
Relation of application noted on.................
Residence changed...........ccccovvieiiniieiniieennn,
Return of paper entered on...........cccoeeevieeeeenn.
“Searched” boX entries.........ccccovveiiieeeiiieenns
“Searched notes” box entries.............ccceveennnee.
Signing by primary examiner.............ccc.c.......
Statutory period ends on nonworking day
Files REpOSItOry......cccevvueeeiiieeiiie e 711.04(b)
Filing date.......... 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA).....201.06(d)

Effective, prior application....211.02, 706.02, 2133.01,
2152.01, 2154.01(b)

EFS-WED ..ottt 502.05
Foreign application, Convention date (See also:

Foreign application)......ccccceevevveeeneeniicivennennn. 214.03
International application............ccccceeeeiiiiveeeeenens 1810
Later filed application as disclosure............ 608.01(p)
Patent Cooperation Treaty (PCT).......cccccevevverens 1810

Petition..506.02, 513, 601.01(b), 601.01(c), 601.01(f),

601.01

Priority Express Mailing date................... 506.02, 513
Refusal to accord..........cccovcvveerieeeiniiieneeee 506.02
Review of refusal to accord............c.ccceeueeninnns 506.02
Subsequent publication as disclosure......... 608.01(p)
Filing date of reexamination request
EX parte......cccoiiiieiiicceec e 2214, 2215
INEEr PAIES....evieeeiiieeieiiieee e 2627
Filing fee (See also: FeeRefunds)......ccccocvveeviineene 607
Continued prosecution application (CPA).....201.06(d)
Of a reissue application...........ccccceeviiiieeeennns 1415
Deposit aCCOUNL........cccvviiriiieriiee e 509.01
INAdEQUALE.......eeeiieiiiiee e 509
Reduction for micro entity..........ccccccoeeviinenenn. 509.04
Reduction for small entities.............ccccevevvvennnee. 509.02
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Filing fee — Flowchart for

Sec. No. Sec. No.
Reexamination Showing prior disclosure of subject matter by
EX parte......ccceeveviveeneennnnn, INVENLOT....ccuveeiiecie e 717.01(b), 2155.02

Reissue application Showing disclosure was subject matter obtained

REMUMN....ooevoeeceeeeee e, 503, 607.02 from inventor........ 717.01(b)(2). 2155.03
Filing receipt (See also: Postcard, When available.............cccccoeenee. 717.01, 2155.06
self-addressed).......cueeeiiiiiiieiie e 503 When not required..........cccoeoiivieiieriiiiieeenne 717.01
Final  action (See  also: Final rejection) When unavailable......................... 717.01, 2155.06
Final Board decision in inter partes Who may file......cccoevviiennnnn. 717.01(c), 2155.05
reexamination..........cccoocevevieeresieee s 2681, 2682 Determining whether application is subject to first
Final data capture.........cccccoeeiiieiiee e 1309 inventor to file provisions
Final rejection...........ccceevivieiiiie e 706.07 Applications filed before March 16, 2013...2159.01

Amendment after.........cccccveeviieinnenn. 714.12,714.13 Applications filed on or after March 16,

Amendment after, entered in part................... 714.20 2003 2159.02

First @Ction........c.coveveviireeireeeeeseeeees s 706.07(b) Applications subject to both pre-AlA 35 U.S.C.

INEEIVIEW. ..coiiiiiiiieee e 713.09 102(g) and AlA 35 U.S.C. 102 and 103.....2159.03

LetEr e 706.07 Transition application...............c..ccccee. 2159.04

Patentability report..........cccccecovevvveeeverenan. 705.01(a) Effective filing date of claimed invention........2152.01

Petition t0 vacate.............cc.cooeveeverrrrreanen. 1002.02(c) Improper naming of iNVENLOrs.................oocoeeeee.n. 2157

Premature.........cccoooiiiiiiiiiiiiieeeeeeeen ....706.07(c) Joint research agreements................co..oooovevee 2156

Premature, Withdrawal Of.............ceeveve.n.. 706.07(d) Prior art

Primary examiner’s attention required................ 1004 Under AIA 35 U.S.C. 102(a)(1).....2152.02 10

Request for continued examination (RCE)...706.07(h) 2152.04

Reexamination, eX parte.........cccccevvevvveeesivneennns 2271 Under AIA 35 U.S.C. 102(a)(2).....2154 [0

S _ 2154.01(c)

Reexamination, inter partes (See also: Action: - Under AIA 35 U.S.C. 102(d)..........o....... 2154.01(b)

Closing Prosecutionin inter partes reexamination)

. Under AIA 35 U.S.C. 103.......coeeeiiiiiiieeeeeee. 2158

Secrecy order application.............ccueeeeeeiiiieeneenn. 130 i ]

SPECIAL e 708.01 Prior art excpetions under AIA 35 U.S.C. 102..... 717

! - to 717.02(d), 2153, 2154.02 to 2154.02(c), 2156

Time for reply....cccciciiiee e, 706.07(f Commonly owned or under obligation of

Transitional procedure.................c.cocooeeei. 706.07(q) assignment.............. 717 to 717.02(d). 2154.02(c)

When proper................. 706.07, 706.07(a), 706.07(b) Grace period inventor or inventor-originated

Withdrawal.........ccoooeieriiiiiee e 706.07(e) disclosure.....717 to 717.01(f), 2153.01, 2153.02,

Withdrawal, Primary examiner’s attention.....1004, 2154.02 to 2154.02(b)

1005 Joint Research Agreements...........c..cccceeeueenn. 2156

Withdrawal of premature............ccceeeeveeennee 706.07(d) OVEIVIBW. ....c.uvieeiiiee ettt 2151
Final restriction requirement.............ccccceeeeennne. 818.03 First Office action form...........ccccoooeeiiiiiiecccirinies 707
First action final rejection...........cccccececveernennn. 706.07(b) First action on the merits (FAOM) (See also: Letter,

IN @n RCE......ccooviirireieereeenen, 706.07(b), 706.07(h) Examiner’s)

First inventor to file provisions of the Leahy Smith Five year pendency..........ccccccoevvvveeenns 707.02, 708.01
America Invents Act (AIA) Flowchart for

Affidavits or declarations under 37 CFR Effective date under pre-AlA 35 U.S.C.

1.130. i 717.01 to 717.01(f), 2155 L102().cieeieeee ettt 706.02(f)(1)
Claiming same invention................ccce... 717.01(d) Examination of computer-related inventions....... 2106
Enablement..........ccccooiiiiiienin, 2155.04 Genus-Species guidelines...........c.cccoceveeneenne. 2144.08
Evaluation of.....717.01(a)(1), 717.01(b)(1), Reexamination provisions, ex parte................... 2201
717.01(e) Reexamination provisions, inter partes......... 2601.01
Formal requirements............coocoooeinn. 717.01(c) Reformed PCT SyStem........cccccoeeveveevereeeeereeenanes 1842
Showing disclosure was made by Reformed PCT SYSteM..........oovvveeereeeeereeneenne. 2801
INVENEOT.....ccvviiiieiiiccceeee 717.01(a), 2155.01

Transitional after-final procedures (37 CFR

I 1=TC) ) O 706.07(q)
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Flowchart for — Foreign priority

Sec. No.

Treatment of applications having conflicting

ClaIMS. .. 804
Flow Sheet.......cuueiiiii e 608.02
FOIA (See also: Freedom of Information Act (FOIA))
Font, type....ccoevveeeviee e, 608.01, 1504.01(a)

Foreclosure(Seealso:Assignment:Securityinterests)
Foreignapplication(Seealso:Internationalapplication)

AS PriOr @rte..ceieeeee e 706.02, 2127
Certificate of correction to perfect priority.....216.01,
1481, 1481.03

Certified copy to avoid reference....213, 706.02(b)(1),
706.02(b)(2)

Certified copy not filed............ccccoveveeinneen. 214.03(VI)
Cross-noting on file wrapper/history.................... 202
Date entitled t0............oovvvviiiieiiieeeeeeee s 213
Design patents........ccoccveviveeenieeenns 1504.02, 1504.10
Determination of priority..........c.cccccveeriinnenn. 213,216
DISCIOSUIE......evveieei e 216
Duty of disclosure of information cited......2001.06(a)

English language translation for benefit of date....213,
213.06, 216, 706.02(b)(1), 706.02(b)(2)

Ex parte reexamination to perfect priority.......... 2258
Filed more than a year before U.S. application.....213,
214.03
Filing in foreign country
FIrSt e
Great Britain
Identification
Incorporation by reference in U.S. application......217
Inter partes reexamination to perfect priority.....2658
License to file.....ccooeeiiiiieiiiiiieeieiiies 140, 706.03(s)
Listed on oath/declaration........................ 213.02, 214
No claim for priority........ccccceeeeeiiiieee e, 214.02
No reference made in declaration.................... 214.03
Notice to Office after nonpublication request......1124
Noting earliest date in file history/wrapper............ 202
Ordering COPIES....ccouvuiieieeiiiiiee e 901.05(c)
Overcoming reference which is................... 216, 715
Prior art cited in related..............cccceevnneenn. 2001.06(a)
PrIOIY...ceee e 213
Papers not filed...........cccovevieiiiiiii, 214.03
Petition for unintentionally delayed claim for
priority.....214.02, 215.02, 1002.02(b), 1402, 2258,
2658
Priority document in parent application....214.03, 215
Reissue application claiming foreign priority.....1402,
1417
Ribboned.........ccocoiiiiii 602.04(a)
Same INVENLION..........eiiiiiiieiee e 213

Sec. No.
SeaAL . 602
Statutory bar..........ccceveiviieniennnen. 706.02(e). 2135.01
Time limits to submission...............ccooe... 213.06, 214
Certificate of correction............c.ccceeveveennee. 216.01
REISSUE......ve i, 214, 215, 216.01
Translation required.....213, 213.04, 213.06, 214,
215.03, 216, 217
Foreign countries recognized for priority............ 213.01
Foreign executed oath.............cccceeiiiiiiienne 602.04
Foreign filing, Proving priority........ 213.02, 214, 706.02
Foreign filing date
Entitled t0.......ooviiiiiee e 216
On file wrapper/history.........ccccoveeiniieniiee e 202
Foreign filing license........cccccoceveviiiiiiniiienne 115, 140
FOr PCT .. 115, 1832
Foreign language
Application................... 608.01, 609.04(a)
Names for months...........ccccccoiiiniinenn. 901.05(a)
Names for United States...........cccoeeerneenne 901.05(a)
Oath or declaration..........ccccccceevvieiiieeeiiieenns 602.06
Foreign patent
Art collection..........ccoecviieieiiiiiee e 901.07
Citation........cccevvveveiiereciece e 707.05(e), 901.05(a)
Citation dates and information...901.05(a), 901.05(b),
1851
Classification..........c.occveieeeeiiiiiereee e,
Country codes 1851
Database search..........cccccciiiiiiniinen. 706.02(e)
Document citation, in PCT..........oovvvviiieiiieeeeeens 1851
DUPIICALES....oevieiiiiiiee e 903.03
Effective date..........ooooiiiiiii 901.05(b)
Family of (INPADOC) 901.06(a)
In prior art statement............cccceeevveennnnen. 609, 609.01
Individual country OVerview...........cccccoeceveeeennn. 901.05
JOUNAIS......ceeiiiiie e 901.06(a)
LaW OVEIVIEW......ccvveiiiiiieiiie e 901.05
Library.....c..eeeooie e 901.06(a)
Listing at allowance............ccccoeeveeriieeininnns 1302.12
OPPOSItIONS.....cciiiiiiieee e 901.05
Ordering COpIies......cc.cceeuuveee. 901.05(c)
Print of, where obtained 901.05(c)
Reference........ccccvvveiieieiiiee e 706.02, 901.05
TraNSTer. ... 903.05
Translation of........ccoeeeveieiiiiiiiiinnnnnn. 706.02, 901.05(d)
Unlicensed, same applicant........................ 706.03(s)
Foreign priority (See also: Foreign application).....210
to 217
Design patent applications.....213, 1504.02, 1504.10
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Foreign priority — Form letters and forms

Sec. No.

U.S. effective filing date computed.....213.01, 706.02,
2136.03, 2154.01(a), 2154.01(b)

Formal matter
Allowance and issue........ 1302.01, 1302.02, 1302.04
Amendment of application in issue.................. 714.16
Claim allowable except for................... 706, 707.07())
Review of action inVoIVINg..........cccccvivviiiiiiee i
Right of priority

Prior foreign application.....210 to 217, 1402, 1417
Prior U.S. application...................... 210, 211, 1405
Specification format...........cccevieeiiiieeninenne 608.01

When taken up.....707.07(a), 707.07(e). 707.07()).
714.02

Former employee restrictions..........c.cccevvveeenneenn. 1702
Form letters and forms
Abandonment..........ccceeeeeeiiiiiiiiiiieeeee e 711.04(c)

Action Closing Prosecution PTOL-2065.....2671.02,
2696

Advisory AcCtion..........cccceeenieennnnen. 706.07(f), 714.13
Advisory Action — Ex-parte Reexamination

PTOL-467.....coiiiiiiiiieeiii e 2265, 2272, 2296
AlOWADITILY ....ceivieeiiiiecccee e 1302.03

Amendment received after allowance.....608.02(z),
714.16(d), 714.16(e)

Amendment after Board decision, refused

BINIY i 1214.07
Amendment not fully responsive...................... 714.03
Amendment unsigned...........ccccceeeviiiieneen. 714.01(a)
Certification of Micro Entity Status (Gross Income

Basis) PTO/SB/15A .....ccccooviveeiieiiieneeee 509.04(a)

Certification of Micro Entity Status (Institution of Higher
Education Basis)

Certificate under 37 CFR 3.73(b) PTO/SB/96......324
Certificate under 37 CFR 3.73(b) PTO/AIA/96.....325
Change of Correspondence Address, Application

PTO/SBI122......ccoiiiiiiiiiieeec e 403, 2542
Change of Correspondence Address, Patent
PTO/SBI123......coiieiieeiie e 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8..........ccccveviiiiiiieeiniiee 1823.02
Cover sheet, assignment document................ 302.07
Cover sheet, provisional application
Cited....eoeiiiiiee e 201.04, 601
Reproduced..........ccoovvieiiiiiiiiie e 201.04
Credit Card Payment Form PTO-2038
Cited.....oovieiiirieree, 509, 1302.04, 1306, 2510
March 2014
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Reproduced..........cccoveiiiieiniiiiee e 509
D-10. i 130, 1304.01
DD FOrm 441.......ccooiiiiiiiiiieeeeeeeer e 120
Death of Attorney, Application ready for
AlOWANCE......ieiiie e 406
Declaration for Plant Patent Application
PTO/AIAIQD. ...t 1604
Declaration for Utility or Design Patent Application
PTO/SBIOL......oiiiiieiic it 602
Declaration for Utility or Design Patent Application
PTO/SBIOLA. ..ot 602
EFS-WEeb......ooviiiiiiiiieece e 502.05
Election of Species.......c..ccccevviviiiiieeinieennns 809.02(a
Examiner Checklist — Reexamination
PTOL-1516.....cccceeiveiieeinne 2287, 2296, 2687, 2696
Examiner’s action PTOL-326...........ccccceeeeeeeeeenenns 707
EXaminer's anSwWer..........cccocveiveeieennieneenneennes 1207
Examiner’s Biweekly Time Worksheet
PTO-690E.......ccciiiiiiieeiieeeesee e 2638
Examiner’s Case Action Worksheet PTO-1472...1705
Fee Address Indication PTO/SB/47

(@41 (=To IR 2540, 2595

Reproduced..........cooevvviieeiiiiiiiee e 2595
Final rejection.........ccccevvviiiiiiiiiiin e 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal

PTO/SBI29......ooiiieeiieeeee e 201.06(d)
For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A..........cc....... 201.06(d)
45-day Letter.......cccvieiiiiieiie e 150
General Office Action, Ex Parte Reexamination
PTOL-466........ceeeiiiieeiieee e 2262, 2296
General ( Ex-Parte) Reexam Communication
PTOL-473 (with SSP)................ 2250, 2266.03, 2296

Incorrect citation of references, Correction..707.05(qg)
Information disclosure statement (IDS) PTO/SB/08
Cited....609, 609.02, 609.03, 609.04(a), 609.05(a),

609.05(b), 609.05(c), 609.06, 609.07, 609.08,
1893.03(g), 1901.03, 2001.04, 2003, 2004, 2214,
2246, 2256, 2257, 2258.01, 2287
Reproduced...........coocvvieeeiiiiiiee e 609
Interference Initial Memorandum.....2302, 2304.02,
2304.04(a)
Interfering Subject Matter, Secrecy order

APPIICALIONS. ....eeeiiiieiiie e 2306
International application transmittal
(PTO-1382)....ccuveiiiiiieiiiie e 1830, 1832
InterPartesReexaminationCommunication (WithSSP)
PTOL-2071.... i 2696
Inter PartesReexamination Communication (Without
SSP) PTOL-2072......cciiiiiieiiieiiienie e 2696
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Sec. No.

Inter PartesReexamination Notification Re Appeal

PTOL-2067......cccccvieeeeeeiiiiieeeeeeins 2662, 2674, 2696
Inter PartesReexamination Transmittal
PTOL-2070............ 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated

PTOL-413A.. .., 713.01, 713.04
Interview Summary, Examiner Initiated
PTOL-413B......cccoiviieeeeeiiiieee e 713.04,714.13

Interview Summary PTOL-474, Reexamination.2281,
2296

Issue Classification Slip (Blue slip) PTO-328, PTO-270

Issue Classification, Designs PTO-328.....903.07,
903.09(a)

Issue Classification Form/Sheet/Slip.....903.07,
903.07(b), 903.09, 903.09(a), 1302.09, 1302.10,
1302.13, 2287

DIgESES..eviiiiiii ettt 903.07
INItIANNG. ... 903.07(b)

Issue Fee Transmittal PTOL-85B.....307, 308, 324,
325,512, 605.01, 1306.01, 1306.02, 1309, 1481.01

Maintenance Fee Transmittal PTO/SB/45
(011 (1o T 2515, 2595
Reproduced...........ccceiiiiieiiiii e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Reproduced..........cccveiiieieiiiiiic e 1135

Note to SPRE/Examiner/TC Personnel of Inter-Partes
Reexamination Deadlines PTOL-2061............... 2696
Notice of Abandonment PTOL-1432.....711.02,
711.04(c)

Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019............. 201.06(d)
Notice of Allowability PTOL-37.....601.01, 602.03,
608.02(b), 608.02(z), 609.05(b), 710.02(e), 714.13,
812.01, 1302.03, 1302.04, 1455

Notice of Allowance and Issue Fee Due
PTOL-85.....115, 203.08, 509.03, 605.01, 710.02(e),
711.01, 711.03(c), 714.15, 714.16, 714.16(a),

714.16(d), 1126, 1303, 1303.03, 1304.01, 1305, 1306,

1306.02, 1306.03, 1308.01, 1308.03, 1309, 1512,
2001.04, 2406, 2411, 2411.03, 2575

Undelivered.........cccovieiiiiiiie e 1303.02
Notice of allowance, Secrecy order applications
D-10. i 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Patent Trial
and Appeal Board PTO/SB/31.........ccccovvieeeennn. 1204
Notice of Assignment of Inter Partes Reexamination
PTOL-2060.......cccciieeiiieeiiieeeiieeeeieeesieeeesiane e 2696

Sec. No.

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062...........cc.ccccovveinnenenns 2696

Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....2250, 2266.02, 2266.03, 2272, 2273,
2295, 2296

Notice of Defective Paper — Inter Partes
Reexamination PTOL-2069..2666, 2666.01, 2666.04,
2666.06, 2666.50, 2666.60, 2696

Notice of Failure to Comply with Ex Partes
Reexamination Request Requirements
PTOL-2077...ooiiiiiieeeieiieeseee e 2218, 2227
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057....cciiiiiieiiieiieree e 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995 PTO-2011

Reproduced..........cccovveriiiiiiiiieic e 201.06(d)
Notice of Improper CPA For Design Applications

PTO-2012 Reproduced..........ccccevvuveeinineene 201.06(d)
Notice of Improper Request for Continued Examination
(RCE) PTO-2051.....ccueeiiiiiieiieeiie e 706.07(h)

Notice of Incomplete Nonprovisional Application..506,
601.01(d), 601.01(e), 601.01(f), 601.01(qg), 2731, 2732

Notice of Incomplete Reply (CPA) for Design

Applications PTO-2018 Reproduced........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059.........cccccceiiiiiiieeeennnne 2696

Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.....2234, 2250, 2250.01,

2256, 2262, 2263, 2273, 2274, 2283, 2287, 2288, 2296

Notice of Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL-2068.................. 2687, 2696
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058........ccccoevieeeeniieesiieeenieeeennieeens 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142....cieeeeee et 2531
Notice of Non-Acceptance of Small Entity Patent

Maintenance Fee, PTO-2140.................... 2531, 2550

Notice of Non-Compliant Amendment.....714,
714.01(e), 714.03

Notice of Non-Compliant Supplemental Examination
REQUEST......oiiiiiiiec e 2812.01
Notice of Non-Recordation...............cccccvenunrnns 302.09
Notice of Omitted Itemsin a Nonprovisional Application
PTO-1669.....201.06(c), 601.01(d), 601.01(g), 2731,
2732

Notice of Overpayment of Patent Maintenance Fee,
PTO-211. it 2550
Notice of Recordation............c.cceeveriviieeninns 302.09
Notice of References Cited PTO-892.....609.03,
609.06, 707, 707.05(a), 707.05(c), 707.05(d).
707.05(e), 2246, 2257, 2687, 2690

March 2014



MANUAL OF PATENT EXAMINING PROCEDURE

Form letters and forms — Form letters and forms

Sec. No.

Notice of Special Acceptance of Patent Maintenance

Fee, PTO-2143........oooiiiiieeee e 2530
Notice of Withdrawal from Issue under 37 CFR
1.313(D) e 1308
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468.............. 2273, 2274, 2296
Notice to Comply With Requirements

Applications For Patent Containing Nucleotide

Sequenceand/orAminoAcid Sequence Disclosures

PTO-1661............... 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of
Application.....601.01(a), 601.01(c), 602.05(b), 607,
710.02(d), 2731, 2732

CPA for Design Applications PTO-2021

Reproduced.........c.ccoeiiieeiniiiieniee e 201.06(d)
Notification of Non-Compliant Brief (use of PTOL-462
discontinued).........c..eeeeeiiiiiiiiiee e 1205.03
Office Action — Ex Parte Reexamination
PTOL-466........cccciviieeiiiee e 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

Cited.....oooeveiieens 2647.02, 2660, 2671.01, 2696

Reproduced..........ccccvvveeiiiiiiiiiieeieee e 2660
Office Action Summary PTOL-326.............. 608.02(h)

Order Granting/Denying Request for Ex-parte
Reexamination PTOL-471

Reproduced...........coceeviiiiiiiiiiieeeece
Order Granting/Denying Request for Inter Partes

Reexamination PTOL 2063
(4] (7o I 2646, 2647.02, 2696
Reproduced...........cceeviiiiiiiiiiiieeeeee 2647.01

PCT forms (See also: Patent Cooperation Treaty

(PCT))

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................. 1135

Petition  for Revival of an  Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing
PTO/SB/64a

Cited....oveveeeiieeeeiees 711.03(c), 1124, 1135
Reproduced...........ccccveeeennneen. 711.03(c), 1135
For Application international application abandoned
Unintentionally PTO/SB/64/PCT............. 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIBA......cceeeeeeeeeeeeee e 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration
(37 CFR 1.63) PTO/SB/03........coveeiiiaiieniieene 1604
Power of Attorney
For applications filed before 09/16/2012

Power of Attorney or Revocation of Power of
Attorney With a New Power of Attorney and

March 2014
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ChangeofCorrespondenceAddressPTO/SB/81

.......................................................... 402.05(b)

Power of Attorney to Prosecute Applications

before the USPTO PTO/SB/80.............. 402.07
For  applications filed after 09/16/2012

Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80.......... 402.02(a)
Transmittal for Power of Attorney to One or More
Registered Practitioners PTO/AIA/82

.......................................................... 402.02(a)
Provisional application for patent Cover sheet
PTO/SBIL6.......eioiiieiieieeiee e 201.04
PTO-211. e 2550
PTO-270 (Blue SIip).....cccovevveiieerinnnnn 903.07, 903.09
PTO-328....cciiiiieeiiieeee e 903.07
PTO-447A................. 903.08(a), 903.08(d), 903.08(e)
PTO-690E........ccociiriiniiiiienriesec e 903.03, 2638
PTO-850

Cited......... 1002.02(d), 2302, 2304.02, 2304.04(a)
Reproduced..........occveiriiieiiieieie e 2302
PTO-892

Cited.....608.01, 609.02, 609.03, 609.04(a),
609.05(a), 609.05(c), 609.06, 707, 707.05,

707.05(a), 707.05(c), 707.05(d), 707.05(e),
707.05(g), 901.06, 1302.04, 1302.12, 1406,

1901.06, 2246, 2257, 2290, 2646, 2657, 2687, 2690

Reproduced...........coocvviveeeiiiiiieee e, 707.05(a)
PTO-1050 1480, 1480.01, 1485
PTO-1382....ccciieeeiieeiie e 1830, 1832
PTO-1472. ..ot 1705
PTO-1516....ccciieeiiieeeiee e 2287, 2295
PTO-1517. .ot 2287, 2295
PTO-1595.....ctiiiiieieiee e 302.07
PTO-1661........eieiieeeieeeeciiee e 2427.02
PTO-2011 Reproduced 201.06(d)
PTO-2012 Reproduced ...201.06(d)
PTO-2018 Reproduced 201.06(d)
PTO-2019 Reproduced..........cccocvvveveinineenne 201.06(d)
PTO-2021 Reproduced..........cccvvvveeeennnenn. 201.06(d)
PTO-2038

(011 Yo [ 509, 1302.04, 1306, 2510

Reproduced...........coocvviveeiiiiiiee e 509
PTO-2051...ccieeeiee et 706.07(h)
PTO-2140........ccceiiiieeiee e 2531, 2550
PTO-2142...cciiiiiiiiie e 2531
PTO-2143... e 2530
PTO-2302....ccuiiiiiiiee et 2818.01

PTO/SB/08A and 08B....608.01, 609, 609.02, 609.03,
609.04(a), 609.05(a), 609.05(b), 609.05(c), 609.06,
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609.07, 609.08, 707.05(d), 1406, 1901.03, 1901.06,
2214, 2246, 2256, 2257, 2258.01, 2287, 2646, 2657,
2687, 2690
PTOL-37
Cited.....203.08, 602.03, 608.02(b), 608.02(z),
609.05(b), 707.05(g), 710.02(e), 714.13, 812.01,
1302.03, 1302.04, 1302.12, 1302.14

Reproduced..........ccoeeviieieiiiiiieeece e 1302.03
PTOL-85

Cited.....203.08, 1303, 1306, 1306.02, 1308,

1308.03

Reproduced..........cocveiiieieiiiiiiiiie e 1303
PTOL-85B

Cited.....307, 308, 324, 325, 509.03, 512, 605.01,

1303, 1306, 1306.01, 1306.02, 1309, 1481.01

Reproduced..........cccveiiieieiiiii e 1303
PTOL-85C Reproduced..........ccceevevvveiiveeenirenenns 1303

PTOL-90..608.02, 608.02(b), 609.04(b), 707, 714.16,
1207.05, 1208, 1209, 1210, 2427.01

PTO-271...cciiiiiiiiieiceee e 714, 714.16(d)
PTOL-303.....ccccviieeenieenns 706.07(f), 711.03(c), 714.13
PTOL-324.....coiiiiiiiet e 714
PTOL-326

Cited.....214.03, 215, 608.02(h), 706.07, 707,

710.02(b), 812.01

Reproduced..........ooocveeiieiiiiiiie e 707
PTOL-404......ccci it 1485
PTOL-413B.....ccceiiiiiiiieieeniiesiee e 713.04, 714.13
PTOL-461.....coiiiiiiiiiiiieeiee e 1215.04
PTOL-462 (discontinued)..........ccccoovveeenneennne 1205.03
PTOL-462R (discontinued).........cccceeevivveeeeennnne 2274
PTOL-465......cccceniieiiniieene 2262, 2264, 2283, 2296
PTOL-466......cccviiiiiiieniiiiiienes e 2262, 2296
PTOL-467.....2250, 2265, 2266.01, 2266.02, 2272,
2296
PTOL-4BT7A. ..ottt 2296
PTOL-468......cccviiiiiiieniiiieeneee 2273, 2274, 2296
PTOL-469.....cccciiiiiiieeiieceeese e 2287, 2296
PTOL-471 2247.01, 2296
PTOL-473....ooiiiiiiieiiieicee 2250, 2266.03, 2296
PTOL-474.....cooiiiiiiiieii e 2281, 2296
PTOL-475.....2250, 2266.02, 2266.03, 2272, 2273,
2295, 2296
PTOL-476.....cccciiiiiiieiiieens e 2687, 2296
PTOL-501.....cciiiiiiiiiieniee e 2647.02
PTOL-1432....ccciiiiiiieeiieeieesee e 711.02, 711.04(c)
PTOL-1516.....cccccocvveiiernene 2287, 2296, 2687, 2696
PTOL-1517...coiiiiiiiiiieeiie e 2296, 2687, 2696
PTOL-2057...cccttiiieeiieeitie et 2696

1-39

Sec. No.

PTOL-2058
PTOL-2059
PTOL-2060
PTOL-2061
PTOL-2062
PTOL-2063
Cited.....ooovevveennne
Reproduced............cocveviiiiiiiiiiec e 2647.01
PTOL-2064
Cited....ovveeiiiieccee 2647.02, 2660, 2671.01
Reproduced..........c.coovvirmiieiiiicie e 2660
PTOL-2065.......cceiiiiieiereeee 2671.02, 2696
PTOL-2066..........coveiieeniiiiieiieeniee e 2673.02, 2696
PTOL-2067 2662, 2674, 2675.02, 2696
PTOL-2068.........occieieiiiieceeeee e 2687, 2696
PTOL-2069

Cited...2666, 2666.01, 2666.04, 2666.06, 2666.50,

2666.60, 2696

Reproduced..........ccoocvvveieeiiiiiice e 2666.50
PTOL 2070............ 2664, 2670, 2677, 2686.01, 2696
PTOL-2071....cciiiiiiiiiieeiieeeeeee 2666.06, 2696
PTOL-2072......oeiiiiiieiiiee e 2696

PTO/AIA/05
Cited...oeiiiiee e 1414.01
Reproduced 1414.01
PTO/AIA/06
Cited..oeveieeeeee e 1414.01
Reproduced..........ccccovvviieieiiiiciiiee e 1414.01
PTO/AIA/14 402.02(a), 601.05, 601.05(a)
PTO/AIA/25 ...1490
PTO/AIA/26 1490
PTO/AIA/50
(041 Yo [ 1410, 1410.02, 1415, 1451
ReProduced..........cooouvviiiieiiiiiie e 1410
PTO/AIA/BO. ..ot 402.02(a)
PTO/AIAIBL. ... 402.02(a)
PTO/AIAIB2.......ooiiiiiieeeee e 402.02(a)
PTO/AIAIBS. ... 402.06
PTO/AIA/96 325, 402.02(a)
PTO/SB/01 Reproduced..........cccccuvveriueeenninen. 602.01(b)
PTO/SB/01A Reproduced..........ccceeviuveennnenn. 602.01(b)
PTO/SBIO3.....coeiiee ettt 1604
PTO/SB/06 608.01(n)
PTO/SB/07 608.01(n)
PTO/SB/08.....608.01, 609.02, 609.03, 609.04(a),

609.05(a), 609.05(b). 609.06, 609.08, 707.05(d),
1302.12

PTO/SB/08SA

March 2014
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PTO/SB/01A Reproduced — PTO/SB/01A Reproduced

Sec. No.

Cited.....609, 609.03, 609.04(a), 609.05(a),
609.05(b), 609.05(c). 609.06, 609.07, 2214, 2246,
2256, 2257, 2258.01, 2290, 2646, 2657, 2687

Reproduced..........coovvveiieiiiiiiiee e 609
PTO/SB/08B

Cited.....609, 609.03, 609.04(a), 609.05(a),
609.05(b), 609.05(c). 609.06, 609.07, 2214, 2246,

2256, 2257, 2258.01, 2290, 2646, 2657, 2687, 2690

Reproduced..........cocvvvviieiiiiiiiee e 609
PTO/SBILA. ..o 601.05
PTO/SBIL5A. ...t 509.04(a)
PTO/SBIL1EB......c..evevieeieiiiiee e 509.04(b)
PTO/SBIL6.....cciiiiieiiiieeiie e 201.04
PTO/SB/24 reproduced.........coccvveveeeiiiieenennn. 711.01
PTO/SB/24A

Cited.....oooiieieeeee e, 711.01, 1125, 1135

Reproduced..........occueeeiiiiiiiieiieens 711.01, 1135
PTO/SB/24B reproduced..........cccovvvveviineennnen. 711.01
PTO/SBI25.....ciiiiiiiiieiee e 1490
PTO/SBI26.....cco et 1490
PTO/SB/27
PTO/SB/29

Cited e 201.06(d), 709

Reproduced.........c.ccoeviieiiniiiciiiiciene 201.06(d)
PTO/SB/29A Reproduced............c..cccuvee... 201.06(d)
PTO/SB/30 Reproduced...........ccccceeeevnenenn. 706.07(h)
PTO/SBI31...ccuiiiiieiie it 1204
PTO/SB/35

Cited...eveiie e 1121, 1122, 1135

Reproduced..........cccveieiiiiiiiiiiieee e 1135
PTO/SB/36

(O] (=T o I 1123, 1124, 1135

Reproduced..........ccoveieiiiiiiiiiieeee e 1135

PTO/SB/37
PTO/SB/42...2214, 2246, 2257, 2258.01, 2262, 2287,
2646, 2657, 2687
PTO/SB/44
Cited......ccoveveveennen. 602.01(c), 1480, 1480.01, 1485
Reproduced..........oocveieiiiiiiiiiiee e 1485
PTO/SB/45
Cited....ooiiiieiie e 2515, 2595
Reproduced..........ooouveeeiiiiiiiiiiie e 2595
PTO/SB/AT
Cited.....oiiiiiie 2540, 2595
Reproduced..........oocveiiiiiiiiiiiiiece e 2595
PTO/SB/51
Cited.....ooiiiiei 1410.01, 1414
PTO/SB/52
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A-40

Sec. No.

(1] (=T o ISR 1410.01, 1414
PTOISBIS6 ....ooveeiiiiiieeeeiee et 1415
PTO/SB/57

(011 Yo 1R 2214, 2215, 2296

ReProduced..........cooovvviieeiiiiiiiee e 2214
PTO/SB/58

(011 (=T o FE U 2696
PTO/SB/64 reproduced..........cccccvveenneeennne 711.03(c)
PTO/SB/64a Reproduced 711.03(c), 1135
PTO/SB/64/PCT reproduced............cc..c...... 711.03(c)
PTO/SBIBB. ......cccvveeeeieeeceee et 2595
PTO/SB/B7 Cited.....ccccvvveiiieieiiieeiie e 104
PTO/SB/68

(1 (<Y IS 103, 711.04

Reproduced..........ocoueeiiieiiiiiiiieie e 103
PTO/SB/80 Reproduced..........cccuueveeeiiiiennannn. 402.07
PTO/SB/81

(031 To PR 402, 1604

Reproduced..........coooiieeiiiiiiiiiiiee, 2222, 2622
PTO/SBIBLB......cccvveeeiieecee e 2805
PTO/SB/82 Reproduced..........cccceevveeenvneennnne. 402.05
PTO/SB/83

(1] (=T o PSP ERR 402.06

PTO/SB/83 Reproduced.......... 402.06, 2223, 2623
PTO/SB/84 Reproduced..........ccocuveerieiiiiiiieaeens 405
PTO/SBIOA.....coo it 1101
PTO/SBIOB.......coiieiiiiieeeee e 324
PTO/SBI122....ccc e 403, 2542
PTO/SBI123....cccciveiiie e 403, 2542
PTO/SBI124.....cceiiiiieeeee e 403
PTO/SB/125

(011 Yo IR 403, 2540, 2595
PTO/SBIA29.....ccoiiiiiiieieee e 1134.01
Reasons for Patentability and/or Confirmation PTOL
ATBce ettt 2687
Recordation Form Cover Sheet PTO-1595.....302.07,
323
Reexamination and processing forms listed.....2296,
2696
Reexamination Clerk Checklist PTOL-1517.....2296,
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16.02. .. e 1605



INDEX

Form paragraphs (Reproduced) — Form paragraphs (Reproduced)

Sec. No. Sec. No.

1845.01, 1878.01
1845.01, 1878.01
18.03. e 1845.01, 1878.01 2206, e

18.04....ciiiiiii 1845.01, 1878.01 2220 i 2286
18.04.01.....cviiiiiiiiieie e, 1845.01, 1878.01 2273 2246

2300 e

23.02. i

23,04 i

23.06......cccceeenn.

23.06.01

1850 23.06.02....ccciiiiiii 2304.02

18.07.02. .. 23.06.03....oii e 2304.02
18.07.03. e 23.06.04 2304.02
18.07.03a 23.06.05 ..2304.02
18.07.03b 23.06.06 2304.02
18.07.03c 2314 715.05, 2304.02(c)
18.08.....oiiiiiiieii 1845.01, 1878.01 23.14.01 .o, 715.05, 2304.02(c)
18.08.01. ..o 1845.01, 1878.01 2319 e 2304.01(c)
18.09.. e 1845.01, 1878.01 O 2427.01
18.10. i 1845.01, 1878.01 708.02(a)
1810 1845.01, 1878.01 02, 2427.01
18.12.01 1845.01, 1878.01 708.02(a)
18.13.01 1845.01, 1878.01  24.03.....cciiiiiiiiii 2427.01
18.14.01 .o 1845.01, 1878.01 708.02(a)
18.15. . e 1845.01, 1878.01 04 2427.01
18.18 i, 1850, 1893.03(d) 05 2427.01
1829, 1893.03(d)  24.05.01....cciiiii e 2427.01
18.20. e 1893.03(d) O 2646
18.21 i 1893.03(d) 02 2647
18.22. 1893.03(d) . 2658, 2671.01
TO.00 e 1901.06 26.03.0%L..ccciiiiiee e 2658
19.02....iiiiiiiii s 1901.06  26.04.....eiiiiiiii 2660
19.02.AE.. .. 708.02(a) 26.05. 2660, 2671.01
22,01 e 2246 26.05.07. ..o 2666.01
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Form paragraphs (Reproduced) — Guidelines

Sec. No.

.............................................................. 2666.30
...2671.02

2646, 2660, 2671.01, 2673.02
2686.04
Fraud (See also: Duty of disclosurelnequitable

conductDeceptive intent)
Avoiding charge of........ccccccceiiiiiiiie s 2004
Civil litigation...........ccccvvevveenenen. 1216.02, 2001.06(c)
Claims invalidated.............cccccccvivirieieierereeeeeeen, 2016
INventorship........cccccvveeiiciiieee e 602.01(c), 2157
Micro entity Status.........ccooeeeeriieeiniiieesiice e, 509.04
On the U.S. Patent and Trademark Office.....509.03,
1448
Protest.........ccoveevinennn. 1901, 1901.02, 1901.06, 2013
Reexamination
Ex parte................. 2014, 2216, 2217, 2258, 2280
Inter partes.........cccoeveveieiininnns 2014, 2658, 2684
REISSUE.....civiieiiiieiiieee e 1448, 2012
Supplemental examination..............cccceeecvveeeennn. 2819
Small entity Status.........cccovcvieriieiiieeciee s 509.03
Fraudulent 706.03(a)
Freedom of Information Act (FOIA)...103, 1002.02(k)(2)
Frivolous invention.............ccccceeeiiiiienn e 706.03(a)
Full faith and credit in prior Examiner's action
Allowed claims........ccccveveeieiiiieiieeeece,
Interview..................
SeArCh.....eeiiii
Full name of applicant
Full signatory authority...........ccccoeeeriiiiniieeinneeens 1004
Function of machine rejection...................... 2173.05(v)
Functional claim, rejection.................. 2114, 2173.05(q)
Functional equivalents..............ccccceeueeee. 2144.06, 2183

Functionality in design patent applications....1504.01(c)

G

Gazette, Official (See also: Official Gazette (0.G.))
Gazette, PCT..cccoeeveieiiiiiiiiiiien. 1801, 1823.01, 1857
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Sec. No.
Gebrauchsmuster..........ccccoveeiiiiiciiie e 901.05(b)
General Counsel
Hand-delivery of papers t0.......cccccevieiiiiieeeeennns 502
Mailing address 201
Petitions and matters decided by.......... 1002.02(k)(1)
General information...........ccccooviiiinii 1730
General power of attorney for international
apPlicatioN........cviiie e 1807
Generic claim
Allowable..........ccceovevviiieneannnne. 808.01(a). 821.04(a)
Transitional application............ccccceeevunen. 803.03(b)
Definition.......ccovviieiie 806.04(d)
Markush group.........cccocceeeevueennnns 803.02, 2173.05(h)
Patentably distinct over other species......... 806.04(h)
Presented after issue of patent.................... 806.04(i
REJECHON. ..ot 809.02(a)
Species claims lacking................... 806.01, 818.02(b)
Support for scope Of........cccceevuene 706.03(c), 2164.08
Traverse of rejection in lieu of election.....818.03(b),
818.03(d)
Generic placeholder...........cccccovciiiieeiiiiiiee e, 2181

Geneticsequence(Seealso:BiotechnologyNucleotide
sequencesSequence rules)
Genus and species.....806.01, 806.04, 806.04(b),
806.04(d), 806.04(e), 806.04(f), 806.04(h), 806.04(i),
808.01(a). 809.02(a)

Anticipation of........ccccoociviiiiinnnn. 2131.02, 2153.02
ODbVIioUSNESS Of....ccocvviiiiiiieiiee e 2144.08
German priority document...........ccceeevvieeeeeennne 901.05
Good faith (See also: Duty of candor and good faith)
Government registers........cccovveevneeeiineenns 302, 302.07

Government license clause..........cccccoceveeeeen.
Government-owned application, special
Graphic symbolS.........ccocvviiiiiiiii e
Great Britain, complete specification..................
Great Britain, provisional specification...............

Group director (See also: Director of Technology
Center)

Group, International classification..................... 903.09
Guardian of unavailable joint inventor.....409.01(b),
409.02
Guidelines
Drafting an application............cccoccvieiiiiiiiineennns 601
Drug disclosures.........cccoccvveeeennnnes 2107.01, 2107.03
Effective date under pre-AlA 35 U.S.C.
L102()..ci e 706.02(f) (1
Electronic mail.............cccocociiiiiiiiiiieeeeereeee, 502.03
Examination of computer-related inventions....... 2106
INVENEOrShIP....vviiiee e 602.01




INDEX

Guidelines — Indefinite claim

Sec. No.
GENUS-SPECIES....eeveiiiiiiieie et et e e 2144.08
Grant of reexamination request................ 2242, 2246
Handling of citation in patent..............cccccceeeiiine 1920
Internet Usage........cccovevvvenecnnens 502.03, 904.02(c)
Means/step plus function............cccccoeviieeeeerinne 2181
UBIIIEY .o 2107

Legal precedent..........ccceevcuerenee. 2107 to 2107.03
Written DesCription...........ccooeiiiiiieieeiiiiiieee e 2163
H
Hague Agreement (See also: Treaties).....213.01,
1504.10
Hague Convention Apostille............cccevvviennnee. 602.04
Hand delivery of papers.....501, 502, 710.02(e), 714.13
Handling of citation of prior art..........cccccceeevvineen. 2206
Handling of mail and papers..........cccoceeveviieeinieennns 500

In ex-parte reexamination
In inter-partes reexamination

Handling of protest.........ccccovveeeiiiiiiieeinieeene
Hatch-Waxman ACt..........ccccooiiiieiiiiiee e 2750
Hearing on appeal..........ccccvvieeiiieieniiieiee e 1209
Heir as applicant (See also: Administrator or
EXECULOI).cvviereerireeetee e steeereenea 409.01(b), 1303.03
Help line (telephone number)..........ccccceiieiiinneen. 1730
Hidden end use in design applications......... 1504.01(c)
Hidden feature in design applications
ANLICIPALION. ...ceiiiiiiiiee e 1504.02
Enablement.........ccccoeiiiiiiini 1504.04
ODVIOUSNESS......ooiiiiiiieiiieic e 1504.03
Hours of operation..........ccccoccieiieeiiiiiiieee e 510
Holiday, federal (See also: Federal Holiday)
Hyperlinks in specification................. 608.01, 608.01(p)
|
Icon, computer generated.............cccceeeernens 1504.01(a)
Identification of papers........cccccccvveiviciiieenins 502, 503
Identification of priority application..................... 214.04
Identity of inventors under 35 U.S.C. 119................ 216

1-51

Sec. No.

Idiomatic English..........ccccooiiiinniiiniiiciieee 608.01(q)
lllustration (See also: Drawings)
Image File Wrapper (IFW)

Artifact.......cccoeene

Paper scanning

Power to inspect not accepted.........c..coocvieeeeennns 104

PUDbIiC @CCESS.....cceeiiiiveeiceeeeeeeeeee 103, 1730
Image File Wrapper (IFW) forms

Issue Classification Form/Sheet/Slip,

FEProduUCEd. .....ccoeiiiiiiiiie et 1302.09

Cited.903.07, 903.07(b), 903.09, 903.09(a), 1302.10,
1302.13

Implied election................ 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination...2667
Improper joinder, effect on patent.............cccocvvenee. 805
Improper naming of INVENtOrS...........ccceviieeenieeenne 2157
Improper multiple dependent claim................ 608.01(n)
Improvement (Jepson claim)........ccocveeviveeinieeenns 2129
Inaccurate Claim..........coocveeiiiniicnicncesee e 2173.03
Inappropriate papers in inter partes

rEeXamination..........cooveeeriiee e 2667

Incoming-Mail Section (See also: Office of Initial Patent
Examination (Office of Patent Application

ProCesSiNg))..eeeeeeciccireriesiiiieeieeesiireeeesssssneneesesssnnes 501
Incomplete amendments, time for
completing........cocevveeeeiiiiiieeee e, 710.02(c), 714.03
Incomplete application.......... 506, 601.01(d), 601.01(e)
Claims omitted.........cccveeeiiiiiiereeeiieieee e 601.01(e)
DefinitioN.......ccoiiieiiiiieree e 203.06
Drawing.......cceeeieiuieieee e 506, 601.01(f)
Invalid oath.........cccccviiiiiiiiii, 602.03
Return of filing fee........coovviieeiiii e, 506
USING ag@IN.......ciiiiiieaiiiiiiee e 608.01(t)
Incomplete claim, rejection.....706.03(c), 706.03(d),
2172.01
Incomplete protest.........cccccvvvieeeeiiiiieeeee e, 1901.03

Incomplete requests for ex parte reexamination....2227
Incomplete requests for inter-partes

FEEXAMINALION........cceiiiiiiiiieee e e e e e 2627

Incomplete response...........cceeeeeen. 711.03(a), 714.03
Time for completing................ 710.02(c), 711, 714.03

Incorporation by reference.....103, 201.06(c), 211.02,

211.02(a), 217, 608.01(p). 2163.07, 2163.07(h).

2173.05(s)
Foreign priority application....... 213.02, 217, 2163.07

In an Examiner’s Answer during inter partes
reexXamination..........ccoocvveiireeeiie e 2677

Public access to incorporated application............ 103
Incorrect citation of reference............ 707.05(g), 710.06
Indefinite claim.........cccccoeuuee.. 706.03(d), 2171 to 2174

March 2014



MANUAL OF PATENT EXAMINING PROCEDURE

Indefinite claim — Insufficient disclosure

Sec. No.

Alternative phrase 2173.01, 2173.05(h)

Antecedent basiS............ccevvvvieeeeieeeeeeeeenn, 2173.05(e)
Breadth compared............ccccoviiiiiiieiniiens 2173.04

Comparing 35 U.S.C.112(a) or pre-AIA35U.S.C. 112,
first paragraph with 35 U.S.C. 112(b) or pre-AlA 35

U.S.C. 112, second paragraph................. 2174, 2185
Design applications......... 1503.01, 1503.02, 1504.04
International application............cccccveeeruenes 1845, 1874
MUIEIPHCIEY ..o 2173.05(n)
Must be considered............ccccooiiiieiiiiiiiieenn. 2143.03
Nonelected Claims...........ccceveeiiiiiiiiiiieeee e 821
Numerical ranges..........ccccoveeveiiieeeiiieennns 2173.05(c)
ProliX....oeeeeeeeeee e 2173.05(m)
REJECHIONS.....eviieeiiieeieeeeie e 706.03(d)
35 U.S.C. 112(6) or pre-AlA 35 U.S.C. 112, sixth
paragraph limitations..........cccccoceeiiiennnnne 2181, 2185
Independent claim...........c.ccooiiiiiinens 608.01(n)
Independent, definition............ccccceevviiiieee i, 802.01
Independent inventions.....802, 802.01, 803, 803.02,

806, 806.04(b), 806.06, 808.01(a)
Independentinventor (See also: Applicantinventor Pro

Se applicant)
Micro entity Status..........coccvveriieeiiiee e, 509.04
Small entity Status...........ccccveeeiiiiiieeeceeiieenn, 509.02

Index of claims 707.07(i), 719.04

Index of patents, Classification, Numerical.....902.03(a)

Index to the U.S. Patent Classification........... 902.01(a)

Industrial Security Manual (ISM)........ccccceeiieneennn. 120

Inequitable conduct (See also: Duty of disclosure,

Violation of)..ccccceeiiiiiciiiiie e, 2001.06(c), 2010
Best MOdEe.......ccoiviiiiiiiiiiieeie e 2165
Claims invalidated..............ccccccivivirieieeereneeeeeeen, 2016
Finding affects all claims...........cccccceeiviiiieneennnne 2016
Protest......cccccvevveeiiiieeiice 1901, 1901.06, 2013
Reexamination............cccccccuvviiiiieieiiieeeeree e e e 2014
REISSUE.....ciiiiciiiiecee s 1448, 2012

Informal application..............cccceveeeiiiiinenennn. 506, 702.01
Primary examiner’s attention required................ 1004
Search......cccoovvveeeiieiee e 702.01, 704.01

Informal drawing (no longer applies).....507, 608.02(b).

608.02(i)

Informality, Action calling attention to.....707.07(a),

707.07(j), 710.02(b), 714.14

Information Center (See also: Scientific and Technical
Information Center (STIC))

Information Disclosure Statements (See also: Prior
F=1 0 ) PSP PRRRN 201.06(d), 609, 1406

Electronic Processing oOf.........ccccovvieiiiiiinneen. 609.08
Relationship to requirement for information.704.14(d)

March 2014

Sec. No.

Information material to patentability ) (See also: Duty

o] e [Tl [ 1TV | (<) PO 2001.04, 2001.05
Copending application.............ccocoeveeennnee 2001.06(b)
Copied Claims.......ccceeeeeeiiiiiee e 2001.06(d)
Foreign application...........cccceevvernieeenneen. 2001.06(a)
Litigation.......ceeeeriieeiiee e 2001.06(c)

Information on status of application referred to in

PALENL......euiiiiiiiiii ettt 102

Information reasonably necessary for finding prior

AT 704.11

Information submitted with protest.................... 1901.02

Infringement
Statute of lImitations...............cevviieeiiieieiiiieiiiine, 2204

INID codes or numbers........... 901.04, 901.05(b),

Initial data capture for printing............c..........

Initial examiner review of reissue
Ink

BlackK..........oviiiiiiiiieee e 707.10, 719.05

Permanent.........ccooccvveviiiniiiiiiee e 608.01
Inoperativeness...........cccocveeeeennnee. 2164.07, 2164.08(b)

AFfIdaVit.. ... 716.07
INPADOLC.......cooiieiiieieeniceniee e 901.06(a), 905.06
Inquiries, Official and Congressional.............. 203.08(a)
Inquiries regarding patent search, examination, or
VAlIAILY.....eeeeeee e 1701
Inquiry as to status of application............... 102, 203.08

Application published..............cccceeeeiinnnenn. 1128, 1134
INSANILY....eieieiiiiiee e 409.01(b)
Inspection

Amendment

APPIICAtION. ..ot 103, 104

Approval of POWET.........cccviiiiiieiiiee e 104

ASSIGNMENT......oviiiiiciicieee e 301.01

Authority t0 grant.........ccccceeeiiiiiieie e 104

Authorization..............coevvvieeeeeieiiiieieinn, 402, 409.03(i)

By asSignNee.........cccvvveeeeeiiiiiiiiee e, 104, 106, 106.01

By excluded or suspended attorney or agent....... 105

BY INVENTON.......eiiiiiiiiiicec e

By licensee

Control of, By @SSIigNee...........ccceeeeviuiieeeeeiiiieeenn, 106

File Information Unit (Record room)..................... 103

International application
Patent file...........oooe oo,

Petition......ccoo e
RECOrd rO0OM......ccoiiiiiie et 103
Reissue application............cccceeviiiiieiiiniiiiiiee s 103
Right Of .o, 103,104, 106
Insufficient disclosure.......... 608.01(p), 706.03(c), 2161




INDEX

Insufficient reply — Interference

Sec. No.

Insufficient reply.....710.02(c), 711.02(a), 711.03(a),
714.03, 2266.01, 2666.30, 2671

Int Cl (International Patent Classification).......... 903.09
Intellectual property compared...........ccccceeeevuenennn. 1512

Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)...706.02(a)

Intent to claim

INterferencCe... ... 2300
Abandonment, suppression or concealment,
101 To7 TP 2138
Access to files......cccovvveniiiinnnenn, 104, 2306, 2307.02
ACHION After. ..o 2308
Action after ex-parte reexamination................... 2284
Action after inter partes reexamination......... 2686.02
Action suggesting claims.........cccccccoviceneenn. 2304.04
Administrative patent judge handles................... 2301
Allowance of losing party’s application
[(S2S100] o] o 1= ) PR URPPRIN 2308.03

Applicant suggests interference with patent...2304.02
Applications in different Technology

CONLEIS. . it 2304.01(b)
Basis of practice.........ccccoevuevenienens 2138.01, 2301.03
Between application and patent..................... 2301.03
Between applications...........ccoceeeviieeinieennns 2301.03
Cancellation of losing party’s claims......... 2308.03(a)
Claim of foreign priority...........ccccceeeriinnenn. 2304.01(c)
Claim interpretation............ccccoevcveerineenineenn. 2301.03
Claim presented corresponding to patent
ClaiM. ..o 2301.03 to 2304.05
Claims, overlapping in two applications of same
PAIY. .o 2304.05
Claims, suggesting..........cccceveeernunnes 1003, 2304.04(b)
Claims corresponding to count support in
SPECIfICAtiON......cceeeiiciiiiee e 2163.03
Common ownership.......ccoccveeeeiiiniiineeenns 2304.05
Conception.......ccceeeviiieieee e 2138.01, 2138.04
Concurrent with appeal..........cccccooeciveeeeeninns 2307.05
Copending ex parte reexamination.................... 2284
Copending inter partes reexamination.....2686,
2686.02
Count, defined.......ccccoevveeeiiieiiiiieee e 2301.02
Counts, formulation of..........cccoovvveiiiiviinreeenne. 2301.01
Dates, difference in effective filing...................... 2303
TC Director’s attention required...................... 1003
Declaration 2301
DefinitioNS......ccoiiiiiiiee e 2301.02
Determining Priority........ccccceeeveiiveeeeeeiivnennn. 2138.01
Diligence, reasonable..................... 2138.01, 2138.06
Disclaimer, statutory.................. 706.03(u), 710.02(d)

Sec. No.

Disposal Count..........cccooiiiiieiiiiiiiiieieeee e
Election of invention not affected

MOLION. et 2308.02
Estoppel 715, 2138.01, 2308.03
Evidence.......c.cccooiiiiiiiiieneee 2138.04 to 2138.06
Examination, Completion of..............ccecciveeennne 2303
Examiner suggestion..........ccccoeveeeviieeiniineens 2304.04
Final disposal of claims...........ccccoevieninneen. 2308.01
[ =10 o 2010
Generic Claims.......cccovvieniiicecceee, 2304.04(b)
Identification of patent, corresponding claims
presented.........ccueeeeiiiiiiiiee e 2304.02(a)
Inequitable conduct...........cccceeiiiiieii e 2010
Inter partes questions not to be discussed ex
PAIE....iiiii ittt 2307.01
Interference Practice Specialist.....2301, 2302, 2303,
2304.04(a), 2304.04(b), 2307.04, 2308.03
Interference-in fact, NO..........cccceeeeeeeeeinnnnns 2308.03(b)
Interfering Subject Matter.........c.ccccceevineenne. 2301.03
Judicial reVvVieW...........eeeeiiveeeiiiiieeeeeenen, 1216, 1216.01
Jurisdiction over interference.................... 2307, 2308
Losing party, may obtain copy of opponent’s
application.........ccccooevieii e, 2308.03(a)
Losing party, treatment of.......................... 2308.03(a)
LOSt COUNES....ouviiiiiiiieeeeeeeeee e 715
Motions

DeCISION.....ueiiiiiiiiie e 2308.02

SEAY vttt 2686.02

2686.02

National Aeronautics and Space Administration or
Department of Energy Ownership............... ....2309
Order to SNOW CAUSE..........ccvvvevvevrieieeeeeeeeeevieiann 2305
Patent in different Technology Center........ 2304.01(b)
Patentee suggestion..........ccccceeeviiieeieeniinenn. 2304.03
Petition refusal to initiate.............cccceeveene 1002.02(c)
Power of attorney filed............ccocovevieiiiiiinnnnn. 402.08
Preparation of papers by examiner.................... 2302
Priority time charts.........cccocoveiiieiiieciees 2138.01
Provoking

In ex parte reexamination............cccccceevveeennn. 2284

In inter partes reexamination.................... 2686.02
Public use proceeding...........cccceveeiiiivienennn. 706.03(v)
Reduction to practice...........c.......... 2138.01, 2138.05
Reexamination

Ex parte, copending with interference........... 2284

Inter partes, copending with interference.....2686,

2686.02
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Interference — International application

Sec. No.

References pertinent to motions, made of

FECOND. ...eiiiiiiiiiiee et 1302.12
Referring an Interference to the Board, Preliminaries
(o TS 2304.01
Reissue application............cccccveeene 1449.02, 2303.02
Reissue application copending with interference on
original patent.........ccccoeveveeiieeiiee e 1449.01
Reply to suggestion for claims..710.02(c), 2304.04(h)
Requirements for interference............cccccceeeeinnne 2302
Requiring a claim........cccccoceeviiiinineineenn, 2304.04(b)
Requiring a priority Showing.........ccccooecveeeeeninne 2305
Revocation of power of attorney..................... 402.08
Search.....cccocvveveiiese e 1302.08, 2304.01(a)
Second Interference, NO..........ccceeeeevvnnnnnne. 2308.03(c)
Secrecy order application.............cccveeeeenne 130, 2306
Special dispatch........ccccvvviiiiniinnnnenn, 708.01, 2301
Statutory basis........ccccceeeiiiieins 708.01, 2301.01
Suggestion of claims............... 2304.03 to 2304.04(b)
Suggestion of claims, time limit................... 710.02(c)
Suspension of action pending outcome of
reexamination........cc.ocevveeeieieveeeeiineeens 2284, 2686.02
Suspension of ex parte prosecution....... 709, 709.01
Suspension of related applications................ 2307.03
Terminated open to public..........ccccooiiiieiiiniiienee. 103
TESHMONY.....eiiiiieiieee e 715.07(b)
Transfer of application.............c.ccoeevveneenn. 2304.01(b)
WiINNing party......ccccceeeeeeeeeniiciieeenn. 710.02(b), 2308
Written Description, Adequate.................. 2304.02(d)
Interference practice specialist(s).....2301, 2302, 2304,
2304.04(a), 2304.04(b), 2307.04, 2308.03
Interlibrary loans..........ccccooiiiiiiiniee 901.06(a)
Interlineation in specification before execution....608.01
Intermediate-final product.............. 806.04(b), 806.05())

International application (See also: Foreign
applicationPatent Cooperation Treaty (PCT))

PN o 5] = (o1 SR 1826
ACCESS. .ttt 101, 110
Yo =Y o | RSP 1807, 1864.04
Amendment before the designated
office...ccuviiiiiiieiie, 1893.01(a)(2), 1893.01(a)(3)
Amendment of claims before International
BUI€AU......coiiiiiiiiiiiiii 1853
AmiIno acid SeqUENCE..........ooccvveeeeeiiiiieeeene 1823.02
APPHCANT.......eiiiie 1810
Applicants different for different designated
SEAES...veivveeee e 1817.01, 1817.01(a)
Assignment dOCUMENt..........cooiiiiiiieiiniiiieeee e 301
ALOIMEY...eiiiiiiiie e 1807
Attorney file reference number...........ccccceeeein. 1821
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Sec. No.

ClaIMS....eee e 1824
Common representative 1807
Confidential statusS.........ccooooevviiiviiiiiiieeneeenns 101, 110
CONENT....oiiiiiieii e 1812
CoNtINUALION. .....oeiiiiiiiiieee e
Continuation Of............ocevvvviiieieeennns 211.01(c), 1895
Continuation-in-part..........ccccoveveeiieeesneeeennne 1817.02
COrreSPONAENCE. ....ccoiieiieee e 1834
DeEfiNitioN......c.oeiieieec e 201
Deposit aCCOUNTS..........eeeveeeerieeeiiee e 509.01
DeSCHIPLON. ..ot 1823
Designation fee........ccocvvveiiiiiiieenneen, 1817.01(a)
Designation of states.................. 1817.01, 1817.01(a)
Drawings......ccceeeeeiiiiieiiee e 1825, 1893.03(f)
Drawings MiSSiNg......cccouviivieieeiiiiiiieeesniiieeee e 1825
Early national stage entry under 35 U.S.C.
371(F)eeiiiiiiis 1893.01, 1893.01(a)(2). 1893.03(b)
EFS-Web filing.......coeviiiiiieeeieeee 502.05
ElemMentS......cooiiiiiiieeccieee e 1812
Errors, rectification of..........ccoooovviiiiiiiiiiiiieeeeees 1836
FEES. ..ot 1827, 1893.01(c), 1896
Filing date.......ccooviiiiiiiiiiiiiee e 1810
Foreign filing license.........cccccccovvveiieiiiciieee e, 1832
Formal requirements............ccooiviiieiieeiniiiieeee e 1810

Forms (See also: Patent Cooperation Treaty (PCT):
Forms)

Home copy......ccccevuee. 1801, 1848, 1879.04, 1895.01
International preliminary examination................. 1860
International search...........cccoeeeeeiiiiiiiiiiiiiiiie. 1843
International searching authority........................ 1840
Inventor......... 1817.01, 1817.01(a), 1820, 1893.01(e)
Kinds of protection
Mail SErviCe.......coovviieiiiieeiiie e
Member States..........cccviiiiiiiiiiiie e 1817
Microorganism deposit...........cccevverveeeiineennns 1823.01
National stage........cccccceevvvveeeeeiiiiieneeen, 1893 to 1896

Submission via EFS-Web..........c.cccocceeeeenn. 502.05
Numbering of sheets...........ccccoiiiiiiiiiiineene 1812
Oath.....ooii 1893.01(e)
Parent to national application....... 211.01(c), 1817.02
Power of attorney.........cccvvveeiviiieniiiee e 1807
Precautionary designations....................... 1817.01(a)
Prior art effect.....1857.01, 1896, 2127, 2136.03,
2154.01(a)
PrIOFItY. ..coeeiiieeeee e

Restoration of.........ccccoeiiiiiiniiiiic
Priority document
Publication..........ccccoiiiiiii 1857




INDEX

International application — Invention

Sec. No.

Record copy.......ccooeveeeiiinnnnn. 1801, 1828, 1832, 1848
Rectification of obvious errors...........ccccceeeeinie 1836
Refund of fees.....1827.01, 1850, 1852, 1865.01,
1875.02
Representation..........ccccovceeeeiiieeniiee e 402.09
REQUEST.....eeiiiiiiieeieieiee e 1821
Search copy................ 1801, 1827.01, 1840, 1840.01
Search fee.....ooooviiiei e 1827
Search report.......occocceeeiicieieee e, 707.05, 1844
SEeCrecy Order.......cccvvveeeiicveneeesiiinnne 115, 120, 1832
Signature of applicant..........ccccocceevieiinieeeineennn 1820
Time limits.....1836, 1842, 1843.05, 1879.01,
1879.01(a)
Tt 1821
Translation for U.S. national stage............. 1893.01(d)
Transmittal fee......oooiiiiii e, 1827
Transmittal letter
Unity of invention........... 823, 1850,
Withdrawal............oocooiiiiiieeee

International classification................

International patent classification

International searching authority............c.ccocceveee.

International Trade Commission....

International-type search..............ccocovveeeennns 707, 1852

|11 (=1 =] S 502.03, 1730
Address 1730, 2515
Database COlleCtions..........ccvvveeviiieiiieeeniieeae 1730
Electronic mail............... 502.03, 713, 713.01, 713.04
KidS PAgES....ceeeiiiiiiieei et 1730
“PatentIn” computer software (See also: Sequence
TUIES )ittt 2430
Payment of maintenance fees by.............. 2510, 2522
PCT Legal OffiCe....cccciiiiiiiiiiiiiiieiee e 1730
Publication of Board Decisions...... ...1213.03
Publication of the Official Gazette...................... 1703
Searching......cocoeee v 904.02(c)
Usage Policy 502.03, 904.02(c)
World Intellectual Property Office (WIPO)....., 1801,
1851

Inter partes qUESHIONS.........cceeviieeiniii e, 713.06

Interpretation of law, NeW............c.ccccevveeeeeeinnnns 1207.02

Intervening rights
In reexamination

EX PArt€...ccoiveieiiiee e 2293
INter Partes.......ccceeeeeeiiiiiie e 2693

In reinstated patents..........cccooceeeviiieiiiee s 2591
IN TEISSUL...coiiiiiiiiee et 1460

Intervention by assignee..............ccocuueeee. 106, 324, 325

Sec. No.
INEEIVIEWS.....vvvieeii e 713
Advance indication of issues to be discussed..713.01
Allowed application............c.cccceeeeennee 713.05, 713.10
Appointment in advance...........ccoccveenieeeninnenn. 713.01
Attorney not of record.............. 101, 402.03, 405, 408
Authority to conduct.............ococeeiiiiiiiiiieees 713.05
Before filing........ccoovveiiiiiini 713.02
Before filing amendment under 37 CFR
L1312
Before first action..............
DemonStration...........cocvvvereeeiiiieieeeseiiiree e
During working days only
Electronic mail............... 502.03, 713, 713.01, 713.04
Excluded or suspended attorney or agent.....105,
713.05
EXNIDIt. ..o 713.08
Exposure of other cases during............... 101, 713.07
Field of search........ccccccovviiiiiiiiiii e 713.02
Finally rejected application ...706.07(f), 713.09
How conducted...........ccoooiiiiiiiiiiiieeieeeee 713.01
Inter partes qUESHIONS..........ccevviveeriieeniiieeens 713.06
Interview summary form ...713.04, 2281
Local attorney........ccccceveeeviiieeeeenenne. 713.03, 713.05
Made of record...........ccccceeeeeriienninnns 713.01, 713.04
Merged reissue/ inter partes reexamination...2686.03
MOAEL. ..ot 713.08
Oral agreement not binding..............coceeviieenns 713.04
Patentability report cases
Prior to first Office action................
Prohibited........cccoooiiiiie
Protestor participation...............
Question of patent validity 1701
Record of substance required............ 713.01, 713.04
Reexamination
EX PAre. ..
Inter partes
Refused.........c.ceen.e.
Requested in continuing application............ 706.07(b)
Requested in Office action
Sounding OUt..........ccceveeeeinnnnen. .
Special Situations..........ccccooviieiiiiiiiiee e,
Substance made of record ) )
Telephone.............. 101, 408, 713.01, 713.05, 812.01
Time allowed.........coooiiiiiiiiiiie e 713.01
Video conference................... 713.01, 713.04, 713.05
Videotape showing................... ...713.01
Where held........cccooii s 713.01
Invention (See also: PatentRejection)

March 2014



MANUAL OF PATENT EXAMINING PROCEDURE

Invention — Joint application, definition

Sec. No.

Brief summary.........cccooiviiiiiniie

Detailed description

Made in this country.........ccccovvviiiiiieiniiens 2138.02

Mode of operation...........ccceeveveeviieeenieeennne 608.01(h)

Inventive entity, Different.....706.02(k), 706.02(]) to
706.02(1)(3)

Inventive entity, Same(overlapping subject
matter)......cooeeeeeiiiiiinee e, 804, 804.03, 822, 822.01
Inventor (See also: Applicant Pro se applicant)....605

Common, at least one.....211.01, 706.02(k), 2137.01

Continuing application...........cccccovveeerneeennne 201.06(c)

Correction (See also: Correction of inventorship)

Deceased................. 409, 409.01(a), 409.01(b), 1820
Execution of oath/declaration by legal
representative............ccceevneeen. 603, 603.01, 605.01
Government property rights statement............. 151

Duty of disclosure by...................... 2001.01, 2002.01

Foreign priority............. 210to0 217, 2133.01, 2152.01

Full first or middle name required.....602.01(b),

602.08(b)

HEIrS. ..o 409.01(a), 409.01(b)

IMpProper Naming........ccoovvveeerieeeniiie e 2157

Initials as a given name...........cccceeeeevnnnen.. 602.08(b)

INSANE....ciiii e 409.01(b)

International application....1812, 1817.01, 1817.01(a)

Legally incapacitated.............ccccvvereeeinnnenn.. 409.01(b)

Micro entity StatusS.........cccuveeeeiiiiiieeee e 509.04

Name change.........cccccocvvvennnen. 602.01(c), 602.08b(b)
Correction............... 201.05, 602.01(c), 602.08b(b)
Order....cooveveieeieciereenn, 602.01(c), 602.08b(b)
Petition........ooviii 602.01(c)(3)
Typographical, translation error.....602, 602.01(c),
602.08b(b)

None available................ 409, 409.02, 409.03(b), 603
Proof.......cccceneenn 409.03(a), 409.03(b), 409.03(d)
Proof of irreparable damage................... 409.03(q)
Proof of proprietary interest........ 409.03(f), 409.05

Order Of...oooeviiiiiiieiiiiee s 602.01(c), 602.08b(b)

Pro se....ccccoooieiiiiiiiiie 707.07(j), 713.01

Refuses to sign......... 402.03, 409.03, 409.03(d), 603
Execution of oath......... 602.01(c), 602.08b(b), 604

Representative Of...........ccoocveiiiiiiiiie e 400

Requirements 2137.01

Residence........cccccevvviiieiee e 602.08b(b)

Rule 1.53(D)....ccccviiiiiiiiiiienieneccee 201.06(c)

Rule 1.53(d)..ccccevriiiiiiieeniiiieenee e 201.06(d)

Self-prosecuted case.............c.uee..... 707.07(j), 713.01

Small entity Status..........cccvveeeiiiiiiieeeeeiieeen. 509.02

Unavailable............ 409, 409.02, 409.03, 603, 605.02
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Sec. No.
At least one joint inventor available......... 409.03(a)
Last known address..........ccccooveeiinirennn 409.03(e)
Proof.......cooieii 409.03(d)
Proof of irreparable damage................... 409.03(q)
Proof of proprietary interest........ 409.03(f), 409.05
Inventor’s certificate
Priority benefit.........ccccoiiiiiii 213.05, 202.04
Rejection based oN..........ccccoveiiiiiiieiiiieens 706.02(e)
Inventors Assistance Center...........ccovvevveeneenneens 1730
IPC (International Patent Classification)............. 903.09
IPS (Interference Practice Specialist).................... 2302
Irreparable damage, Proof of..........cccccocveene 409.03(g)
Issue (See also: Allowance and issue)
Issue batch number (no longer used)............... 1303.01
Issue Classification Form/Sheet/Slip (See also: Form
letters and forms).....903.07, 903.07(b), 903.09,
903.09(a), 1302.09, 1302.10, 1302.13
ISSUE fEE...ciiiiiiie e 1306
After payment......ccocvveeiie e 1306.03
Credit card payment........ccoccceeviieeeiiieeniiee e, 1306
Deposit account...........coocceeveeiiiiiiieeeees 1303, 1306
Failure to pay.....ccccccvveivieeeeeiiiiieeen 711.03(c), 1306
Late payment.........cccceveieriieiecniieniecnee e 711.03(c)
Petition to accept late fee..........ccccoovieeeen. 711.03(c)
Reissue application...........ccccovvveeniiieiiieeiniiees
Who may file.....cocveeiiiiiiec e, 1306
ISsue Of patent..........cccveeiiiiiiiiiiee e 1309
Deferred......ccuvviiiii e
Request for simultaneous issuance...............
Issue of patent to applicant.............ccccceeeeuee
Issue of patent to non-applicant assignee 307
Issuing in another TC without transfer............ 903.07(b)

Item of information in supplemental examination...2809

J

Jacket (See also: File wrapper/history)
Japanese year SySteM........cccocceveviiieeenineennnnn 901.05(a)
JEPSON ClaiM....ciiiiiiiiiie e 2129
Joinder, Improper 805
Joinder, generic or linking claim allowable.....821.04(a)
Joinder, product claim allowable.................... 821.04(b)
Joinder of iINventors..........cccccoecveveeeiiiiiieneene

Joint application, definition



INDEX

Joint application, original oath — Living matter

Sec. No.
Joint application, original oath............... 602.01, 602.09
Joint inventor
(@ 11 TR 602.01, 602.09
Power of attorney to.................... 402, 402.01, 402.02

Refuses to sign application.....409.02, 409.03,
409.03(a)

Rights of nonsigning...........cccccceeiiiiieeens 409.03(i
Joint inventors................. 201.02, 605.01, 609, 2137.01
Change in order of names............cccceeveeennee 602.01(c)
(0] =Tox 110 ] o FEUR SRR 602.01(c)
Provisional application.............ccccovcvverineennnnen. 602.09
JOINE OWNETS...ceviiiiiiiiiiie e 301, 301.01

Joint research agreement......302, 302.07, 2146 , 2156
Common ownership......706.02(k), 2146 , 2154.02(c)

Double patenting rejection based on disqualified prior
At 706.02()(3), 804, 804.02, 804.03
Evidence required for establishing.....706.02(1)(2).
717.02(a), 717.02(b), 2146 , 2156

Prior art disqualification under pre-AlA 35 U.S.C.
103(c).....706.02(I)(1), 706.02(1)(2), 706.02(1)(3),
2136.01, 2141.01

Prior art disqualification under 35 U.S.C.
102(b)(2)(C)....717.02 to 717.02(d), 2154.02(c), 2156

Statutory basis under pre-AlA 35 U.S.C.

01T (o TR 706.02
JOoiNt VENIUIE....coeeveieieeeeeeeeee e, 706.02(1)(2)
Judicial NOLICE.......cueeviviiieiiie e 2144.03
Judicial review

Ex parte reexamination proceedings................. 1216

Patent applications...........cccccoevciieric i 1216

Standards of review by the Federal Circuit.....1216.01
Jurisdiction

Allowed application..............ccoecvvveeeiinns 714.16, 1305
Appealed application.............cccueeeeeennnne 1203, 1210
Application before court............ccocviiiiiiiniinens 1216

Interference

K
Kind COodes........cooeiiiiiiiiieiiiiiiee e 901.04(a)
Kinds of patent documents............ccoecvvveriieeenneenns 1851

Korean Intellectual Property Office (KIPO).....1827.01,
1840.02, 1850, 1860

1-57

Sec. No.
L

LaChES. .. 2190
Lack of unity of invention..823, 1844.01, 1845.01, 1850
Lack of utility.........cceevverreiveennenen. 608.01(p), 706.03(a)
Language, Offensive..........cccccceveennne 608, 1504.01(e)
Language of Papers........ccccevvveeiiieeeniieenee e 608.01
Late payment of issue fee........ccccoceevevnnrnnnen. 711.03(c)
Law, new interpretation of.............ccccooiiiiieiiiinnn. 1207
Laws, Patent (See also: Statutes)
Legal representative refuses to sign.............. 409.03(c)

Letter (See also: ActionForm letters and formsLetter,
Examiner’s)

Abandoned after allowance..............ccccceeeeennns 711.05
Congressional iNQUIry.........cccceveeevieeesienennn 203.08(a)
Drawing transfer..........cccccooiiiiiniiniiieeeeee 608.02(i
Official INQUINY......cccvveriieii e 203.08(a)
SEALUS. ettt 203.08
Letter, Examiner's (See also: Examiner’s Letter)
Letters, receipt and handling.............ccccveeeviivienennn. 500
Letters of administration................ccccceveeeienns 409.01(b)
Letters testamentary.............ccoeeeeeiiiiinininnns 409.01(b)

Library, Scientific (See also: Scientific and Technical

Information Center (STIC))
Library ServiCes.........covvvvveiiiiiiiieneeeiiiieeee e 901.06(a)
License agreements under patent................cccceeee.. 301

Recording Of.......coocviieiiiii e 310, 313
License rights clause 310
License to file foreign application....115, 140, 706.03(s)
License to file international application.......... 140, 1832
LiCENSEE, ACCESS......ccevvvvirieeiiiiiiee e eeciiee e 106.01

Licensing and Review section.....115, 120, 140, 150,
502, 502.01, 706.03(b), 706.03(s)

Linking claim.....806.04, 806.05(c), 809, 809.03,
821.04(a)

Transitional application..............cccceeecvvveenn. 803.03(a)
Traverse of rejection 818.03(d)
List of countries giving right of priority................ 213.01
List Of dECISIONS.....cccvviiiiiiiiiiieiec e |
List of prior art in reexamination.................. 2257, 2657
Literature citation in specification................... 608.01(p)
Litigation information, Duty to disclose......... 2001.06(c)
Litigation not stayed in reissue............cccceeeenee 1442.02
Litigation, reexamination copending
EX PArte.....cciiiiiieiiiec e 2286
Inter partes........cccceeeeeee. 2640, 2681, 2686, 2686.04
Litigation related reissue....... 1404, 1442.01 to 1442.05
Litigation, stays................... 1442.03, 1442.05, 2686.04
Living matter (See also: Biotechnology).............. 2105
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Local representative of attorneys — Maintenance fees

Sec. No.

Local representative of attorneys.........cccccoecvvveeeenne 408

Locarno international classification

designation...........ocuveieeeiiiiie e 903.09(a)

M

Machine, process or product.....806.05(e), 806.05(f),

806.05(g)

Mail (See also: Mail Stop)
AAreSS.....ooiiiiieiie e 501
Depositing correspondence..........ccccceeeceeeeeeennnnee 502
Distribution..........coovvviiieiieeeeee e, 501
EXPress.. ..o
Identification
Receipt and handling
undelivered.........ccccoovieeeiiieeinieeene
ZIP COUB...ceiiiiiiiii ettt 502

Mail date as filing date..........cccccveeeiviiiieee e, 513

Y =T I (o] o ORI 501
Mail Stop 8 (Solicitor).................. 501, 1216, 1216.01
Mail StOP 10.....ceiiiieeeiiic e 1232
Mail Stop 16 (Refunds) .

Mail StOP AF ...
Mail Stop Assignment Recordation......... 501, 302.08
Mail Stop Conversion...........ccccveeeeeiiveeneenn. 601.01(c)

Mail Stop Document Services..103, 501, 2222, 2232,
2501, 2622, 2632

Mail Stop EBC.......oooviiiiiiiiie e 403

Mail Stop Ex Parte Reexam...501, 2222, 2224, 2226,
2231, 2246

Mail Stop Expedited Design..........ccccceeuveeeee. 1504.30
Mail Stop Express Abandonment.....1002.02(r), 1125
Mail Stop Hatch-Waxmen PTE.....501, 1002.02(b),
2754, 2754

Mail Stop Inter partes Reexam.....501, 2622, 2624,
2631

Mail Stop Issue Fee..........c......... 502, 1306, 1306.02
Mail Stop L&R........evieiiiiieie e 120
Mail Stop M Correspondence..................... 501, 2510
Mail Stop MPEP

Mail Stop OED.......ccccceeiviiiieeececiee e, 402, 407
Mail Stop PCT.....

1865

Mail Stop Petitions..1002.02(b), 1308, 1901.03, 2580,
2590, 2720

March 2014

Sec. No.

Mail Stop PGPUB.........coooiiiiiiiiiciieeeeee 1126
Mail Stop Reissue.....................
Mail Stop Sequence...........ccccevcuveennee.
Mailing aCtion..........cccoeveiieeeiiiie e
In ex parte reexamination...........cccceeeeevveeeeennnne 2264
In inter parte reexamination
Mailing, Certificate of (See also: Certificate of mailing

or transmission (37 CER 1.8))
Maintenance Fee Branch...........ccccccoiinnee. 1501
Contact information..............cooevvviieiiieeeeeeeeeiieinnn 1730
Maintenance fees (See also: FeeRefunds).....1730,
2500
Attorney or agent
Handling of requests to withdraw................... 2560
Revocation of power of attorney........... 2501, 2560
Change of correspondence address........ 2501, 2542
Credit card used for payment of................ 2510, 2522
Due dates for payment
Duplicate Payment.................... .
Facsimile submission...........ccccoccvvieiiiciiiiee s
Fee address.......ccovvviieniiiiicicee e
Fee amounts............ccccciiiiiiiiiiieeeeeeee
FOIMS oo
Information available from Maintenance Fee
BranCh........cccooviiiiiiiicce e 1730
Information required with payment........... 2515, 2530
INSUFfICIENT....cvvvveeee e 2531
Internet SUDMISSION........cccoviiiiieiiiiic e 2510
Intervening rights in reinstated patents............... 2591
LAt 2531

Mailing address for maintenance fee
JOCUMENTS.....eiiiiiiiiiiie et

Mailing address for payments..........c.cccoccveeeeennes
Maintenance Fee Branch............ccccccccoeiieeenns
Method of payment..........cccceeeiiiiieiee e
Notices — Expiration, Receipt, Reminder
Obligation to pay while reissue is pending.....1415.01
OVEIPAYMENT...cciiiiiei e 2550
Patents subject to payment of...........ccccceeeenne 2504
Payment informalities...........cccocoveviiiiiiiieiniees 2530
Petition to accept.........cccevveeeeeninns 2515, 2531, 2590
Reexamination.............ccoouriiieeeiiniiieeee e 2506
Refusal to accept and record payments, Review
o) PSP 2580
Reinstatement, delayed payment....................... 2590
Unavoidable delay basis.........c.cccocieiieinninnn. 2590
Unintentional delay basis...........cccoceeevivrnnne 2590
Reissue patents.....1415.01, 1443, 2504, 2506, 2520




INDEX

Maintenance fees — Name

Sec. No.
Saturday, Sunday or Federal holiday, due on.....2504,
2506
Small entity status requirements 2550

Special Acceptance 2530

Status requeSES..........eeeeevriiiieeeeeiiieeeeee 1730, 2570
Mandatory Classification...........cccceeeieeeeeiinnnne. 903.07
Manual, authority Of..........cccocciiiiiiii e,
Manual of Classification.............ccccccevvieieennnn. . 902.01
Manuscript deciSion..........cccooovieiieiiiiiiieee e 707.06
Margin, application papers..........cccccovveerrieeeennne 608.01
Mark of applicant...........ccccevviereiiiieiiiieeiieene 602.08(b)
Marking in application, erasing at allowance.....1302.01
Marking, SECUNtY........cvvviieeiiiiiiee e 121
Markush claim.........cccooiiiininnnnns 803.02, 2173.05(h)

Antedating reference for..........cccccceiiiienenns 715.03

Supporting disclosure..................... 2163.05, 2164.03
Master classification file (MCF)...........c..c.c.... 902.03(a)

Material mistake by Office in published PG-Pub....1130
Materiality of information regarding patentability (See

also: Duty of disclosure)
Mathematical algorithms............ 706.03(a), 2106, 2181
Matter not in original disclosure..................... 608.04(a)
MEANS. . ..ottt 2181
Broadest reasonable interpretation.................... 2181
Equivalent compared to Doctrine of
EqQUIValENTS......coi i 2186
ODBVIOUSNESS....uvvieieieeeeeeeeeeeee e 2183
Prima facie case of equivalence.............. 2183, 2184

Related issues under 35 U.S.C. 112(a) and (b) or
pre-AlA 35 U.S.C. 112, first or second

Paragraphs. ......oooceeeieee e 2181, 2185
Scope of the identification of prior art................. 2182
Single means claim............ccccccoue. 2164.08(a), 2181
Means plus function limitations.....706.02(m), 2106,
2111.01, 2114, 2181 to 2186
Mechanical search..........cccccoeviieiieiiiciiieee e, 719.05
Memorandum, Citation...........ccceeveveeeiiieennieeennne 707.06
Merger of ex parte reexamination and reissue.....2285
Merger of inter partes reexamination and
FRISSUC . ..eviiieeiiiiiiee ettt e e e e eaeee e e e 2686.03
Merger of supplemental examination.................... 2821

Method of making and apparatus or product.806.05(e),
806.05(f

Metric (S.1.) system usage...........cocevvveernieeennne 608.01

Micro entity status
Application filing limit.............ccccocoeniinennn. 509.04(a)
Continued obligation to determine micro entity
qUAlIfiCatIoN.......eeeeeeeiree e 509.04(d)
Correcting errors in micro entity status......... 509.04(f

Sec. No.
Gross income basis..........occeeviiiiiineeninenn, 509.04(a)
Institution of higher education basis 509.04(b)
.................................................................... 509.04(c)
Previously filed patent application
EXCIUSION.....eiiiiiiiieic e 509.04(a)
Notification of loss of entitlement to micro entity
SEALUS. ... 509.04(e)
......................................................................... 509.04
................................................... 509.04(a), 509.04(b)
Microorganisms (See also: Biotechnology)
Microorganisms, depositof....1823.01, 2402 to 2411.05
Microorganisms, patentability of.....706.03(a), 2105,
2164.06
Militarily Critical Technology List (MCTL)................. 120
Military officer notary..........cccccceevvviiiiieeiinenn, 604.03(a)
LY g To] ST 01Y/=T 0] (o S 409
Misjoinder, Effect on patent............ccccooeeeiiiinnnnn. 805
Misjoinder of inventors........... 602.01(c), 1402, 1412.04
Mistake (See also: Correction of patentErrors)
Mistake by Office in Pre-Grant Publication............ 1130
Mode, Best (See also: Best Mode)
Mode of operation..........cccceevveeeniieiriiee e, 608.01(h)
MOAEL. ..o 608.03
Model, retUrN........vveieeeeieeiiieeeee e 608.03(a)
Model at INtErVIEW. ........c.coceiriieiiciieeiecceese 713.08
Months, foreign language names................... 901.05(a)

Motions in interferences (See also: Interference:
Motions)

Multiple dependent claims
Fee calculation.........ccoooovveeiviivieeeinnnn, 607, 608.01(n)
Handling.........ccoeeviieiieecee e 608.01(n)
Restriction practice.........cccccceevvciiereeieennen. 608.01(n)

Multiple papers on same issue in protest.....1901.07(a)

Multiplicity of claims.....707.07(qg), 714.16, 2173.05(h),

2173.05(n)

Multiplicity of species.........cccccuveeenn. 806.01, 808.01(a)

Munitions Lists of the International Traffic Arms

Regulation (ITAR)......oocuiiiieiiiiiee e 120

N

NAFTA oot 715.07(c)

Name (See also: Applicantinventor)
Change.......cccoceevveieieeciecieenen, 602.01(c), 602.08(b)

Correction........cccceveeeveeeeeennen. 602.01(c), 602.08(b)
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Name — Nonprofit organizations

Sec. No. Sec. No.
OFder.....ceeiiiiiieiie e 602.01(c), 602.08(b) Amendment of disclosure..608.04. 2163.03, 2163.04.
PEHItON. .ovv.o.ooseeeeee 605.04(c), 602.01(c)(3) 2163.07
Translation, typographical error.....602.01(c). 602, Claim.....cccoovviiieiienee, 608.04, 706.03(0), 2163.03
602.08(b) Appealable..........cccooiiiiiiiin 608.04(c)
Change, file sent to Office of Initial Patent Examination Claim terminology ....................................... 608.01(0)
(Office of Patent Application Processing Continued prosecution application (CPA).....201.06(d)
(OPAP)) ....................................................... 605.04(c) Continuing app“cation ______________________ 201.07, 2163.03
Full first or middle required.............cccceenee. 602.08(b) Design application.....1503.01, 1503.02, 1504.01(a),
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PUbIiCatioNS. .......oooiiiiiiee e

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark

Office. i 401, 902.03(d)
Development and Use of Patent Classification
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PCT/DO/EO/905...905, 1893.01(a)(1), 1893.01(d),
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PCT/IPEA/ALB........ccceveeiiiiiieennn 1879, 1879.02
PCT/IPEA/A20........coooiiiieieeie e 1875.02
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Member COUNEHES. .......ocuviiiieiiiee e 1817
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1878.01

Patent Cooperation Treaty Administrative
INSETUCTHIONS ...ttt Al
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208 Reproduced....
209 ReproducCed.........cccveeevuiierieeiiiiiiee e 1823
404 ReproduCed.........ccccoueeeriiieiiieeeniiee s 1857
502 ReproducCed...........ccoeviuiieiiaiiiiiiiee e 1850
513 ReproducCed.........cccceeviviiereeeiiiiiiee e 1848
603 ReproducCed..........cceeeeviuiiieeeeeiiiieneee s
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36 Reproduced ....1879.02, 1879.03
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38 Reproduced..........cceevveiiiieeiiee e 1879.04
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4.3 ReproducCed..........coccuveirieeeiiiiieiiiiee i

4.9 ReproduCed.........ccocovviiieeeiiiieeiiieee e
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4.15 Reproduced

5.1 ReproducCed.........ccccooriuiiiriiiiiiieee e 1823
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6 Reproduced..........ccovvveiviiieiiiiee e 1824
6.1 ReproducCed.........ccccooiiiuiieiiiiiiiieee e 1824
6.2 Reproduced.........ccccoeviviiieeiiiiiiee e 1824
6.3 Reproduced...........ccceeviiiiiiiiieiiiie e 1824
6.4 ReproducCed..........cccooiiuiiiiiiiiiiieee e 1824
6.5 Reproduced.........cccccovciviiieeiiiiiieee e 1824
7 ReproducCed........cccoevvveiviieiiiiee e 1825
7.1 ReproduCed..........cccoviiuiieeeaiiiiieee e 1825
7.2 ReproducCed.........cccoeeviviieeeeeiiiiee e 1825
8 Reproduced..........covuveiiiiieiiiieeeiee e 1826
8.1 Reproduced.... 1826, 1844.01
8.2 Reproduced..........ccccevvvvviieeeninnnnn. 1826, 1844.01
8.3 Reproduced.........c.cccovciiiieeeiiiiiiee e 1826
11 ReproducCed........ccooeiueiieeeeiiiiiee e 1825
11.5 Reproduced........cccuvvveeeiiiiiiiiee e 1825
11.6 Reproduced.........ccoovvveeeeiiiiiire e 1825
11.11 Reproduced..........cceeeeeiiuiiereeaiiiieea e 1825
11.13 Reproduced.........ccceeeeeiiuiiereeeiiiieee e 1825
12 bis ReproducCed...........cccceevvrierieeiiiiieee e 1819
13 ReproducCed........ccoooiureieeeeiiiiee e 1850
13.1 Reproduced.........cccuvuveeeiiiiiiiiie e 1850
13.2 Reproduced.........cccvvveeeeiiiiiene e 1850
13.3 Reproduced 1850
13.4 Reproduced 1850

13.5 Reproduced

13bis Reproduced............cccceeeiiiiiieiiinniiienn. 1823.01
13 bis.1 Reproduced............coocuveeririeeinnnennns 1823.01
13 bis.2 Reproduced.............cccevvvveeeeeinnnnnnn. 1823.01
13 bis.3 Reproduced..........cc.ccoveuvieeerinninnnnn. 1823.01
13 bis.4 Reproduced............coccvveeririeeininennns 1823.01
13 bis.5 Reproduced.............ccoevvvveeeeeinnnnnnn. 1823.01
13 bis.6 Reproduced...........c.ccoeiurierernnuinnnnn. 1823.01
13 bis.7 Reproduced............coccveeriieeinnnennns 1823.01
13terReproduced..........ccccvvveeiiiiiiiene e, 1823.02
13 ter.1 Reproduced...........c..ccevureeenen. 1823.02, 1848
13 ter.2 Reproduced..........ccovvveeenineeeinieenns 1823.02
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40 ReproduCed........cceeeviieeriiieiiieee e 1850
40.1 Reproduced...........coeveiiiiiiieieeniiieeee e 1850
40.2 Reproduced.........cccceveeeiiiiiieeeiiiiiiee e 1850
41 ReProduCed........cceeeviieeriiieiiieee s 1852
41.1 ReproducCed...........ceeeeiiniiieeieaeiiieeea e 1852
43 bis Reproduced.........ccccevvivieeieiiiiiiiee e 1845
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R 1878.02 Generally.......ccoiviieiie e 1213
69 Reproduced...........cccocviriiiciiiniiiieneee 1879.01 Publication Of ... 1213.03, 2681
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90bisReproduced.................. , 1880 AllowanceRejection)........ccccevveiereecnennvrenereeeeeeens 2100
90 bis.1 Reproduced 1859 Patentability report..........cccocvvieiiiieiireeneee e 705
90 his.2 Reproduced.........c.ccooveieiiiiiiicen, 1859 APPEAL ...t 705.01(a)
90 his.3 Reproduced (070 1V 3| SO 705.01(c)
90 bis.4 Reproduced Date StatusS........ccccccvviiieieiiiiiiiiiiiiiine 705.01(c)
90 bis.5 Reproduced Dispute between examiners............ccoocueene 705.01(a)
90 his.6 Reproduced Final action.......cccocvvvvveveieiieieiieieeeeeeeeeeeeee 705.01(a)
90 bis.7 Reproduced IMPFOPET ...ttt 705.01(e)
91 Reproduced...........cccocoeiiiiiiiniiein e INItIALE. ... 705.01
91.1 ReproducCed.........cccoecuvrieeeeeiiiiie e sireree e INtEIVIEWS....veiieeiciiiiee e, 705.01(f), 713.01
92 ReproducCed..........cccceviuuiieieiiiiiieee e Limitation as t0 USE........ccceeeeeiiiiiereeninineen. 705.01(e)
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Patentability report — Petition

Sec. No.

Practice used only in extraordinary situations......705

Purpose.......ccccccvunnen. 705.01(e)
Recording 705.01(c)
Restriction, Effect on..........ceeeeiiiiiiiiiiiiieeee e 807
Search.....ccocieevecieieeieee e, 705.01(a), 705.01(b)
Sequence of examination.............cccceevveeen. 705.01(b)
Submitted to TC Director.........ccccovevverneene 705, 1003
Transfer of jurisdiction of application on
APPEAL. ... 705.01(a)
Panel review in inter partes reexamination......2671.03
Patentability statement...........cccoccceevieeiiienenns 1302.14
Patentable novelty, pointed out..............ccccceuee 714.04
Patentable subject matter
CompuULEr Programs. .......oocuveeeeeeeaiurreeeeesnireeeeeens 2106
Disclosed but not claimed.............cccccooviieeeeinnnee 706

Law of nature..........cccovveeviveeniiecennnnn,
Living subject matter...............

Mathematical algorithms 2106
PlantS......cooiiiiiiiiiiceee e 1601, 2105

Patented fil€.........ccoocviiiiiieiiii e, 905.03
Patented file, ordering...........cccccoeviiiieeeeeninns 711.04(b)
“Patent In” computer program (See also: Sequence

TUIES) et 1730, 2430
Patents of addition, foreign.............ccccceeeeennns 901.05(b)
Payment of feesS........oocuiiiiiiii e 509
Payor number (See also: Customer numbers)
PCT (See also: Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance............... 1302.01
Pending application as prior art (See also: Application
publication)................ 706.02(f)(2), 706.02(k), 901.03
Pending application preserved in confidence.......... 101

Pending applications as references (See also:
Application Publication).....706.02(f)(1), 706.02(f)(2),

706.02(k), 901.03

Period for reply......c.ccoeiiiiiiieii e 710
After Board decision..........ccocceveviiieeiiiieennnen. 1214.01
After final.......uveveeeeeii 706.07(f

In transitional application ....106.07(g)
After interference........cccocceevveeiiiee e 710.02(b)
Amendment after.......cccccceveveeeei, 714.17
Claim copied from patent............c.cccevrnenne 710.04(a)
Claims all allowed......... 707.07(a), 710.02(b), 714.14
Computed.......coeeeeeiiiiiiieee e 710.01(a), 710.05
Copying claim from patent does not extend statutory
PO, ..t 710.04(a)

707.05(qg), 710.06
Date of receipt of amendment........ 710.01(a), 710.05

Defective Office action................... 707.05(g), 710.06

March 2014

Sec. No.

Difference between shortened statutory period and

time limit......eeeeeee s 710.02(d)
EXIENSION....ccvveveeeieecie e 710.02(d), 710.02(e)
Extension of time to commence civil
ACHION.....ciiirrreeee e 1002.02(k)(1)
Extension of time to file notice of appeal at

CAFC ..ot 1002.02(k)(1)

Full statutory period for reply..........ccccovviiinennnis 130
Holiday, Saturday, or Sunday expiration of time....505,
513, 710.05, 710.01(a)

Incomplete reply.....710.02(c), 711.02(a), 714.03,
2266.01, 2666.30

Less than six months....710.02, 710.02(b), 710.02(c),
710.02(d), 710.02(e)

Miscellaneous factors..........ccccceeivveeenineennne. 710.06
PEELION. ...ttt 1002
Property rights under AEC and NASA Acts.......... 150
Remailing........ccoocvveeiiiiiiiee e 707.13, 710.06
REStarting.....ccccvvvevieieiiee e 710.06
Saturday, Expiration of time.....505, 710.01(a), 710.05
Secrecy order application............ccecvveriieeiiieenns 130
Shortened, Extension................ 710.02(d), 710.02(e)

Shortened statutory period.....710.02, 710.02(b),
710.02(e)

Shortened statutory period, Distinguished from time

0 T S OSSP 710.02(d)
Shortened statutory period, When used......710.02(b)
Statutory period..........ccceeeviiieiieeiiiieeee e 710.01
How computed..........cceevvieiiieeiiiieee 710.01(a)
Suggesting claims.........ccccccoovviieee i, 710.02(c)
Sunday, Expiration of time......505, 710.01(a), 710.05
Supplemental action............cccceveeveiiieeeiiieenns 710.06
Time computation............c..ccevveee.. 710.01(a), 710.05
Time limit aCtion..........cceveieiiiiiiiei e 710.02
Time limit action, When used...................... 710.02(c)
Two periods running............cccuevee... 710.04, 710.04(a)
Withdrawal of attorney or agent during............ 402.06
PeriodicalS.......ccooeeiieiiiiiiiiiiiiieeeeeeees 901.06, 901.06(a)
Period of enforceability................. 2204, 2211, 2686.02
Permanent inK........ccooeeviivvieeiiiiieieeennnn. 608.01, 714.07

Perpetual motion.....506, 608.03, 706.03(a), 707.07(q).
2107.01

Persons who may cite prior art relating to an issued

Pertinent prior art

Petition
Abandonmentholding...711.02, 711.03(c), 711.03(d),
1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s
StateMENt. .. 711.03(d)




INDEX

Petition — Petition

Sec. No.

Abandonment holding for failure to provide timely
notice of foreign filing...........ccccovviiiiinie 1124
Accept color drawings or photographs.....507,
1002.02(d). 1503.02

Accepting late issue fee........cccoovvniiirnnenn. 711.03(c)
Accept omitted pages........ccoecvvevnieeeinennnn 1002.02(p)
Access to application.....103, 1002.02(b), 1002.02(p)
Access to interference agreement.............. 1002.02(f
Access to interference application.............. 1002.02(f)
Access to unopened preliminary

StAtEMENTS.....ceviiiie e 1002.02(g)
Add inventor in provisional application......1002.02(q)
Admit model.........oevveiniiiii 1002.02(c)

Attorney withdrawal.....1002.02(b), 1002.02(c),
1002.02(p)

Biotechnology processes under pre-AlA 35 U.S.C.
GT01cT() PO 706.02(n)
Board decision in inter partes reexamination.....2681
Board involved......1002.02(f), 1002.02(qg). 1002.02())
Certificate of Correction.....1002.02(d), 1002.02(q),
1002.02(1)

Change in inventorship.....1002.02(d), 1002.02(e),
1002.02(1), 1002.02(p). 1002.02(q), 1481

Change inventor's name................. 602.01(c), 605.01
Change in order of inventors names........... 602.01(c)

Color drawings or photographs.....507, 1002.02(d),
1503.02

Common ownership situation...................... 706.02(Kk)
Concurrent ex parte and inter partes

PrOSECULION. ...cciiiiiiiieie it 1002.02(qg)
Consideration of submission after NIRC in inter partes
reexamination..........ccccevvveneeniee e 2687.01
Converting a 111(a) application to a 371
application.........ccccee i 1002.02(p)
Converting a 371 application to 111(a)
apPlICAtioN......ccovviieriiee e 1002.02(p)

Converting a nonprovisional to
provisional.....1002.02(b), 1002.02(c), 1002.02(p),
1002.02(q)

Correct filing date.....506.02, 513, 601.01(b),
1002.02(b)

Correction of inventorship.....201.03, 1002.02(d),
1002.02(e), 1002.02(l), 1002.02(p), 1002.02(q)

In ex parte reexamination.............cc....cuu.. 2250.02

In inter partes reexamination.......... 2658, 2666.03
Counter-terrorism inventions........ 708.02, 1002.02(s)
Defer issuance...........ccccovcuveennne. 1002.02(b), 1306.01
Delegation of Director’s authority................... 1001.01
Denial..........cooo i, 1002.02
Denial of request for reexamination........... 1002.02(c)

I-71

Sec. No.
Ex parte............ 2246, 2246, 2247, 2247.01, 2265
INtEr PAtES.....oiivvevieeiieieeeee e 2647, 2648
Director's duties...........cccovvvveviiiiieiiiiieee e, .1002
DiSMISSEU......eeeieiieiiiiiiie e 1002.02
Dismissed without prejudice.............cccoeveenne 1002.02
Divisional reiSSu€........c.covvvverviiiiieniecninens 1002.02(b)
Entry of amendment.............c.occoiiiiiiiinnn. 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination..............ceceeveueeenns 2672, 2673.02, 2675
Entry of late paper for revival of ex parte
reexamination...........cccccvevveneenineenen 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding............... 1002.02(b), 2668

Expedited examination of design applications.....502,
1002.02(c)(3)

Express abandonment after payment of issue

BB et 1002.02(b)
Express abandonment to avoid pre-grant
publication...........ccceeeieiiiiieiee e 502, 1125, 1135
Facsimile submission...........cccocccoevieieinnenn. 502.01
Expunge papers from file....... 1002.02(b), 1002.02(c)
Expunge information..................... 724.05, 1002.02(c)

Extension of time........ 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
AdmINistration.........ccccovvveiiieeeniiee e, 1002.02(b)

Application before Office of Petition......1002.02(b)

Filing date.....506.02, 513, 601.01(b), 601.01(d),
601.01(f), 601.01(g), 1002.02(b)

Final rejection.........cccccveveeeiiciiene e, 1002.02(c)
Foreign filing license..................... 140, 1002.02(c)(1)
Facsimile submission............ccccoovcienieninne 502.01
INSPECLION......cctiiiie et 103
Interference.......... 1002.02(c), 1002.02(f), 1002.02(q)
Interview in merged reissue/ inter partes
reexamination............ceeeviiiieeeessiiieee e e 2686.03
Late foreign priority claim.......................... 1002.02(b)

Maintenance fees, accept and record.....1002.02(b),
2580

Maintenance fees, delayed
payment/reinstatement.....1002.02(b), 2515, 2531,
2590

Make special (See also: Special

application).....ccccceeruns 708.02, 1002.02(s), 1504.30
Matter subject to.......ccccevvireeeeeniiinenn. , 706.01, 1002
Merge reexaminations..................... 1002.02(b), 2283
Merge reissue and ex parte
reexamination...........ccoccvevveeeeninnennn 1002.02(b), 2285
Merge reissue and inter partes
reexamination................... 1002.02(b), 2667, 2686.03
Modification of secrecy order..........ccccoovvervniennnnn. 120
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Petition — Petition for Revival of an Application For Patent Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

Sec. No.

New matter.........cccceeeevrvnieneennne 608.04(c), 1002.02(c)
Nonsigning inventor....409.03, 409.03(d), 1002.02(h),
1002.02(p)

Objection by examiner

1002.02(c)

Patent term extension 1002.02(b)
Period for filing........ccoooiiiiiiii e 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination..........cccceeeeeevveeeeesiiineneeens 2672
Premature final rejection.......... 706.07(c), 1002.02(c)
Preliminary amendment as part of original
AISCIOSUIE....uvviiieieieeeeeeeee e 608.04(b)
Procedure........ccccccoe e 1002.01
Public use proceedings..........ccccoecueeernenn. 1002.02(b)
Publication Division............ccccccvvveeeeeenenennn. 1002.02(r)
Reconsideration of denied petition ( ex parte
reexamination).........cccocecvveeeeeiiiiieeeeesenneen 2248, 2268
Rescission of secrecy order.......... 120, 1002.02(c)(1)
Refused assignment...........ccccooviiieiieriiinenn. 313,317
Refusal to enter amendment..................... 1002.02(c)
Refusal to initiate interference................... 1002.02(c)
Refusal to issue Certificate of Correction...1002.02(c)
Registration to practice...........c.ccoecuveernen. 1002.02(m)
Reinstate rejection after Board decision.....1002.02(c)
Reinstatement.............cccccccivvieiiiieeenenenen. 1002.02(m)
Relating to PCT international application and/or
national stage application..............ccc...cuee. 1002.02(p)

Relating to reexamination or reissue......... 1002.02(b)
Reopen prosecution after Board decision..1002.02(c)
Reopen prosecution after Board decision in inter

partes reexamination..........cccceeeeeivvieeeesiiiieneeenns 2682
Requirement for information..................... 1002.02(c)
Resetting period for reply........c.ccoccueeeennn. 1002.02(c)
Restriction requirementholding.....821.01, 1002.02(c)
Retroactive foreign filing license...........ccccceeeeenn. 140
Return model..........ccooveeeiiiiiiiiiiiiieeee, 1002.02(c)
Return original oath...........c.ccccovvieeiiiinenns 1002.02(c)
Revival.........ccccceeevinnnn. 711.03(c), 1002.02(b), 1124
Revive PCT application...........ccccceevevneen. 1002.02(p)
Rule 1.48 (inventorship)........c.cccevvvveinieeennnen. 201.03
Secrecy Order.....cccovviiereeeiiciieee e 1002.02(c)(1)

Sequence rules 1002.02(c)(2)
Special status................ 708.02, 1002.02(s), 1504.30

Stay ex parte reexamination proceedings.....2283,
2284, 2285, 2286, 2286.01

Stay inter partes reexamination proceedings....2667,
2686.02, 2686.03

Sufficiency of an affidavit..............cccccevee. 1002.02(c)

Supervisory authority of Director of the

USPTO..ccciiiiiiiiieiiieeeiee 1002.02(b), 1002.02(c)
March 2014

Sec. No.
Suspend action — public safety or
defense.. ... 1002.02(c)(1)
Suspend rulesS.......c.eeeveiiiiiii e 1002.02(b)

Suspension of second or subsequent inter partes
reexamination requests
Time for filing.....c.cccoovveiiinnnnne. 1002
Trademark related...........cccccvvveeeveieneneennennn. 1002.02(i)
Transfer from another application.....608.02(i),
608.02(t)
Unavoidable delay, withdraw
abandonment...711.03(c), 1002.02(b), 1002.02(c)(3),
1306
Unintentional delay, withdraw
abandonment...711.03(c), 1002.02(h), 1002.02(c)(3),
1306

Failure to provide timely notice of foreign

Unintentionally delayed claim for foreign
priority.....214.02, 216, 1002.02(h), 1402, 2258, 2658
Unintentionally delayed claim for priority to a U.S.
application.....201.06(c), 211.04, 1002.02(b), 2258,
2658

Vacate order granting request for ex parte

FEEXAMINALION........cciiiieiiiiee e 2246
Vacate an order granting inter partes

FEEXAMINALION. ...ccoiiiiiiiiie e 2646
Waive rules.......ccvvvvveviieieiiccccciis 1002.02(b)
Waive time provisions in ex parte
FEEXAMINALION.........ceiiiviiiiiee e 2265
Waive time provisions in inter partes
reexamination...........ccccevveeenninennne 2648, 2668, 2672
Withdrawal of lapsed patent....................... 1002.02(r)

Withdrawal from issue, after issue fee paid.....502,

1002.02(b), 1308

Withdrawal from issue, issue fee not

7 1o IO PSPPI 1002.02(c), 1308
Withdrawal of a terminal disclaimer.................... 1490
Withdrawal of abandonment...................... 1002.02(b)
Withdrawal of attorney...............ccccveeeeennns 1002.02(s)
In interference.......ccccvevveeeeeiiieeccnn, 1002.02(g)
Withhold from issue, before issue fee
P, 1002.02(c)

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A

Reproduced............coeeiiiiiiiiiiice e 1135

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign

or International Filing PTO/SB/64a
(11 C=T o T TSP 1124
Reproduced............coeeiiiiiiiiiiiee e 1135



INDEX

Petitionable matter — Power of attorney

Sec. No.

UPQV CONVENLION.....cccoiiiiiiiieaiiiiieie e 1612
Plant patent series
PO. Box (See also:

Mail stop)
Postclassifier..902.04, 903.02(c), 903.07(b), 903.08(d).

903.08(e), 903.09, 903.10

Sec. No.

Petitionable matter...........ccccooveiiiieiiiie e 706.01
PG-Pub (See also: Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA........c.ccociviiiiniieeiiieene 2107.03

UBIIEY .o 2107.01
Philippines-United States search exchange.......... 1711
Photograph as drawing................ 507, 608.02, 1503.02
Piecemeal prosecution...........cccccceevieeeeinenn. 707.07(g)
Plant Breeder’s RightS...........cccoociiiiiiiiiienieinieen. 1613
Plant Convention, UPOV.........cccooeeviiiiiiiiiiiiiiinnn, 1612
Plant patent.........ccoooveeeiiiiiiiiie e

Action.........c.......

Advertising

AFfIdAVIL....ceeeie

Agricultural Research Service (ARS)....... 1608, 1609

AllOWANCE... ..o 1611

Application publication

Asexual reproduction............ccccceeeeennns

3= o1 (< = T 1601

ClaiM...iiciic e

Color drawing.........ccueeeeeeeeiiiieeeeeiiieeeeeee

Color identified...........ccoeeeeeiiiiiiiiiieiee e, 1605

DeClaration..........ccceeriereieiienii e 1604

DefiNitioNS.......vvviiieieeeee e 1601

Department of Agriculture
[D]=T o017 | PR OPRRN 1605
Duplicate papers......c.ccocceeveeereunenn.

Elements of application...........ccccccveevviiieneeninne 1603
EXamination.........cccoovieieiiieniiiie e 1608

Laudatory eXpreSSionS.........oocvveevereeiireeeniierennns
Method claim improper..........cccccveveeeiiciieee i

Priority Claim.......ccoeiiiiiii e 1613
Publication of application....................... 11200 1135
Report of Agricultural Research Service...1608, 1609
Rules applicable
Signature.................

Specification........ccceveeeiiiiiieee e
SPECIMENS....eiiiiiiiiiieee et 1607
Statutory basis........cccovevviiiiiiii e

Requesting consideration by....................... 903.08(d)
Post employment agreement of former Office
L2001 0] 00)Y/=T= T PR PPRRN 1702
Post Office, Depositing papers in.........ccccccceeerveeene 502

Post Office address (See also: CorrespondenceMail
Stop)

APPLICANT.......viiiiiei 409.03(e)
ALOINEY ..ottt 601.02
Postal Service interruptions and emergencies........ 511
Postcard, self-addressed.....203.08, 503, 601.01(d),
601.01(f), 601.01(g), 1204, 1901, 1901.05
Power of attorney.........cooccvveiiiieeiiiie e 402
Actng in a representative capacity.................. 402.03
Application in interference............c.cccoceeerinneen. 402.08
Application oath or declaration includes.......... 601.02
Application filed before 09/16/2012............. 402.02(b)
Application filed after 09/16/2012................ 402.02(a)
AsSSIgNee appoiNtS.......ccceeeeeiiiveeeeeeiiiier e e 402.07
ASSIgNEE rEVOKES........eeeeeeee e 402.07
Associate attorney..........cccveveeerieieenieeeninneenn 402.02
Attorney not of record.................. 402, 405, 714.01(c)
Change in plurality of applications or patents....... 402
CoiNVeNtor.........c.cevveeviiiiiiieeeens
Customer NUMDbEer........cccoovcveiiiiiieneenneen
Death of applicant..............ccccceeue
Death of principal attorney...........ccccceevvveerineennne. 406
Exception as to registration
General, for international application.....402.09, 1807
General requirement..........cccoevcveerineenninenn.
INEffeCtive.......ooviiiiie 402
Joint applicant
Limited recognition............ccceevveeeinieeenieeenne
Naming representative
Notice of revocation............ccccovvciieiieniiciiinneenn.
Post Office address..........occcvvvieeiniiieniineenne
Provisional application.............ccccovveiieiiiiiineeciins 103
Registered practitioner..........ccccoooveeeeeiiiiieneeennis 402
Reexamination, inter partes..................... 2613, 2622
Revocation................ 402.05, 402.07, 402.08, 402.10
After AllOWANCE.........ccvveeiiiiiiieiee e 2501
Secrecy order applications............cccceveeeiiiivieeennn. 120
Signature requirement.........ccccceeevviveeeeesiinnenn. 402.03
Unregistered attorney or agent................ 402, 402.01
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Power of attorney — Printed matter nonstatutory

Sec. No.

Withdrawal of attorney or agent....402.06, 1808, 2501

Sec. No.
Replacement drawings prior to publication.....507,
1120, 1121
Republication...........ccoociiiiii e 1130
Request for early publication.... 1129
Request for nonpublication............cc.ccooceeeiieens 1122
Request for redacted publication........................ 1132
Rescission of nonpublication request....... 1123,1124
Residence changed..........ccccoieeiiiiinieenne. 719.02
Sequences published on Internet....................... 1121
Status information of published application........ 1128
Substitute specification required.............c.c......... 1120
Tables, large......ccccooviiiiiiie e 608.05(b)
Third party iNQUINES........cveeviiieiieeeee e 1134
Voluntary publication...........ccccccevveeeiiieenniee e 1133
When published............ccccoiiii 1120
Which applications...........cccccoevviieeeiiiiiiiee e, 1120
Preamble, design application
Preamble, effect Of........ccoveeiiiiieiiiiiiiee e
Preamble, Jepson claim..........cccccveeeeiiiiiineeniiinnen, 2129
Predicted tests in specification....................... 608.01(p)
Preliminary amendment............ccccooeiieeennns 714.01(e)
Entry denied........ccccoveiiiiiiinee e 714.01(e)
Excess claims.........c.cccecurennen. 506, 714.01(e), 714.10
New matter..........cceveeereeeeenenen. 608.04(b). 714.01(e)
Non-compliant amendment, treatment of............. 714

Preliminary handling of public use or on sale...2133.03,
2152.02(c), 2152.02(d)

Premature final rejection...........c.cccccceerinneee. 706.07(c)
Premature response in inter partes
FEEXAMINALION........cceiiiiiiiiieee e e e e 2667
Primary examiner.....705.01(a), 706.04, 706.07(c),

706.07(d), 707.01, 710.02(b), 710.02(e), 711.03(a),

Withdrawn in patent............cccooiiieieinnine 2223, 2501
Power to inspect......... 103, 104, 324, 325, 402, 713.05
Power to inspect, approval...........c.ccoceeveviieeinieennnns 104
Power to inspect, suspended attorney..................... 105
Practitioner (See also: Attorney or agent)
Practitioner’s names on patents...........ccoccceeevveenn. 1309
Pre-Grant Publication (PG-Pub)...............

Amendments prior to publication

Appendices not published.............c.cc.c.......

Application in a foreign language

Assignee information published.......................... 1121

Certification as to intent to file counterpart

APPICALIONS. ...oiiiiieiiiie e 1122

Claim sets, MUltiple..........cccoeeiiiiiiieeeeieeeee 1121

Computer Programs..........cveeeeeeesurreeeessninreeeennns 1121

CONENL....ceiiiiiiieiee e 1120, 1121

Conversion to provisional to avoid

publication............occeeiieiie e 601.01(c)

Complete application required...............cccvvreennn. 1120

Copies of published application files................... 1128

Correction of errors in the PG-Pub................... 1130

Correspondence addressS......ccccovvvveeeeeniiiveneennns 1121

Correspondence regarding published

application..........cccoecciieie e 1134

Disparaging remarks not published.................... 1120

Disparaging prior art..........ccccoeceeeriveeenineennnns 2131.05

Drawings......ccceeeeeiieiiieieeeeeiiiieeee e 507, 1120, 1121

Early publication............ccocveiiiiiiiiiiiiieeeee e 1129

Express abandonment to avoid publication.....502,

1125,1135

Facsimile submission............cccccovveeniinenne 502.01

Fee, publication......1126, 1133, 1303, 1306, 1306.03

FOrMS.. e 1135

Inappropriate nonpublication request................. 1122

Material mistake by the Office

Nonpublication request.........cccccvveveeeiiieeeeeniine 1122

Notice of foreign filing........ccccovvieiiiiiiiie 1124

Notice of Publication...........c.ccoccoiiiiiiiiennnne 1127

Notice of New or Revised Publication................. 1127

Offensive language not published...................... 1120

Public access to published application.....103, 1128,

1132

Publication date, projected....................... 1120, 1122

Publication fee........ccccccevnievininennns 1126, 1133, 1303

RCESs not published...........ccccooiiiiiiiiiiee 1120

Redacted publication...........ccccceeviiiiiieceniiinens 1132

Refund of publication fee..........cccocveeviiiiiieeninn, 1126

March 2014

713.01, 713.02, 713.10, 714.16, 714.16(d), 714.19,

715.08, 716, 2236, 2248, 2265, 2271, 2271.01, 2636,

2648, 2660, 2671.01 to 2671.03

Actions requiring personal attention.....705.01(a),
707.01, 707.09, 713.04, 714.16(d), 1004
Name on file Wrapper.........cccccovvviiiieeiiinens 1302.13
Print of drawing (See also: Drawings)............... 608.02
Additional.......ccueeeiiiii e 608.02
AREratioN.......cooiiviiiiee e 608.02(w)
COlOred....coviiiiieiie e 608.02
Examiner’s notation ON..........cccocceeeeiiiiieneenn. 608.02
Kept in Technology Center.............cccccuveenee. 608.02(c)
Marked-up.....608.02(b), 608.02(p), 608.02(t),
608.02(v)
MaArKING. ... 608.02
Returned drawing...........ccccovveeeriieennneeenne 608.02(y)
Printed matter nonstatutory.............cccccveeeeenns 706.03(a)



INDEX

Printer waiting — Priority

Sec. No.

Printer waiting...........ccccoveveennnee. 708.01, 1305, 1309.02
Printing practitioners names on patents................ 1309
Printing Priority..........oooeeereiiieie e 1309
Prior art (See also: Reference)......ccveeeeeeiiveeneennn, 900

ADMISSIONS 8S......ocvviiiiiiiieieeeeiee 706.02, 2129

ANAIOGOUS......eeiiieiiiiiiee e 2141.01(a)

Disqualification under pre-AlA 35 U.S.C.

103(c).....706.02(1)(1), 706.02(1)(2), 706.02(1)(3),

2136.01, 2141.01, 2146

Duty of disclosure of.........ccccoovviiiieeiiiienns 2001.04

Effects of international application publication....1857,
1857.01, 1895.01

Equivalents.........ccccveeeiiciiiiee e, 2144.06, 2183
Electronic Information Disclosure Statement....609.07
Filed on Saturday Sunday or a Federal

holiday.......ccooiiiiiee e 609.04(b)
Foreign application as..........ccccceveviveeiniinennns 2135.01
Information reasonably necessary for finding...704.11
International application publication.....706.02(a)(2),
1857.01, 2163, 2163.03

Kind codes........ccoovviiiiiiniiiiiiie e 901.04(a)
Level of ordinary sKill..............cocovvieeeeiiinnenn. 2141.03
Patents as.....706.02(a), 2126, 2132, 2133, 2136,

2141, 2152, 2154, 2158

Publications under 35 U.S.C. 122(b)....1895.01, 1896,
2136, 2136.03, 2154.01

Scope and content of.........ccccceeeeeiiiiieeeeeninns 2141.01
Means limitations...........ccccccvviieiieeeeereneeeeeeenn. 2182
Search (See also: Search)....cccccoecvveeieiiiiciieneenn, 900
Statutory Invention Registrations as......901.02, 2136
Suitability Of......oooiiii e 2144.07
Third party submissions......................... 609, 1134.01
Used in deciding request for reexamination.....2242,
2642
Well-known in the art........cccccoeeeeeieiiiiininie, 2144.03
Prior art citations in reexamination proceedings
EX PArte..veiiieiee e 2202
(©70] 1 (=] o | SN 2205
Copies of prior art........cccceeeeciiieeeieiiiieee e 2205
English translations.............c.cccoovviieveeeiiinnnn. 2205
Explanation of pertinence............cccccccevvuineeen. 2205
HaNdliNg......ooooviiieieeee e 2206
Sample letter.....ooiiiiiiieiiiiiee e 2205
Service on patent OWNer..........cccooveuveeeeeennnnns 2208
Time for filing.......ccoooiiiiii e 2204
Inter partes............... 2602, 2646, 2654, 2656, 2657
After the order to reexamine................. 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues............... 2687.01

Sec. No.
Before the first Office action.............ccccooue. 2625
Before the order to reexamine.............. 2602, 2654
By another requestor.............ccccooouneee. 2602, 2656
By the patent owner..........ccccceeevinnnee. 2602, 2656
StOrage ar€@......ccccvvveieeeeeieeiiiieeeeeeeiiines 2667
With the REQUEST.........coviiieiiiiieiee e, 2656
With third party’s comments............ 2666.05, 2667
Prior art copies in reexamination
EX PAre...ceeiiiiiiee ittt 2218
Prior art filed by protestor.................. 1901.02, 1901.03
Prior art on drawing.........c.cccccvveveeninns 608.02(q), 2125
Prior art statement..........ccccoccceeeviieenns 609, 1893.03(q)
Provisional application...........cccocoiiiiiiiinaenes 609
Reissue application.........cccccceeivviiiiiee i 1418
Prior art, statement applying (reexamination)....... 2217
Prior art used in determining reexamination request
EX Parte......ccoooiiiiiiiiiiiiie e 2244
INEr PAMES....eiiiiiieiiie e 2644
Prior examiner’s action............. 704.01, 706.04, 713.01
Prioritized examination
in new application (Track 1)........cccoceevinernne 708.02(b)
iN RCE (PE-RCE).....cccceiiiiieiiee e 708.02(b)
Priority
Claiming in continued prosecution
application.........ccccceeeveiiiieecenenn. 201.06(d), 1302.04
Claiming in ex parte reexamination................... 2258
Claiming in inter partes reexamination.............. 2658
Claiming in reissue application....... 1402, 1405, 1417
Entitlement 10........cveeiiiii e 216
Foreign application (See also: Foreign
application).....cccceeeeceieeeee e 210to 217
Corrected by Certificate of Correction............ 1481
Design applications.................... 1504.02, 1504.10
Ex partereexamination.............ccccceeeviivnenennn. 2258
Incorporation by reference.............. 217, 608.01(p)
Inter partes reexamination...............cccceeeueeeee. 2658
Proper identification............cccevviirieeeiiinennn 214.04
Formal requirements................ 210, 211, 706.02(f)(1)
Incorporation by reference to earlier
application............cccveeunene.. 201.06(c), 217, 608.01(p)
International application..211.01(c), 1828, 1893.03(c)
Corrected by Certificate of Correction............ 1481
Inventor’s certificate
Patent printing.........ccccoceveinneen.

Petition for unintentionally delayed claim to benefit of
prior U.S. application................. ....211.04, 214.02

Prior U.S. application...........ccccooiiiiieiiiniiiiiieees 211
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Priority — Protest

Sec. No.

Corrected by Certificate of Correction.....216.01,

1481
Design application.............ccccevviveinniennnnen. 1504.20
In ex parte reexamination.............cccceeevveennee. 2258
In inter partes reexamination......................... 2658
Provisional application.............ccccoocvveiineenne 706.02
Time charts......ccoccviieiiiiee 2138.01
Time for filing......cccooviiiiiii e 211.03,214.01
Priority document (See also: Foreign application)
Priority Express Mail deposit............ccccvevieeeenieennns 513
Priority Express Mail procedure in ex parte
rEEeXamMINALION. .......ccvviiieee e 2224
Priority Express Mail procedure in inter partes
reexamination..................... 2624, 2665, 2666, 2666.05

Priority Express Mail service.....502, 506.02, 511, 513,
711.03(c), 1216.01, 2510

Priority practice (See also: Foreign application)
Private use (See also: Public use).....2133.03(a),

2152.02(c)

Proceedings, Termination of............ccccceeennee. 711.02(c)
Process of making and product made............. 806.05(f
Processing fee.......cccccceevvciieieeiiiinnen, 601.01, 601.01(c)
Processing of reexamination in Technology Center
EX pParte......ooooiiieee e 2233
Product and process of using.....806.05(h), 2173.05(p)
Product by process........cccecvveveeeinnns 2113, 2173.05(p)
Product of human ingenuity.............cccooceeeeiniinnen. 2105
Product of nature...........cccceovieeiiieeniec e 706.03(a)
Program Management System (PMS)................... 2638
Programs, Computer (See also: Computer programs
or software)
Prolix claim........ccccooviiiii e 2173.05(m)

Proof, burden of.....2112, 2112.01, 2113, 2131, 2141,
2150, 2163.04, 2164.04, 2183

Proof of authority of administrator or
EXECULOT ...ttt

Proof of foreign filing..........ccccvveenee.
Proof of irreparable damage

Proof of ownership, reissue application............ 1410.01
Proof of unavailability or refusal to sign.......... 409.03(d)
Proper multiple dependent claim.................... 608.01(n)

Property rights statement
CONENES OF e 151

Property rights under AEC and NASA Acts.....115, 150,
151

Prophetic examples in the specification......... 608.01(p)
Proprietary interest, Proof of.............. 409.03(f), 409.05

Proprietary materials (See also: Protective order
materialTrade secret material)

March 2014

Sec. No.
Pro se applicant (See also: Applicantinventor)
Appeal brief....... 1205
Certificate of mailing...........ccoceveiiiiieeee, 512
Change of address..........ccoecvveviieeiiieeeiiieene 601.03
Death.......cccooviiiiiic e 409.01(b)
Duty of disclosure.........cocceeeiiiiiiienienien, 2002.01
Examination of application.............ccccceeeuee. 707.07())
EXaminer's action...........cccoveevvveneeniecnncnieennens 707
INEEIVIEW. ..eeiieiiiieee e 713.01
Legal representation............ccocvveenieeeiiiieeiineenne 401
Telephone restriction practice.............ccceevveee.. 812.01
Prosecution
Closed, application allowable except for formal
Matters........ccovvvvvvrveeennns 707.07(j), 710.02(b), 714.14
Closed, secrecy order Cases.......cccocveveriueeeirveennns 130
Prosecution after appeal..........cccccceviiiieeenns 1207.04
Piecemeal.........cocovveviiiiiiiiiiee e 707.07(q)
Reopening after allowance.............cccccoeveenne 1308.01
Reopening after Board decision.................... 1214.07
Prosecution laches
Prosecution of Secrecy Order application............... 130

Prosecution reopened after court decision....... 1216.01
Protective order material (See also: Trade secret

Material)....cocciueeeeeiiiiiieee e 724 to 724.06

Submission
PrOtESt.. . 1900
Access by protestor.........c..c.ccueeee..
Acknowledgment of protest
Certificate oOf SErviCe..........oocvieeieiiiiiiaens
Comments of applicant...........cccceveeriveeininenn.
Complete....coocveeiiiiiiee e,
Copies of doCUMEeNtS.........occuveieeieriiiiieeeees
Express consent of applicant required............... 1134

Filed in reissue where patent is in interference..1449,
1901.06

Handling.........oeeeiii s 1901.05
Improper protest........cccvveeeeeeieieienennenn. 1134, 1901.03
Information which can be relied on................ 1901.02
Involving fraud, lack of good faith or candor, or violation
of duty of disclosure..........cccccccceeeennnns 1901.06, 2013
Multiple papers on same issue.................. 1901.07(a)
Reissue application........................ 1441.01, 1901.04
Reissue litigation...........cccceeeeeninne 1901.03, 1901.04
Requirement for information.............ccccceeevnenens 1901
Review of adverse decision.............ccccecvveeeeenns 1906
Service on patentee or applicant................... 1901.03
TC Director’s attention required............cccccvveenee. 1003
Timeliness of protest.........ccccccvveveeeiiciinenenn. 1901.04
Trade secret information....................... 724,1901.02



INDEX

Protest — Publication

Sec. No.
Treatment by examiner...........ccccceiviiiienene 1901.06
under Rule 1.291.......ccoviiiiiiiiieeee e 1901
Who can file.......ccooeviiieiiii e, 1901.01
Protestor participation...........cccoeeeveviieeenieeenne 1901.07
Provisional application............cccccceeiiiiiieneeeninns 201.04
Abandonment................ 201.04, 211.01(a), 711.03(c)
ACCESS......iiiiiiii 103, 104
Assignment Of........cooiiiiii e 302.03

Assignment of application claiming benefits

...................................................................... 306.01
..................................... 506, 601.01(b)

Conversion to.... 201.04, 601.01(c)
Correction of inventorship.........cccccoveeveiiieenns 201.03
Cover sheet for......ccccovvieiiiiciie e 201.04
Data, on file wrapper/history of.............. 202, 1302.09
Data, in specification of
Drawing.......ccoceevvvveeenneeennnen.
Effective filing date.........................
EFS-Web filing of ...,
English language translation for benefit of
AALe.. e 211.01
Filing receipt.......cc.eeeeioii e 503
Guidelines for drafting.........cccccccevvciviieeiiiiiieneee 601
Information disclosure statement...............c.......... 609
JoiNt INVENTOIrS N 602.01
Last day of pendency..........cccceeiniiienineennnnen.
Micro entity status...................

Ordering of abandoned
PrIOFItY ..o

Error in, as reissue grounds............c.cccceuvvee.. 1402
Request to convert to nonprovisional.....1002.02(b),
1002.02(q)

ReVIVAL........ccviiiie e

Small entity status

SpeCification........c.ueeiieiiiiie e
PTO employee restrictions, assignment.................. 309
Public access to ex parte reexamination file......... 2232

Public access to inter partes reexamination file....2632

Public domain (See also: Public useOn
saleDisclaimer)....2121.03, 2133.03, 2133.03(a), 2145

Dedication to public..........cccceeeviiiiieeeninnee, 715, 1490
Public inspection, Application file.................. 103, 1128

EX parte reexamination.............ccccceeeeeueneee. 103, 2232

Inter partes reexamination............... 103, 2609, 2632

Redacted application publication................ 103, 1132

REISSUE.....ciiiiieeeiiieecee e, 103, 1430, 1470
Public inspection of assignments....................... 301.01
Public key infrastructure (PKI) certificate.....502.05,
707.05(a)

1-77

Sec. No.
Public Law (See also: Statutes)
Public poliCy........cooiniiiiiiiie s 706.03(a)
Public right to inspect files.........cccccoiiiieeeenn. 103, 1128
In ex parte reexamination..................c.u..... 103, 2232
In inter partes reexamination 103, 2609, 2632
Public sale (See also: On salePublic use).....2133.03,
2152.02(d)
Public search facility (See also: Patent search facility)
Public searchers...........ccccooviiiiiiinci e 101
Public use (See also: On sale).....706.02(c), 2133.03,
2133.03(a), 2152.02(c)
Affidavit or declaration...........cccccoevviineeeninnenn. 715.10
Anticipation...........cccceveeveenene. 2133.03(a), 2152.02(c)
Commercial exploitation.....2133.03(e)(1), 2152.02(c)
Commercial USe........cccccveenne 2133.03(a), 2152.02(c)
Completion of the invention.....2133.03, 2133.03(c),
2133.03(e)(1), 2133.03(e)(3)
Definition of........cceeeieiiii 2133.03(a)
EVIENCE.....coiiiiiiiiiiiic e 706.02(c)
Experimental use (See also: Experimental
USE).urieiieiereenirienreesneesreesee e 2133.03, 2133.03(e)
In this country.......ccccccoeeue. 706.02(c)(2), 2133.03(d)
Intent to experiment......2133.03(e)(2), 2133.03(e)(3)
INVENLION. ..ottt 2133.03(c)
Policy considerations 2133.03
Public knowledge or on display................. 2133.03(a)
7= 1o (=0 VPP UPTPTRTPR 2133.03(a)
SiNGle USE...uuiiiiiiiiiiiee e 2133.03(a)

Control over invention...2133.03(a), 2133.03(e)(5),
2133.03(e)(7)

Testing by third party.....2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy................. 2133.03(a)
Use by inventor or associates................... 2133.03(a)
Use by independent third parties.............. 2133.03(a)
Public use proceedings..........ccceeeeiiiiiieiiiiiiiieeen, 720
Publication, Defensive............. 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration......1111
Publication date.........ccccceeeeeeiiiiiiiiicis 706.02(a)
Publication fee.......... 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts..................... 711.06, 711.06(a)
Publication
Board deciSions.........ccccoeevvieieiiiiiiiie e 1213.03
Citing...vveeeveeeevieeecice e 706.02, 707.05(e), 901.06
......................................................... 706.02(a)
, 707.06, 1703
Official Gazette(O.G.).....cccvvvveeeeiiiiieeee e, 1703
(@10 (<] 6= , 707.06, 1703
Own, as reference.....715.01(c), 2132.01, 2152.02(f),

2153.01, 2154.02
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Publication — Reconsideration of abandonment

Sec. No.

Pre-Grant (See also: Pre-Grant Publication
(PG-Pub))

Prior art effect of international.....706.02(a), 1857.01,
2136.03, 2154.01(a)

Rules changes.........ccccoviieiiiiiii e 1703

Under 35 U.S.C. 122(b) as references.....1857.01,
1896, 2136, 2136.03, 2154.01

VOIUNEAIY ... 1133
Publishing Division (See also: Office of Patent

Publications (Office of Data Management))
Pulling abandonments............ccccccvevneeiinenn. 711.04(a)
Q
Quality Assurance................... 1302.04, 1308.03, 1720

In reexamination 2289, 2689
Quality Assurance Specialist (QAS)..1415.01, 1442.03,

1443, 1448, 1449.01, 1451, 1455, 1456, 1490, 2212.01,

2233, 2236, 2246, 2270, 2281, 2285, 2286, 2287, 2289,

2294, 2295, 2635, 2636, 2646, 2664, 2670, 2671,
2671.02, 2676, 2677, 2686.03, 2687, 2687.01, 2689

Quality control program............ccceeeeeeniieenennn. 1308.03
Quayle practice
Action recording....

After final rejection..........ccccooiiiiiiniiinen. 706.07(f)
Allowance action............... 707.05(a), 714.14, 714.15
Claims later added............ccocvvevieriiiiiciiniennnne 714.20
Copies of references..........ccccceveviiieeeieniinne 707.05(a)

Design application
Examiner's amendment used instead of.....608.01(b)

Formal matters corrected................ 706.07(f), 812.01
Information disclosure statement....609.01, 609.04(b)
Primary examiner signature required................. 1005
Reexamination, ex parte................ 2250.01, 2266.01
REISSUE.. . 1444
Shortened statutory period........... 710.02(b), 2250.01
Query Printer Waiting..........ccccoovuveeeeeiiiiiieneenne 1306.03
R
Ranges
March 2014

Sec. No.

Anticipation Of ..., 2131.03
Obviousness of 2144.05
Ratification filed
Death of attorney........ccccoveeeiiiieenieeiee e 406
Death of inventor.............c......... 409.01(a), 409.01(b)
Signature improper or lacking..................... 714.01(a)
Real party in interest.........ccccccceevcvveennnee. 1205, 1207.02
In inter partes reexamination..............ccccceeeeenee 2677
Reasons for allowance............cccocveriieeinineens 1302.14
Amendments after final rejection.................... 714.13
Appeal reCord........cooouiieiiiiiee e 1213
Applicant’s comments ON..........ccccceevveeernineen. 1302.14
Claim NAarroWing.......ccceovveeeiiiee e seee e 1302.14
Comments on, ex parte reexamination.............. 2287
Comments on, inter partes reexamination.....2687.01
Estoppel effeCt.......ccoiviiiiiiiiiiiiiiieeiieees 1302.14
Failure of applicant to comment on................ 1302.14

Patent Cooperation Treaty application.....1845.01,
1878.01

Presumption of acquiescence by applicant....1302.14
Reexamination

EX parte.....iiiieeeeeiiiiis 2262, 2287
INtEr PAIES...ccvviiieieeieee e 2687
Rebuttal brief in inter partes reexamination
APPEAL e 2678, 2679
Refused entry.......cccceeeeiiiiiiii e 2679
Recapture
Claimed subject matter............. 706.02(1)(1), 1412.02
Matter in reiSSUe........coeevviiiieeeeeiiiieeee e, 1412.02
Of patent rights
Disclaimed by filing a disclaimer.................... 1490
Waived when SIR published 1111
Receipt of mail and papers..........ccccooevvveeeeiiivnenennn. 500
Depositing correspondence...........cccceeevcveeeeeennnes 502
Entry of amendments...........cccceviiiieinineennn, 714.18
Filing receipt.......ccccvvevieiiiiiee e, 503
Office date stamp.......cccceeiiiiiiiieieeeeee 505
Period for reply.......ccocoeeiiiiiiie 710.01(a
Receiving Office PCT procedure..........ccccceeevunneen. 1801
International Bureau..........ccccoocveeeeeeininnenn. 1805
Reciprocal security agreements..........ccccceevecvvveeennn. 120
Reclassification
ClaSSES. ... ieieiee et
PatentS. ..o
Subclasses
Reconsideration in ex parte reexamination.......... 2269
Reconsideration of abandonment.....711.03, 711.03(c)
Based on insufficient reply.................c........ 711.03(a)



INDEX

Reconsideration of abandonment — Reexamination, Ex parte

Sec. No.
Based on failure to reply within period........ 711.03(b)
Record of interview...........ccoeeevevveeeeennen. 713.01, 713.04

Record room (See also: File Information Unit (Record

Room))

Record system for reexamination
EX Parte....ccoo o 2235
INTEI PAMES...civieiieeiie e 2635

Recording assignment..........c.ccoeceevevnenn. 301, 302, 317

Recording change of business name..................... 314

Recording government interests................. 302, 302.07

Recording of joint research agreement......302, 302.07

Recording license agreement..................... 302.07, 313

Recording of other documents.................... 3131t0 317

Recording security interest..........cccovvveeviieeenieennnns 313

Redacted publication of an application.....502.05, 1132

Reduction to practice.....715.07, 2133.03(c),

2133.03(e)(3), 2138.01, 2138.05

Reexamination, EX parte...........ccccvvvveviieeenneenns 2200

Access to file.................. 103, 724.04(c), 2209, 2232
Action following Board decision

Address of patent OWNer...........ccoocveeviieeinieeennne 2222
AdMISSIONS.....iiiiiiieeieee e 2217, 2258
AffidavitS......ccoocevriiiieeneen 2216, 2217, 2258, 2265
After final practice...........cccccoveiiiieee i, 2272

Amendment..........cccoooceneennn.
Abstract....
Atfter final rejection
EXamINer's... ..o
Filed with request
IMPIOPET. ..ottt
In a merged reissue/ ex parte reexamination..2285
Prior reexamination certificate issued...2250, 2295
Provisions of Rule 1.312 do not apply............ 2287
Reissue patent issued

Ancillary iSSU€es..........cccvevvveeennennn.

Appeal brief........ e 2274
Appeals to courts.........ccocuvennne.
Application file location............ccccceeeeviiinieeeeninnns 2635
ASSIGNMENT....ciiiiiie e 301
To an examiner.................
AtOrney or agent.........cccveveeeiiiiiiieeeeeiiieee e 2213
Name on certificate.........ccccvvvrvrevieierinieeeeee.. 2287
Basic characteristics...........c.......... 2209
Certificate Of.......ccocvvvveeiiiiii e, 2288, 2294
Reissue patent as...........occveeeeeeinnneen. 2290, 2294
Certificate attached to patent copy...
Certificate distribution...........cccccoevviiveieiiiiiineee. 2292

Sec. No.
Certificate format...............occoeeciiiiiiiiiieeeeeee, 2290
Certificate of mailing or transmission.................. 2224
Certificate of prior reexamination in later
(=10 V1T SRR 2214,2219
Certificate Of SEIVICE.........cccvvevieiiiiiiiee e, 2220
Certified COPY...cuveeiiiiiiiee e 2232
Citation of prior art..........ccccccvveveeiiiiiiiee e, 2202
After first office action............ccccceeevviinieeenns 2271
Claim for Official Gazette...........cccccvvrrrevererenennn. 2287

Claim, multiple dependent, preparation for
PUBIISNING. ...

Claim numbering
Claims considered............ccooeevvivveeeeiinnnnns 2243, 2258

Claims invalid/unenforceable...............ccccceennee. 2286
Claims presented for interference........ 2284, 2304.02

Clerical handling...........coooiiiiiiiee e,
Collateral estoppel

Comments on “Statement of Reasons for Patentability
and/or Confirmation”

CONCIUSION. ...t 2287
Concurrent proceedings.........c..cocuvvee.. 2282 to 2686
Conduct of proceedings 2254
Consideration of responses...2252, 2253, 2271, 2272

Consolidated proceedings.........ccccevvveeriveesnineen. 2283
Constructive notice to patent owner................... 2230
Content of reqUeS..........cooiiieiieiiiiee e 2214

Copending proceedings.........ccccceeeuvveen.
Copy of patent in request
Double column format

Copying of file.......oooeviiii 2232
Correction of inventorship .

Correction of reqUeST.........ccveevieiiiiiiiie e 2231
COrreSPONAENCE.....ccoeuvviieeee et e e e 2224
Criteria for deciding request

Decision of Patent Trial and Appeal Board......... 2277
Decision on request.........cccceeeiiciiiiie e 2240
Decision ordering reexamination........................ 2246
Decision processing...........ceueeiieiieieeeiniiieeeeeanns 2245
Defective submission............ccccviiieeininens 2266.02
Denied.......cccceooviiiiieeieiieee, 2240, 2247, 2247.01
Dependent claim treatment..................c...ee. 2260.01
Director’s iNtiative..........cccveeeee i 2239
Domestic priority.......ccccceeveunneee.

Double correspondence 2224
Double patenting..........ccccoeveeeniieiniieeiineennn 804, 2258
Drawing COrrecCtion...........ccvuveeeeeeviveereessinnnnn 2250.01
Duty of disclosure.........ccccuveeeeennnnneen. 2003.01, 2280
Electronic COpY......ccceevvierineeiiiieeniieeee 2209, 2232
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Reexamination, Ex parte — Reexamination, Ex parte

Sec. No. Sec. No.

Entry of amendments..............cc.coooeeni. 2234, 2270 NOtiCE Of F@QUESL.........oeevvecerceereeeerereeeereeeaen 2229
Entry of court decisions in patent file................. 2207 “Old art” (i.e., previously considered/cited).....2242,
EXaminer.......ccccoeevvvieeeeiiiiiinee e 2236, 2248, 2255 2258.01

DepOSItioN......ccoiiieiiiieeciiee e Oral hearing........ccooceeeviiee e 2276
Examiner's amendment............ccccceeeviiiiineeninne 2287 Orders for copies Of.......ccooiiiiiiiiieeeee, 2232
EXamINer's anSWer..........occcveviiieeniiie e 2275 Patent copy in request.........cccccveeviiieiiiee e
Expiration of patent...........ccccovveeeeiirnnnnen. Double column format...........ccccceeeneee. 2214
Explanation of prior art..........coccocoeieiiiineenine 2217 Patent owner’s address.......ccccoocceiieiiiiiiineenee
Extension of time............cceeeeeieiiiiiiiiiiiieeee e 2265 Patent owner’s statement...........cccoeeeeiiiveeeeennnnn.
Failure to timely reply to Office action 2266 Patent owner’s statement of interview
FEES..uiiiiiiiee e 2215, 2233, 2283, 2285 Patentability review conference..2271, 2271.01, 2287
Final action.........cccccoeeeiinienns 706.07(a), 2265, 2271 Petition.......ccoiiiiieiiiiee e 1002.02(b)
FIOWChArt......cciiiiieii e 2201 Correct inventorship.........ccocceeevvieeiiieenns 2250.02
Following supplemental examination............. 2818.01 Denial of request............... 1002.02(c), 2248, 2265

Foreign priority

Grounds of rejection.........ccccceeeeeiviiieeeesiciieneeee 2217
Identity of requester..........ccccoveeeviii i 2212
Inappropriate papers
Return of papers......cccccvcvvvveeiiiiiiieee e 2267
Incomplete reqUES........covveeieriieeiiie e 2227
Informal submission................
Initial ProCesSING.....ccvevviiriiieeiiiiiieee e 2226
Inquiries from persons other than the Patent

Interference copending..........oocceeeeieiiiiieeeeninne 2284
Intervening rightS.........cccovieeiiiiie e 2293
INEEIVIEWS 1ML 2281
INtrodUCHiON........euiiiiiiiiiieeeeeeee e 2201
Listing of prior art..........ccccceveeiiiiene e 2257
Litigation copending..........ccceevvcuvrereeeiiiiieee e 2286
Litigation reVIEW...........occvveeeeiniiiieeeeeiins 2240, 2287
Mailing of Office actions...........cccoccvveiiieeiniiinenns 2264

Merger.....2236, 2237, 2241, 2250, 2283, 2285,
2686.01

Merger with reissue proceedings................... 1449.01

Multiple dependent claim handling, preparation for
PUBIISNING....cciiiiiie e 2287

New matter.........cocceiiiiiiiiii e 2270

NIRC (See also: Form letters and forms: Notice of
Intent to Issue Ex Parte Reexamination Certificate

(NIRC) PTOL-469)
Notification of Concurrent Proceedings.....2282,
2286.01
Of a reexamination...........cccceeeeeeiiveeeeesiiiieneeens 2295
Office action.........c.coe e 2260, 2262
Official Gazette
Notice of certificate..........ccocvveeiiiiiieeeeeiineen. 2291
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Unavoidable delay............ccoooeviiniiieiieniinne. 2268
Unintentional delay...........cccccveveeiiiiiereeeeiineen, 2268
Vacate order granting request............ccccecceu. 2246
Waive time provisSions............ccccceeeeecieeeeenanns 2265
Power of attorney, withdrawal ....2223
Preprocessing staff............... 2226, 2229, 2232, 2239
Printing of certificate...........cccco i 2288
g G (o] -V P 2218
Prior art considered...........ccccovoeeeniiiiennnne 2244, 2256
Prior art previously cited/considered....2242, 2258.01
Proceedings.......ccccoeeviiiiiiie e 2209
Processing in Central Reexamination Unit and
Technology Center.........ccceoovviveeeeeicnnnnn. 2233, 2245
Clerical handling............coooiiiiiiiiiiiieee 2270
Project code.......ooovvieiiiiiiiiie e 2238
Public aCCESS....cciiviiiiiiiiieee e 103, 2232

Quality Assurance Specialist (QAS)....2212.01, 2233,
2236, 2246, 2270, 2281, 2285, 2286, 2287, 2289,
2294, 2295

QuUAlILY TEVIEW. ...ceei i 2289

Reasons for patentability and/or confirmation....2262,
2287

Reconsideration of Office action

ReCOrd SYSteM........coeviviiiiiieeiiie e
Refund if request denied............cccceeeene 2247, 2248
Reissue copending...........ccceeeeeniinneen. 1449.01, 2285
Rejections......... 2242, 2258, 2259, 2260, 2262, 2271
Using “old art”........cccceeeeeiiiiieiee e 2258.01
ReMINAErS......coiiiiiiiiiee e 2287
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Representative of requester............ccccceeevveeennne 2213
REQUEST.....uiiiiiiiiieieee e 2210
After reissue patent issues......... 2240, 2258, 2285
After first reexamination certificate issues......2294

CONLENL. ...
Correction processing
DECISION......vveveiriiciieceies

Decision Criteria........ccccooecveeiieeiiiiieee e
Denied......cccccovvcviiiee e
After reissue patent iSSU€s..........ccccevuveee. 2240
During interference..........ccooceeeiiiiiieee e, 2284
Facsimile submission not permitted...502.01, 2224
Filing address.......c.coovveveiiieiiiiie e 2224
(€] £=10) (=10 I 2246, 2247.01
GUIAEIINES. ..o 2242
“Old art” (previously considered art)
iNVoIved........coooviviiiiiii e 2242, 2258.01
Response to Office action..........ccccoevviieeeeeninne 2266
Restriction improper.........ccccevevciveveeeiiiiiiee e 2258
REVIEW. ...ttt 2289
Sample letter requesting reexamination
SCOPE ..t
Search
Second or subsequent request................. 2240, 2283
Prior art considered..........ccccceeeeeeerneenn. 2240, 2242
Service by patent owner on requestor of patent owner
StALEMENE. ..o 2249
Service of papers........ 2220, 2266, 2266.02, 2266.03
Special status for action...........
Statement applying prior art
Statement by OWNEr........occuveeiiiiiiiiieee e 2249
Statement of Reasons for Patentability and/or
Confirmation............oevuviieieee e, 2287
Statutory basis.......cccccvveeiiciiieec 2201
SEAY et 2263, 2283, 2286
Submission defective or informal................... 2266.02
After final.......oocveviiiiii e 2272
Submission not fully responsive.................... 2266.01
After final........oooceieeii e 2272

Substantial new question of patentability..2201, 2214,
2216, 2240, 2242, 2244, 2246, 2247

Using “old art”..........ccccoviiieieeeininnn. 2242, 2258.01
“Sufficient cause” for extension of time............... 2265
SUSPENSION....eviieeiiiiiiiee et e e e eeireea e 2283, 2285
Terminated.........uvveeeeeieieiiieeeeeee s 2294

Sec. No.

Terminated fileS........ccccvviiiiiiiii 2294
Tickler reports ....2235
Time for request decision...........cccccecvvvveeeiiinnen. 2241
Time for reqUEeStINg.......ccccvveviieiiiee e
Time for response to actions............cccceveeevenenen.
TIiMe rePOItiNG.....vveiereeeiiii e
Title rePOrt.....ccevciiiiiee e 320, 2287
TraNSTEI...eiiieee e
Translation required...........cccccvvveeerinnnenn. 2214, 2218
Untimely filed paper prior to order
Untimely filed papers........cccccoiiiiiiiiiiiieeeeee
untimely replieS.......coovviiieiiiiiei e

Use of transmittal form (PTOL-465)
2262, 2264

Vacated.....2210, 2215, 2242, 2246, 2250.02, 2286,
2294

Vacated, claims invalid/unenforceable......2210, 2286
Who may file request for..........ccocceeviieeiiinennen 2212
Withdrawal of attorney during................ 402.06, 2223
Withdrawal of power of attorney................cc....... 2223

Reexamination, Inter partes (See also: Reexamination
EX PAItE ).oovveisiiereeeeieeeeeee sttt nessenas 2600

Access by public.............. 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP).....2660, 2666.05,

2666.10, 2667, 2660, 2666.05, 2671.03, 2673.02, 2682

CONEENT....oeiiieieiiiiiee e
Premature.........oooooiie e 2672
Response to 2672
AffidavitS.......ccccevvieeiiieeen, 2658, 2666, 2675, 2677
Amendment by patent owner
After a new ground of rejection is issued by the
BOArd......coeiiiiiiiiiee e 2682
After Action Closing Prosecution (ACP).....2671,
2672, 2673
After expiration of the patent..................... 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC)............. 2687.01
After Right of Appeal Notice (RAN).....2673,
2673.02, 2675
ClaimS.....eeiee e 2666.01
Defective 2666.50, 2666.60, 2667
Dependent claim...........cccccoevieiiiiinen e, 2660.03
Drawings......ccveeieeiiiiiieee e 2666.02
ENNY oo 2670
In a merged reexamination proceedings.....2670,
2686.01, 2686.03
Of a reissued patent...........cccceeeeeeviiineeenn. 2686.03
T 2660.02
To provoke an interference...............c........ 2686.02
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UNSIGNED.......ooieiiiiieeee e 2666.50
Appeal (i.e., Appellant) Brief.........cccccoeviniinnnnne 2675

DefecCtive. ... 2675, 2675.02
Appeal Conference..........cccccevviiiieneeennnne 2676, 2677
Appeal to the Patent Trial and Appeal Board.....2674
to 2680

Flowchart..........oooeviiiiiiiie e 2601.01
Appeal to the Court of Appeals for the Federal
(111U | ST 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available..............ccccoeviiiniiiinnnenn. 2683
Appellant defined..........ccccoeeiiiiiniiic e 2674
Assignment to examiner................. 2636, 2648, 2655

Certificate of inter partes reexamination..2688, 2690,
2694

Distribution...........cccciiiii i 2692

FOrmat......coooevieeecee e 2690

Reissue patent as..........coccvvveeeeeivenennn. 2688, 2694
Certificate of SEIviCe.........ccccvvveeeiiiiiiieeceiins 2666.06
Certificate of mailing or transmission.....2624, 2665,
2666, 2666.05

Certificate of prior reexamination in later
(=10 (01T SRR

Clerical handling..........cccoocvvieeieiiiiieee e
Collateral estoppel
Comments on Statement of Reasons for Patentability

and/or Confirmation............ccccceeveiiiieeneeninns 2687.01
Comments by third party (See also: Reexamination
Inter partes: Response by third party)
Concurrent proceedings........ccccoeevveeeeennne 2282, 2686
Consolidated proceedings.........cccevvvveeriineenn. 2686.05
Constructive notice Of.........ccccovveeeiiieennnns 2630, 2654
Copending proceedings.........cccceeeuvveeeeennne 2282, 2686
Copying of the file by the public.............cccccoeee. 2632
Correction of inventorship................... 2658, 2666.03
COorreSPONAENCE. ........uvveeeeiiiiieee e 2624
Court of Appeals for the Federal Circuit....2682, 2683
Court ordered........cccevvveeeiiiin i 2686.04
Cross appeal to the Patent Trial and Appeal
BOArd.....ccooiiiiiiiee e 2674
Cross appeal to the Federal Circuit.................... 2683

Decision by the Patent Trial and Appeal Board...2681,
2682

Decision on the request for inter partes

reexamination........ocoooevveeeieieeeieeeee e, 2640, 2641
After Court decision..........cccceeeeiuiieeeeeninne 2686.04
CONEENL....eiiiiiiiii e 2646
Criteria for deciding...........occoeveeeiiiiiiieneeniis 2642
Deadline for mailing...........ccccoevveiiieiininrcnen. 2641
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Drawings.....c.ueeeeeeiiiiiee e 2666.02
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EIECtroniC COPY.....ccceeviuvieiiiieeiieeeniice e 2609, 2632
Enlarging claim scope prohibited......... 2658, 2666.01
Estoppel, Collateral...........cccccceiviiiiieiiiiiiieee e 2659
Examination scope............... 2658, 2671.01, 2671.02

Examiner consultation with a Reexamination Legal

Advisor (RLA)
After response by parties........cccccevevvveernnenn. 2671
Before appeal........ccccooeeveviiiiiniiiiiiece 2676
In merged reexamination proceedings......2686.01
Regarding multiple reexamination
FEQUESTS.....ooiiiiiiiirtrrrrr e 2686.01
Review of Rebuttal Briefs..........cc.cccovverenennn. 2679

Examiner’s Amendment
Canceling rejected claims.................... 2671, 2687
Correcting formal matters 2687, 2687.01
In merged reissue/reexamination.............. 2686.03
Not permitted if approval required............. 2687.01
To the Title.....ocovvviieieene. 2660.02, 2686.03, 2687

EXaminer's ANSWET.........ccuueeveeiiiiieieeeeiiiieeaee e 2677

Expedited Right of Appeal Notice........ 2671, 2673.02

Extensions of time........ccccooviiiiiiicnicnicneee, 2665
After Action Closing Prosecution.................... 2672
To amend the claims after a Board decision
containing a new ground of rejection.............. 2682
To appeal to the Court of Appeals for the Federal
CIFCUIL. e 2682
To complete a reply held non-responsive...2660.30
To petition denial of the Request.......... 2648, 2665

Facsimile transmission, correspondence by....... 2624

FEES 2634
For a copy of the file on CD...........cceeeviernee 2632
Refund.......cccoovveviinic 2647, 2648

Final Board decision............cccoeevvvvnreeennnn. 2681, 2682

Filing date........coooviiiiiiiiiiie e 2627

FIOWCharts........coovviiiiiiii e 2601.01

Foreign Priority..........coeiiiiieieiiiiee e 2658
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Interference copending............cccuveeee.. 2686, 2686.02
Intervening rights........cccooveeeiiieeniie e 2693
Interviews in a merged
reexamination/reiSSue. .........cccooeeueeeeeeencuenennn. 2686.03
Interviews not permitted............ 2666.30, 2685, 2687
Litigation concurrent........ 2640, 2681, 2686, 2686.04
Litigation search.........ccocoocieiiiiienieeniee. 2686.04
Litigation stayed ...2686.04
Merger of multiple requests for
reexamination..........ccccevveeneeniee e 2686.01
Merger of reissue and inter partes
reexamination..........c..eeeeeriieeree s 2686.03

Multiple requests for reexamination filed..2640, 2686,
2686.01, 2695

New grounds for rejection..........cccocceeenveennnee 2671.01
By the Board of Appeals..........cccceeee... 2681, 2682
New matter......cccooevvieeiiviiiieeiineees 2671.01, 2671.02

NIRC (See also: Form letters and forms: Notice of
Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL 2068)
Non-final Board decision.........cccccceeeeeeeieiiiiinnnne, 2681
Non-responsive reply by patent owner/third
(o7 1 YRR 2666.30, 2666.50
Notice of appeal...........cccuvveeee. 2662, 2674, 2674.01
Premature........ccccooeeeiiiiieeccee e 2667
Notice of cross appeal............... 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in
the Official Gazette.........cccceevvviiviiiiiieciiieee 2627
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette............... 2688, 2691
Office action..........ooovvvvveeiieiiiieeeeeeeeean, 2660, 2671
Not closing prosecution............ccccceeeeeennes 2671.01

Reopening prosecution after ACP....2673, 2673.01
Reopening prosecution after Examiner’s

ANSWET ...ttt 2679
Reopening prosecution after RAN........ 2676, 2677
Oral hearing..........ccooeveeennne 2662, 2675, 2677, 2680
Open to PUDIC......ccvviiiiii e 2680

Order granting inter partes reexamination.....2646,
2660

Returned as undelivered
Oversight..........
Panel Review
Petition.........cooo i

Sec. No.
Board deciSion..........coocveeeriiieniiie e 2681
Consideration of submissions after NIRC..2687.01
Correct inventorship..........cccveeeenn. 2658, 2666.03
Denial of request for inter partes
reexamination.................... 1002.02(c), 2647, 2648
Entry of late papers for revival of reexamination
o] oTed=T=To 1o Lo TR 2668

Enter an amendment after RAN..... 2672, 2673.02,
2675

For an interview in a merged

reexamination/reiSSue..........cccoecveeeeenenne 2686.03
Merge inter partes reexamination and

FEISSUE...cceeviiiiieeeiiins 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution........... 2672

Reopen prosecution after Board decision......2682
Suspend second or subsequent requests......2640

Stay reexamination........... 2667, 2686.02, 2686.03
Unavoidable delay............cccoeiienieiieninne. 2668
Unintentional delay...........cccccveveeiiiiieieeeeiineen, 2668
Vacate order granting inter partes
reexamination..........cc.cecvivvereeeiiiiieeee e 2646
Waive time provisions................. 2648, 2668, 2672
Premature response/comments............... 2625, 2667
Prior art citation.......... 2602, 2646, 2654, 2656, 2657
After the order to reexamine................. 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues.............. 2687.01
Before the first Office action..................c....... 2625
Before the order to reexamine.............. 2602, 2654
By another requestor..........ccccceeviciieree e, 2656
By the patent OWner.........ccccceeeeiiciieeee e, 2656
StOrage ar€a.......ccevevieeeeeeeeeiiiieeeeeeeeiiees 2667
With the Request.........ccccveeiiiiiiiiiiiiiiieeeee 2656
With third party’s comments............ 2666.05, 2667

Priority Express Mail procedure.....2624, 2665, 2666,
2666.05

ProCeSSING......vveiiiiiiisiiee et 2670
After a decision by the Board......................... 2682
Amendment...........coocvieeeenne 2666.01, 2670, 2687

Clerical.....ccvvieee e 2670
Examiner's ANSWET..........cccocvveveeriienecninnennn. 2677
Inappropriate PaPers.........ccovvveeieerveenieenineens 2667
Merger of multiple reexamination

FEQUESTS.....ooiiiiiirr e 2686.01
Merger of reissue and inter partes
reexamination..........cccoceeeiieeenieee s 2686.03
Terminated inter partes reexamination.......... 2694
Proof of service (See also: Reexamination, Inter
partes: Service of papers)
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Public access........ceevvvvvvviviiiiieeeeenan, 103, 2609, 2632
Publication
Publication of Board decision.............ccceeeeereeenns 2681

RAN (See also: Reexamination, Inter partes: Right

Sec. No.
TOO lONG. it 2667
unsigned.......ccccevvvivieee e 2666.50, 2667
Response by third party
After Action Closing Prosecution.......... 2671, 2672
After patent owner corrects defect............. 2666.40
Comments regarding response by patent
OWNET ..eeeeiieeeiee e 2666.05, 2666.20, 2666.30
DefeCtive......covveeeeiieieeeeeee e 2666.50, 2667
Improper comments.............. 2666.05, 2667, 2671

Late (See also: Reexamination, Inter partes: Time
periods for response) 2667, 2668

NoO proof of service........c.occoeiiiiiiiieii, 2667
No response filed............cccveveeennnns 2666.20, 2671
Other than third party requester..................... 2667
Period for response.................... 2666.05, 2666.20
Person not of record..........cccccccevviiveeennnnns 2666.50
Premature comments...........ccocceeernnenn. 2625, 2667
Premature appeal........cccoooieiiiniiie, 2667
Prior art submission with................. 2666.05, 2667
TOO lONG..tiiiiiiieiiee e 2667
unsigned........cccoviiieieeriieeeeee 2666.50, 2667
REVIBW...ueiiiiei e 2689
Right of Appeal Notice (RAN).....2666.05, 2666.10,
2667, 2671 to 2674, 2677
CONLENL......uuiiiiiiiiiiiee e 2673.02
SYox= 1a] 11 o TR TSR OURSRT 2632
Scope of examination........... 2658, 2671.01, 2671.02
Service Of Papers.......cccveeveiiiieee e 2666.06
Certificate Of......cccccoeviiiieiiii e, 2666.06
Proof of service................ 2666.06, 2666.50, 2667
To patent OWNEer.........ceeeeveeeeieeeeeeennn. 2654, 2666.05
To third party requestor......... 2654, 2666, 2666.05
Special Status........ccccvvveeeiiiiiieree e 2661
Stayed pending litigation outcome................. 2686.04
Stayed pending reissue outcome.................. 2686.03
Submissions prior to the first Office action......... 2625

Substantial new question of patentability..2640, 2246,
2642 to 2647, 2648, 2658, 2686.01, 2686.04

of Appeal Notice (RAN))
Real party in interest identification..................... 2677
Reasons for Patentability and/or Confirmation....2687
Rebuttal Brief........cccoevviiieiieeecce, 2678, 2679
Refused entry........ccoceeiiiiiiiie e 2679
RECOIAS......cciieeeeee e 2635
Reissue copending.....1449.01, 2643, 2686, 2686.03
Reissue previously issued............c..cooeeee 2640, 2686
Remand by the Board of Appeals............. 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP)......c.ccoevvveviieeennenn. 2673, 2673.01
Reopening prosecution after a Board decision....2682
Representative of requestor.........c.ccccccvvvveerinne 2613
Request for extension of time..........c.ccccceevieeene 2665
Request for reconsideration by patent owner.....2666
Request  for inter partes reexamination
Claims considered..........cccooveeviieniieeeniienenns 2643
Deni€d.......cuoviiiieieeie e, 2640, 2647
Facsimile transmission not permitted.....502.01,
2624
Filed after reissue issued.............ccceevverennnen. 2658
Filed while interference pending................ 2686.02
Filing address........ccccceevviiiiieiiiiieee e 2624
Granted.......ccceeevieeeiiiie e 2640
Incomplete........oooiiiie 2627
Second or subsequent filed............. 2640, 2686.01
Request for Rehearing by the Board........ 2682, 2683
Res judicata.........cccoeiuiieieiiiiiiee e 2659
Respondent Brief.........ccccooviiiiiiiiiecies 2675.01
Defective.......ccoceevieeeiiieennne ....2675.01, 2675.02
Respondent defined...........cccooovieiiiiiiiiinnne 2674
Response by patent owner...........ccceovveeenieeennns 2666
After Action Closing Prosecution.......... 2671, 2672
Defective........cccevveeeennnenn. 2666.30, 2666.40, 2667
Improper COMMENtS..........uuvviereiiiieieirieneeeeenn. 2667
Late (See also: Reexamination, Inter partes:Time
periods for response)......cccccceeerueennne 2667, 2668
NoO proof of Service..........ccoveeiiiiiieniieiiieen. 2667
No response filed.....2666.10, 2671, 2671.01,
2671.02
Not fully responsive...........cccccceuueee. 2666.30, 2671
Person not of record...........cccoovviieeiennnins 2666.50
Premature.......cccooeeveeiiiiiiiiiieieieeeeeenn, 2625, 2667
To Notice of Defective Paper......2666.40, 2666.60
To Office action...........ccccceeevviiineen. 2666, 2666.30
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Terminated.........c.eeeeiiiiiiie e 2694
Third party requestor (See also: Reexamination, Inter
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Amendment after Board decision containing a new
ground for rejection..........cccoocuveeeeiiniiiiieeeeneis 2682
Notice of Appeal in the Federal Circuit........... 2682
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Corrected/Supplemental Appellant Brief.....2675,
2675.02
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Brief ..o 2675.01, 2675.02
Corrected/Supplemental Rebuttal Brief.......... 2679
Notice of Appeal.......cccccovcvviiiiiiiiiiieee e, 2674
Notice of Cross Appeal........c...c....... 2674, 2674.01
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After Office action..........ccccccee..... 2662, 2665, 2667
To make claims the same in each concurrent
reexamination.........cccvveeeevevieieeeesiiiieneeens 2686.01
Time reporting by Office personnel.................... 2638
For a Panel RevView........ccccvveveeveveeeeeeeeennn. 2671.03
T 2660.02
Unpublished legal opinions.............ccccccveeeeiinne 2677

Reexamination Legal Advisor (RLA).2641, 2667, 2671,
2676, 2677, 2686.03, 2686.04

Reexamination Processing System (REPS)...103, 2632

Reference (See also: Prior art)
A.l. Series patent...........ccccceiiiiiiiiie e 901.04
A.P.C. publication...........cccocoeeiiiiiiniicinnnennn 901.06(c)
Abandoned application................ 901.02, 2127, 2134
Abbreviatures...........occeeieeiiiiiieeee e 901.06(d)
ADSIractS.....cooeeeeeiiiiiiieee e 706.02, 901.06(d)
Additional.........oooceeiiiiie e 707.05(d)
AdMISSIONS......eiiiiiiiiiieiee e 2129

Analogousart...904.01(c), 2141.01(a), 2143.01, 2145

Antedating (See also: Affidavit of prior invention to
overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CER 1.131))
Applications, domestic and foreign..................... 2127
Applying reference under AIA 35 U.S.C. 102(a) and
(D)t 2152
Applying reference under pre-AlA 35 U.S.C.
L02(E).eeurierieeerierire et 706.02(f)(1)
Arrangement in Examiner’s Search files.......... 901.07
As evidence of inherency...........ccoeeevvveennnen. 2131.01

1-85

Date, exception to the rule..........cccccceovvcvieeeennns 2124
Defensive publications............c.ccccceeeriinneen. 901.06(d)
Design application............ccccevevveniieeinieenns 707.05(a)
Disclosure, broad...........cccoeeviiiiiiiiiiiiiiieeeeeeeeeees 2123
Disqualification under pre-AlA 35 U.S.C.

103(C) e 706.02(1)(1), 706.02(1)(3)
Drawings as prior art........ccccccevvevveieeeinciieeeeeenns 2125

Effects of international application publication....1857,
1857.01

Effective date
Patent.....706.02, 706.02(a), 707.05(e), 715, 2152,
2154.01(b)

Publication.....706.02(a), 715.01(c), 1857.01,
2128.02, 2152

Electronic publications.....707.05(e), 904.02(c), 2128

Enabled disclosure..........ccccovviiiniiieiiinens 2131.01

Enabling, plant genetics............cccccvveveeiinnnen. 2121.03

Enabling, compounds and compositions....... 2121.02

Enabling, apparatus and articles................... 2121.04

Equivalents..........cccoeveeiiiiiieec e, 904.01(b)

Every element rule for anticipation........... 2131, 2150

Evidencing the meaning of a term used in the primary

FEfEreNCe.....cvvi it 2131.01

Foreign patent.....706.02, 707.05(e), 901.05(a),

901.05(b)

Forfeited application............ccccoovieiieiiiiiinneenn. 901.02

From interference..........ccccoeeiiiiienee e, 1302.12
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Incorrect citation.............. 707.05(g), 710.06, 1302.12
Inoperability........c.ccovcveeiieeeiiieeee e, 716, 716.07
Internal documents, confidential.................... 2128.01
INtervening.......cccocoeeevvveevieee e 216, 706.02(b)(2)

Joint patent to applicant and another.....715.01(a)
715.01(c)

Listing at allowance............cccccoecvveenn. 1302.12, 1455
Lost counts in interference...........ccccceeevveeenee 2138.01
Multiple reference rejections under 35 USC

0 S 2131.01
Newly discovered after allowance.................. 1308.01

Nonanalogous art (See also: Reference: Analogous

A 2131.05, 2141.01(a)
None cited by examiner.................. 707.05, 707.05(a)
Operability.......cccoeoiciiiie e 2121
Ordering official Cross.........ccccvvveviieeiiienens 903.06
Overcome

Under Rule 1.130........... 717.01 to 717.01(f), 2155

Under Rule 1.131 (See also: Affidavit, swearing
back of reference (37 CFR 1.131))...706.02(b)(2),
706.02(f)(2), 706.02(k), 715, 1302.14, 2132.01,
2136.05

under Rule 1.131(C).cccvvvverreeeiireeenneee e 718

Under Rule 1.132.....706.02(b)(2). 706.02(f)(2),
706.02(i), 706.02(k), 706.02(m), 716, 2132.01,
2136.05

~
=
[e¢]

Overcoming under 35 U.S.C. 119........cccceevvvernnne 216
Paper, orally presented.............. 2128.01, 2152.02(e)
Patent.........ccooeveiiii 901.04, 2126
Patent, date available..................cccoovvvvvnnnnnnn. 2126.01
Patent, Foreign (See also: Foreign patent)
Patent, official number lacking.............ccccc....... 901.04

Patent claiming same invention........ 715.05, 2301.03
Pending application (See also: Application)....901.03

Publication of applicant’s invention.....715.01(a)
715.01(c), 2132.01, 2133.01, 2153, 2154.02

Publication, date available
Publication, printed..................
Publications.....706.02, 707.05(e), 901.06, 2131.01,
2132.01, 2133.01, 2152.02(b)

Published abstracts of application..706.02, 711.06(a),
2131.01, 2133.01

Rejection over broad disclosure instead of preferred
embodiments.........cccoiiiiiiiiiie e 2123
Replacement of misSSing..........ccccovvveerineennnnen. 901.09
Same assignee.....706.02(f)(2), 706.02(k), 706.02(1)
to 706.02(1)(3). 709.01, 715.01(b)

Selection of pertinent...........cccccoeviiieneinniienen. 904.02
Statutory bar................. 706.02(a)(2), 2133.02, 2152
Statutory section t0 US€..........ccccvvveeeennns 706.02(a)(2)
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Sec. No.

Supply procedure.......... 707.05(a), 707.05(g), 710.06

Swearing back (See also: Affidavit of prior invention
to overcome a pre-AlA 35 U.S.C. 102 or 103
rejection (37 CFR 1.131))....706.02(k), 715, 2132.01,
2133.02

ThESIS....ccvvevieciecieeeeeee e 2128.01, 2152.02(e)
UBITIEY e e 2122
“Well known in the art,” supported by............. 2144.03
Reference characters.........coccvveveeiiiciviieeeenns 608.01(q)

Reference to foreign application.....202, 202.04, 901.03

Reference to prior patent...608.01(p). 608.01(r), 901.03

Reference to related application (See also:

Cross-noting)

Reference to related application for

ISCIOSUIE.....oeiiiiiieiiic e 608.01(p)

Refile application (See also: ApplicationSubstitute

application)

Refunds (See also: FeeDeposit account)..509, 607.02
Additional invention or species...803.03(a), 803.03(b)

Canceled claims..........cccoiiiiiiiii i 506
Correspondence address............ 509.03, 2540, 2542
Filing fee.......ccccevvinennnen. 201.04, 503, 506, 601.01(a)

International applications.1002.02(p), 1827.01, 1850,
1864

International search fee.....707, 1827.01, 1852, 1859

ISSUE fee...ccciiriiiiiiiiece 1308.01, 1308.03
Maintenance fee 2520, 2540, 2542, 2550, 2590
Oral hearing.......ccoooevvieieeiiece e 1209
Publication fee.........ccoevviriiiiiiiic, 1126
Reexamination
EX parte......cccccoveeeiiiiiieeeenns 2215, 2247, 2248
INter PartesS........ccevvvviieieeericsreeee e 2647, 2648
Refund Section, Office of Finance...... 509.03, 607.02
Petition fee......ccoviiiiiiiiie 506.02
Small entity fee 509.03, 2550
Registration, Attorney or agent...................... 402, 1702
Regulations, Technology Center (TC) facilities........ 510
Regulations, office premises..........cccocevvviieeiiiennnns 510
Rehearing by Patent Trial and Appeal
Board................ 1002.02(j), 1214.01, 1214.03, 1214.04
Reissue application..................... 1401 to 1470

Absolute intervening rights..........cccccoeeeiiieennee. 1460
ACCESS 10...vvveiiiieeiiieene 103, 724.04(b), 1430, 1470
Acknowledgment of protest............cccceernnen. 1901.05
Additional information required....... 1442.01, 1442.04
Adjudication of original patent....................... 1442.01
AlIOWANCE......coiieiiiiiiiie et 1455
Amendment.......cccveriieeniiniieneenne. 714, 1411, 1453

EXamiNer’s.........coooiiiiiiiiieiiiiiiee e 1455



INDEX

Reissue application — Reissue application

Sec. No.
Of drawings.......cceeeiieiiereeeiiiiiieee e 1413, 1453
So that reissue can be merged with ex parte
reexamination.............ccceeeeeeeeeeeeeieiiiieee e 2285
So that reissue can be merged with inter partes
reexamination..........ccoocveeveeeeinieeesiee e 2686.03
Amends or corrects original patent......1400.01, 1402
Appeal brief.......ccoovii 1454
Assignee consent............cc........ 1410.01, 1443, 1451
Broadened.........c..ccccevvveiinineennn. 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer...1490
Certificate of correction.....1411.01, 1412.04, 1443,
1480 to 1485
Claim
Broadening 1412.02, 1412.03
Dependent.........cccovueeeiiiieeiniie e 1412.03
Format......coooeeieiiiie e 1411, 1453
Numbering.......cccccceeeueeee ....1451, 1455
Oath requIremMeNt.........cccoevvieeiiiieniee e 1414
Printed in Official Gazette............ccccceeevunneen. 1455
Same invention as original patent.............1412.01
TOO NAITOW.....eiiiiiieiiiee et 1402
Collateral estoppel........... 2012.01, 2138.01, 2138.02
Consent by assignee................. 1410.01, 1443, 1451
CONENL....eiiiiiiiiie e 1410
Continuation...........cccceeeeeriennenn. 1410.01, 1414, 1451
Copending application reference............cccc....... 1402
Copending ex parte reexamination
ProCeedingsS......cvvveeiiiiiiiee e 2285
Copending inter partes reexamination
ProCeedingS. ... ..ueeeeeeiiiiiee e 2686.03
Correct inadequacies.........cccceeeeeriiiieeeesiciieneeenne 1402
Court decision involving original patent......... 1442.01
Court ordered.........cueeeieeiiiiiiiiee e 1442.05
Cross NOLING.......ccovvveieeeiiiiiee e 1451, 1455
Deceptive intention.....1401, 1412.02, 1412.03,

1412.04, 1414, 1414.02, 1414.03, 1444, 1448, 1451,
1457, 1481.02, 1490

Declaration.................. 1410.01, 1414, 1414.01, 1444
Supplemental............cccccoeeee. 1414.01, 1444, 1455
Defective oath, ground for rejection....706.03(x), 1414
Dependent claim...........ccouveiiiiiiieiiiiiiieee e 1455
DESION. .ee ittt 1457
(D)1 o =] g ot PRSPt 1403
Disclaimer........cocoveeeiiiiiiinneenn. 1411.01, 1450, 1490
Divisional.....1002.02(b), 1410.01, 1412.01, 1414,
1450, 1451, 1457
Domestic priority, delayed claim...................... 211.04
Double patenting

Drawings.......cocoeveiiieeeniiiieniee e

Sec. No.

Duty of disclosure.....1406, 1418, 1448, 2001.06(c),
2003
EFS-Web filing of........coooiiiiiiiie 502.05, 1410
Election of SPeCIies.........cccvvviieiiiiiiiie e 1450
Equitable intervening rights.........c.ccccoveiiinns 1460
Error correction after allowance........... 1414.01, 1444
Error in original patent.....1401, 1402, 1414, 1414.01
Examination..........ccccoeeevevnieenneenn. 1440, 1443, 1445

Review of Oath/Declaration............cccccceeveeen... 1444
Examiner Reissue Guide and Checklist............. 1443
Expedited examination..708.01, 1441, 1442, 1442.03

DESIGN. .t 1457
Expired patent.........cccocoeeviiiiiniiiiiiiee s 1415.01
Filing fEe....eiiiiiiiiee e 1415
Final Office action...........cccccvvvveveeeiiiiiiieeeeee, 1444
Foreign priority claim....214, 215, 216.01, 1402, 1417
Format.........ccovviviiiiiiceii, 1410, 1411, 1411.01
| = 10 [0 I 1448, 2012
Grounds for filing.......cccceviviieiieee e, 1402
Inequitable conduct...........cccoocveiiiiiinnnnenn. 1448, 2010
Information disclosure statement........................ 2003
Initial examiner revieW.........ccoeeeeeeeeereeeivvvvnnieennnn. 1443
Inoperative or invalid, Oath requirement............. 1414
INSPECHION. ... 103
INterference.......cccceeeeeiiieie e 1449.02
Interference on original patent concurrent
WIEHL e 1449.01
Intervening rightS..........ccoooeiiii e 1460
Inventorship error...................... 1402, 1412.04
List of references.........ccccovveeiviiiiniiiiieeiees 1455
Litigation involved.....1404, 1442.01 to 1442.05, 1443

Marking envelope........ccccoccvvieeieiiiiieiee e, 1404
Litigation protest.........c.cccecvveeeeiiiiiiereeeieinnen, 1901.03
Maintenance fees on original patent.............. 1415.01

Merger of reissue applications after restriction....1450
Merger of reissue application with ex parte

reeXamination..........c.ccvevvereeeneeiieenee e 2285
Merger of reissue application with inter partes
reexamination............coeovrueieee e e 2686.03
Multiple filiNgS.......cvviiiiiie e 1451
NEW MALter.....ccceviriiriiiiierie e 1411.02
Numbering of claims............ccccoiiiis 1451, 1453
Notice in original file.........ccccviiiiniiiiie 202.05
Oath.....ccooviiiii 1414, 1414.01, 1444
Primary examiner’s decision.............cccccoeuveee. 1004
Supplemental.........ccccveeenee. 1414.01, 1444, 1455
Offer to surrender patent (not required).............. 1416
Official Gazette
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Sec. No.

Claim to be printed in.........coceviiiiiieeiiiees 1455

Filing notice in...1430, 1441, 1441.01, 1443, 1452,
1457, 1470

Omission of feature..........ccccoceevvcveerieeniieenn. 1411.02
Open to publiC.......cccveveeiiiiiiiiees 103, 1430, 1470
Ordering copies of papers infile............ccccovneeen. 1430
OWNETSNIP...cei e 1410.01, 1443
Patent Series........ceevee i 901.04
Patent term, affect on.......cccooeeeeiiiiiiiiiiiiiiieeeeees 1405
Petition to merge reissue and ex parte
reexamination..........cccoccceeveeeenineenns 1002.02(b), 2285
Petition to merge reissue and inter partes
reexamination.............ccoceeerunenne. 1002.02(b), 2686.03
Petition to stay reissue pending ex parte
reexamination.............ccceeeeeeeeeeeieieiiee e ee e 2285
Petition to stay reissue pending inter partes
reeXamination.........cccoovveeerieee e 2686.03
Print of drawing.........ccooooiiiiiii e 608.02
Prior art consideration..............coovvvvvvviiiiieeeeeenns 1402
Prior art statement..........occceeviieeniie e 1418
Priority correction....... 214, 216.01, 1402, 1405, 1417
Protest.......cccovvvvvivmiiiiiiiiiiiineeeenn, 1441.01, 1443, 1901
Protest filed in reissue where patent is in
INTErfErenCe.......cvveviieieiec e 1443, 1449
Public access.......ccooevveiivieiiiiiieeeee, 103, 1430, 1470
Recapture of matter.................. 706.02(1)(1), 1412.02
Reexamination proceedings copending......... 1449.01
EX PArte.....uueeeiieieieiiiieeieeee e 2285

Inter partes 2643, 2686, 2686.03, 2695

REJECtiON.....cciiiiiee e 706.03(x)
Request for Continued Examination (RCE)........ 1451
Requirement for information.............cccceeenee 1442.04
RESHCHON. ..ot 1450, 1451

DESIGN..ci it 1457
Return of original patent............cccccoveiiieeeniinens 1416
REVIEW. ...ttt 1456
Same invention as original patent.................. 1412.01
Special for examination.....708.01, 1441, 1442,
1442.03

DESIGN...cciiiieee e 1557
Specification.......... 1410, 1411, 1411.01, 1453, 1455
StALUS...vve e 1430, 1470
Statutory basis.......cccccveeiiiiiiee e 1401
Statutory disclaimer..........ccoceiiiiiiieiieniieeeee 1490
Stayed pending ex parte reexamination....... 2686.03
Stayed pending inter partes reexamination...2686.03
Submission of papers in........ccccoovieiiiiineenn. 1404
Suit on original patent............ccecveeriieeniieenn. 1442.01
Surrendered patent returned to applicant........... 1416
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Sec. No.
SUSPENSION. ...eiiiieiiiiiiiie e 1450
Terminal disclaimer.......... 1410.01, 1411, 1451, 1490

Transfer of original drawing (prior practice)..608.02(i),
1413

Treatment of Protest.........cccccvvvieeeiiiiiiieneenn, 1901.06
TWICE reISSUED.....ceivi i 1411
Two month delay period....................... 1441, 1441.01
Rejected application..........ccccccevviieeeiiieeniiee e, 203.02
Rejection (See also: Anticipation rejectionIndefinite
ClaimODbVIOUSNESS)...cccuveeiierieeriee e e 706
Abandonment of invention......... 706.02(d), 706.03(s)
Admission by applicant.....706.02(c), 2133.03(c),
2152.03
After allowance of application.....706.04, 706.05,
1308.01
After allowance of claim..........ccccoccviiiiieiinnenn, 706.04
After allowance, primary examiner review of......1004
After appeal, new rejection............. 1207.03, 1207.04
After termination of interference..........c.cccceen..... 2308
Against public poliCy.......c.ccooveveriiieeiiiienn 706.03(a)
AQOregation.......ccooiueeeeeeeiiiiee e 2173.05(k)
All valid grounds..........cccccvevnieeeniineniiieee 707.07(q)
Allowed claim by Patent Trial and Appeal
BOArd......cccoeiiiiiiiiic 1213.02

Alternative phrases
Anticipation (See also: Anticipation
rejection)..706.02(a), 2131, 2132, 2133, 2136, 2152,
2154

2173.05(h)

Art (See also: Prior art)......ccceeeeeevciieneeeiinns 706.02
Assigned applications, Same applicant........... 804.03
Atomic Energy ACt.........cocevvieeeiiineininene 706.03(b)
AUthOrShip.....cvvvieeii e, 2137
Backup rejections.........occcveeeieiiiiinieniniieeeeenn 706.02
Bar, Statutory.....706.02(a), 2133 to 2133.03(e)(7),
2152

OVEICOMING.....ccvvieieeiiiiiie e e e 706.02(b)
Board introduces...........oocouveeeeiiiiiiieieeniiee, 1214.01
Board statement on allowed claim................. 1213.02
Breadth.........ccooveeiiiiii 2173.04
Broadening in reissue application.................. 1412.03
Broader than the disclosure............cccccocveene 2173.03
Chemical practice

Markush..........cccoeveieieennnn, 2173.05(h), 2173.05(0)

Undue breadth........ 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to claim of
PAIENE.....tiieeiie e 706.06
Claim presented corresponding to claim of patent,
failure to reply......ccco i 706.03(u)
ClaMS. . 706
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Rejection — Rejection

Sec. No. Sec. No.
Combination of references............ 706.02(j), 2131.01 Negative limitation............cccecveervieneenineenn. 2173.05(i)
Common knowledge..........cccvevvvvrerineenineenne 2144.03 New, after appeal.........ccccvevviiiieiiiieeiiees 1207.03
Commonly assigned....... 706.02(k), 2146, 2154.02(c) New, after final rejection...........ccccccveeeennneen. 706.07(e)
Computer programming cases............ 2106, 2161.01 New matter.........ccoeeeeeiiiiieneenins 706.03(0). 2163.06
Conflicting applications.....706.02(f)(2), 706.02(k), Nonelected invention............ccccceoieiieenenne 706.03(m)
706.02(1) to 706.02(1)(3). 709.01. 715.01(b). 804, Nonstatutory Claim............c.coevrvee.... 706.03(a), 2107
804.01. 804.02, 822, 822.01 Nonstatutory subject matter........................ 706.03(a)
Contrasted to objection...........cccccevvvieeiiieenns 706.01 Not based 0N PHOT @Tt............orrvveveerresrreeeeenen,
Copt_ending applications, different inventive NOt INVENTOT......cviiieiiiieieee e
entities................. 706.02(k), 706.02(1) to 706.02(1)(3) .

. Not readable on disclosure
Cumulative.........cooeeeveiieeennnieee, 706.02, 706.07(e) . .
C Oath, defective reissue......................
DediCation...........covveeieiiie e 715, 1490 — e
Defective reissue oath........ 206.03(x). 1444 Objgctlon distinguished........ e 706.01
Dependent Claim.........ccccovevveerieerieesieenes 608.01(n) Obviousness (See also: Obviousness)..... 706.02,
706.02(j)
Derivation of IMVENTON.........cccuvusssssssssmsmmessseee 2137 OFfiCial NOUCE..........oeeeeereeeeeeeeeeoeseeeeeeeeee 2144.03
DISCIAIMET.....ooovvvvvvvverririinisnnnnnne 706.02(u). 710.02(d) Old combinAtion. ...........c.cccvveveevereererrann 2173.05(j)
Double patenting (See also: Double patenting) Omnibus claim 706.03(d). 2173.05(r)
Duplicate claims........ccoccvveviieeeiiieeiniieene, 706.03(K) Overcoming pre-AlA 35 U.S.C. 102
Estoppel, defensive publication..................... 711.06 F@JECHION. ....evoeeceeceeeceeeeceee e 706.02(b)
Estoppel, interference.............cccocoeviiinnnn. 2308.03 Overlapping applications.....706.02(f)(2). 706.02(k).
Final (See also: Final rejection)..706.07 to 706.07(h) 709.01, 715.01(b), 804, 804.01, 804.02, 822, 822.01
Foreign application, statutory bar................ 706.02(e) Perpetual motion..........ccoocevveiiiiieeinieeene 706.03(a)
Form paragraphs used............... 706.02(i), 706.02(m) Personal remarks avoided...............ccceeueenee. 707.07(d)
FOrmM USEd.......ovviiiiieiiic e 707 Previously allowed claim..............c......... 706.04, 1004
Fraud upon publiC..........cccoeeviiiniiininiieee 706.03(a) Prima facie case of obviousness................. 706.02(j)
Frivolous invention............ccccoveiieeeeiniieenn. 706.03(a) Printed matter..........ccccooiieii i 706.03(a)
Full anticipation, expression recommended..706.02(i) PriOr art.......ooovieiee e 706.02
Function of maching..........c.ccccovveviiiieenns 2173.05(v) Prior art between applicant’s foreign priority date and
Functional claim......oooeeeool 2114, 2173.05(g) U.S. filing date........ccooeveiniiiiniieiiiene 216, 706.02(b)
Functional equivalents............ccccceevecevevennnens 2144.06 Product by process............c.c.coc..... 2113, 2173.05(p)
Generic claiM.....oovviiiin 715.02, 806.04, 809.02(a) Product of nature...........ccocoeeviiiiiiieciee 706.03(a)
Genus and species.....806.04(h), 806.04(i). 2131.02, ProfiX....ovveeiiie e 2173.05(m)
2144.08 Provisional rejection.....706.02(f)(2), 706.02(k).
Ground clearly stated.................. 706.02(j), 707.07(d) 706.02(1)(3)
INACCUIALE. ........ceeveveeeeeeeeeseeeeeee e 2173.03 Public sale (See also: On sale).................. 706.02(c)
Incomplete 706.03(d), 707.07()) Public use (See also: Public use)............... 706.02(c)
INAEFINILE. ..o 706.03(d) Public use proceeding..........cccooooveinnnn. 706.03(v)
INOPEIAtVENESS. .........veeeeeeeeeeereerrsreeean 2164.08(b) Ranges..........ccccooennn 706.02(m), 2131.03, 2144.05
Insufficient diSCIOSUTe...........c.ovvevveeeeenan. 706.03(c) Recapture in reissue application................... 1412.02
Insufficient disclosure, trademark................ 608.01(v) Reissue application
Interference, eStOPPel.........cccoovvveveveerrrennn. 2308.03 Broadened claims.....706.03(x). 1412.03. 2163.05
Interference terminated.................... 710.02(b). 2308 Defective oath 706.03(x), 1444
International publication as prior art.....706.02(a) Recapture.......ccocoveeeii s 1412.02
1857.01, 2136.03, 2154.01(a) Res judicata..........ccocvveieeeiiiiiieeee e 706.03(w)
Judicial NotiCe........ccvvviiiiiiiiieeee e 2144.03 Scientific prinCiple........ccccoovviiiiiiiiee, 706.03(a)
Language USEd.........ccevvervenne. 706.02(j), 707.07(d) Secondary considerations................... 2131.04, 2145
Linking claim.............. 806.04, 806.05(c), 809, 809.03 Single means claim............cccceviieiiiiieenee 2164.08(a)
Markush, improper................. 2173.05(h), 2173.05(0) Species and genus.....806.04(h), 806.04(i), 2131.02,
MUIPICIEY ...vvcveececececeeeceeeee e 2173.05(n) 2144.08
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Rejection — Request for ex parte reexamination

Sec. No.
Statement of.........ccccocciiiii e, 707.07(d)
Statutory bar........... 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made....................... 706.03(u)
Technical.......ccccooiiiieiiiiiee e, 706.03
Trademark or trade name........ccccceveveeeeeennnn. 608.01(v)
Undue breadth............cccvvvvveveeenn.n. 2163.05, 2173.04
ULIIEY e 706.03(a), 2107
VaAGUE.... et 706.03(d)
Well known inthe art......cccccccoeeeeeieiiiiiiiiiinnn, 2144.03

Rejoinder.....806.05(c), 806.05(f), 806.05(h), 806.05(i),
809, 812.01, 821, 821.01, 821.02, 821.04, 821.04(a),
821.04(b), 1302.04(h)

Related inventions.....802.01, 806.04(b), 806.05,
806.05(j), 808.02, 809.03

Rejoinder of, generic or linking claim

allowable...........ccccooeiiiiiiiicccs 821.04(a)
Rejoinder of, product claim allowable.......... 821.04(b)
Related inventions, Species..........ccceeeeeninnes 806.04(b)
Remailing Office action.............c.ccccoue. 707.13, 710.06
Remand by Board
AffidaVit......oeeeeeeieiee s 1211.03
AMENAdMENt......ccvviieiieeee s 1211.01

Further search 1211.04
IN general.......coooiuiiiiiiie e 1211
EX parte reexamination............ccccceeeeenenee 2274, 2275

Inter partes reexamination.....2675, 2675.01, 2677,
2681, 2682

SPECIAL..ce e 708.01
Removal of application from Office...........cccccevvrnnne 101
Renumbering claims..................

Reopening after allowance

Reopening after court decision.............ccccceueee 1216.01
Reopening prosecution after Action Closing Prosecution
in inter partes reexamination................. 2673, 2673.01
Reopening prosecution after Board decision in inter
partes reexamination...........ccocccveeeeenniiieeeennniieenn. 2682
Replenishment of deposit accounts (See also: Deposit
account: Replenishment)
Reply (See also: AmendmentPeriod for reply)
After abandonment...........ccccoiiiiiiiiniiieeneee 714.17
After Board decision ....1214.01, 1214.06
After final rejection.........ccccccooviiieeen. 714.12,714.13
By filing RCE.......ccoviiieeeee e 706.07(h)
Within 2 months..........cccccceiiiiiiie, 706.07(f
Attorney arguments.........cocceevvveeenns 716.01(c), 2145

By patent owner in inter partes reexamination (See
also: Reexamination, Inter partes: Response by
patent owner)
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By third party in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third

party)
Complete.......veeiiiiiieeeeeee e 714.02 to 714.04
Copying claim from patent not a reply......... 711.02(b)

Election requirement.....809.02(a), 818.03(a),
818.03(b). 818.03(c)

Formal matters..........cccooviiiiiiniieeeeeee 714.02
Incomplete...710.02(c), 711.02, 711.02(a), 711.03(a),
714.02 to 714.05, 2266.01

In ex parte reexamination...........cccccooveeerveeennne 2266
Incomplete, election of species lacking.....809.02(a),
818.03(h)

Incomplete, proceedings not stayed by petition...1002

Incomplete, time for completing.....710.02(c), 711,
714.03, 2266.01

|2 ) = T 711,711.02
Late, eXCUSE.......ccoeeviviiieeiiiiieeee e 710.02(d)

Patentability pointed out.....706.02(b)(2), 714.02,
714.04

Restart period for..........ooociiiiiiiiieeieeee 710.06
Restoration of canceled matter.................... 608.01(s)
Restriction requirement..............ccccvveeeenne 818 to 819
Signed by all applicants..........c.cccocccieeennns 714.01(a)
Statutory Period.........ccooveeeriieerieee e 710.01
Reply brief. ..., 1208
Representative capacity............ 402.03, 405, 714.01(c)

Cannot expressly abandon......................
Cannot sign terminal disclaimer.........................
INEEIVIEWS. ...t

Representative of foreign assignee....................

Representative of inventor or owner........................ 400
Representative of requester..........cccooocvieeieiininnen. 2213
Representatives of out-of-town attorneys
Republication of PG-Pub..........................
Request for Continued Examination (RCE).....706.07(h)

After allowanCe............cooovvvvviiiiieeeeeeeeeee e, 1308
Conditions for filing..........ccccccveeiiiiinieenins 706.07(h)
Design application...........ccceeeeeiiiiieeieeniineen. 1502.01
Improper CPA treated as..........ccccceeevverennne. 201.06(d)
Submission requirement.............ccccceveeeiiie 706.07(h)

Suspension of action iN.........ccccceeviiieiieiiiiiieeeen,
Terminal disclaimer, effect in..........cccoovvvvvvneennnn.

Decision Criteria........ccceviviieiiiiiiieiiee e 2242
Facsimile submission not permitted.................
Notice of request in Official Gazette .
Requester’s representative............cccccoecveeeeernnne
Time for filing......cccoveeiiiii e,
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Sec. No.

Time to deCide.......ceeeieeiiiiiieiiiiceee e, 2241

Request for inter partes reexamination (See also:
Reexamination,Interpartes:RequestReexamination,
Inter partes: Decision on the request for
reexamination)

Request form (PCT/R0O/101).....1812, 1821, 1844,
1844.01

Request for reconsideration of patent term
AdjuUSIMENT. ....oiiiiiieiie e 1002.02(b)

Request for rehearing of Board decision.....1002.02(b),
1214.01, 1214.03, 1214.04

Inter partes reexamination....................... 2682, 2683
Request for reinstatement of period of patent term
AdJUSTMENT. ...eeiiiiiie e 1002.02(b)
Request to convert provisional application to
nonprovisional application................ccccce..... 1002.02(b)
Request to issue patent in name of assignee after issue
fee Paid.....cccoeeiiiieii 1002.02(r)

Requirement for information.....704.10 to 704.14(d),
706.02(c), 1901.06, 2122, 2123

After the first action on the merits............... 704.11(b)
Authority for requirement...........ccccccevvieeennnen. 704.10

Consideration of information submitted.....704.14(b).
707.05(b)

Sec. No.

Restriction (See also: ElectionElection of
Y 1= Tod (1) P P UPR 800
ACtion, EXaMINEI'S......c..ccovveiiiiiiieeeeeie e, 814 to 817
Action after, special.........ccccoooveiiiniiiiiiens 708.01
Action on the MeritS........cccceeeeeeiiiiiicccccis 810

806.05(q)

Application referred to second examiner.............. 815
BaSIS. ..ot 802
Burden, without SeriouS............c.covvvevvieceeeeeeeeeees 803
Claimed subject matter...........c.ccooocueeeeeiinnenn. 806.01
Claims to divisible inventions added before

ACHON. .. 818.02(a)

Combination and subcombination.....806.05(a).
806.05(c)

CoNtINUALION. .....eeiiiiiiiiiei e 819
Design application....................
Definition........covoiviii
Distinct invention..............cccc......

DistinCt pProCesSeS........occveviieeeiiiiieniiieenine.

Distinct products.........cooceveiiieeeniiieeniiee e,

Election other than express

Election fixed by action on claim...................... 818.01
Final requirement...........cccceeeeeiiiiiene e 821.01
Grouped in parent application......................... 811.04
IMPIOPET .. 803, 806, 808.02

Independent embodiments.....802.01, 806.04(b),
806.06

Format of requirement.............ccccceeerinineenn. 704.14(a)
Relation to duty of disclosure............ 704.12(a), 2005
Relationship to information disclosure statements
.................................................................... 704.14(d)
REPIY 10 704.12
Elements of a complete reply................. 704.12(b)
Time periods for........coovvveeeiiciieree e, 704.13
Treatment of an incomplete reply............ 704.12(c)
What information may be required..704.11, 704.11(a)
When requirement may be made................ 704.11(b)
Requirements must be repeated.................... 707.07(e)
Requisites of the application............c.ccccvvieeinienns 702
Res judicata............ 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request.......... 1123, 1124

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii))) form PTO/SB/36

Cited....ooiiieiie 1123, 1124

Reproduced..........ocuveveiiiiiiiiee e 1135
Reservation clause in application...608.01(e), 608.01(t)
Residence, Applicant’s..........cccccoeevvivienennn. 604, 719.02
Resignation of examiner, old cases special........ 708.03
Respondent Brief in appeal of inter partes
reexamination.............cccceeeeeeeneeeeneenns 2675.01, 2675.02
Response (See also: Reply)
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Independent inventions.....802.01, 803, 806, 806.06,
808.01(a)

Intermediate-final product........... 806.04(b), 806.05())
INtFOAUCTION. .....eeeiiecic e 801
Linking claim.....806.04, 806.05(c), 809, 809.03,
821.04(a)

Linking claim, traverse of rejection.............. 818.03(d)
Markush type claims.........ccccccccoevivieneen. 803, 803.02
Nonelected claims, treatment of........... 821 to 821.03

Eligible for rejoinder...........cccceviieeiiiiienieee 821
Reissue application...........ccccceeeevviiiereeciinnnen. 1450
Nonelected invention................
Nucleotide sequences..............
Patentability over prior art
Patentability report, effect 807
Petition from requirement..............cccccvveenee 818.03(c)
Process and product or apparatus.....806.05(¢e),

806.05(q)
Product and process of using..............c...... 806.05(h)

Product, process of making and using......... 806.05(i)
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Sec. No. Sec. No.
Reasons for holding of independence or Restrictions on employees of Office...........c.ccceeue.e 309
AISHINCINESS. ... 808.01 Restrictions on former employees of Office........... 1702
Reissue application..........cccccooveiievieiniines 1450, 1451 Retroactive foreign filing license............cccccoeceeen. 140
Rejection of nonelected claims............. 821 t0 821.03 Return of Papers
Rejoinder...806.05(c), 806.05(f), 806.05(h), 806.05(i). Discourteous matter................. 714.19, 714.25, 1003
809, 812.01, 821, 821.01, 821.02, 821.04, 821.04(a), Entered in the file...........ccco....... 214.03, 719.01, 1003
821.04(b). 1302.04(h) Return of drawing..........ccccovvveveiiieeiniieenee 608.02(y)
Related inventions.....802.01. 803. 806. 806.04(b). Return of filing fe€..........ocoovveeeeeeeeeeeeereen 607.02
806.05, 808.02, 809.03
. i o ) Return of patent..........ccoociiiiiii e 1416
Rejoinder of, generic or linking claim Return of post card (sometimes postcard or
aIIc.)V\{abIe ......................... s 821.04(a) DOSE-CAT)... oo 503, 1001.05
Re_jomder of, product claim allowable.... 821.04(b) Returned Office action............coovvviveeeeeeeececnnns 707.13
Reqmn_e.ment """"""""""""""""""""" 812 81410817 Review at allowancCe...........ccovveeeiiieieeeeeeeeeeeenn 1302.01
Addltlonal... """"""""""""""""""""""""""""" o Review for national SECUIitY...........cevcvrieereiierrnannns 115
After election.........ccccvevvevciiiiiiies e . .
With traverse...........__ Rev!ew for Government property rights................... 115
Without traverse.........cccccveevvieeeineen. Rev!sed statutes (.See_ also: statutes)
) Revival of abandoned application.....711.03, 711.03(c),
By group where examinable..............ccocceenee. 812 1002.02(b)
Clear and detailed record...........ccccueeeeeennenenen. 814 Revocation of agent under PCT..........ooovvvvecrroen. 1808
Completeness Revocation/Appointment of Power of Attorney or
Concluding paragraph Authorization of Agent PTO/SB/82...........c.cc........ 2622
Consult other group Revocation of power of attorney............ 402.05, 402.07
FiNal..c, AFter AllOWANCE. ............cveeereererreeeeereeerieeeeneen, 2501
First aCtion........ccovvieeiniiieiieie e Rewritten SPecification..............c.coccovevveenne, 608.01(q)
Patentability............cooooiiiiiiiiee e 810 Right of Appeal Notice (RAN)..2666.05, 2666.10, 2667,
Petition from 2671 to 2674, 2677
Reasons for insisting upon.................. 808, 808.02 CONEENT....uviiee et 2673.02
Rejection on double patenting following......804.01 Right of priority (See also: Foreign application)
Repeated after withdrawal................ccccooee.. 811.03 Foreign application............ccccevvveeniveennnen. 210to 217
Reply t0...vvveeeiecie e, 818 to 818.03(d) Form paragraphs.............c........ 213
Review by examiner with at least partial signatory Formal requirements............coeeeiiiiiieneen e 214
AUtNONtY....cvvveeee e, Overcoming a reference
Submission to TC director 706.02(b)(2)
Second requirement..........ccccveveeeiiciiieeeeeennns Papers required...........ccocvviieeiiiiiiiece e 215
SEQUENCES. ... Time for filing papers.......ccccoooiiiniiienis 215.03
Single Claim.......coocvviiie e 803 U.S. application...........ccoecuvvennee. 211.01(a), 211.01(b)
Single embodiment...........coccceeviiiiniiennen. Right to exclude others......... 509.02, 1111, 1601, 2162
Species may be independent or related Rights, Transfer of patent or application............. 509.02
INVENLIONS. ...coiiiiiiiiiee e 806.04(b) RNA (Seealso:BiotechnologyNucleotidesequences)
Species of unclaimed genus................... 808.01(a) Roster of attorneys or agents 601.03, 1730
Subcombination, Combination.....806.05(a), Rules, 21 CFR 60.3(D)....c.cc.coeiveeieieieeeeeieeeeennas 2751
806.05(c) Rules, Patent (Code of Federal Regulations)............ .R
When Made.....oeeeeennene 811,811.02 10 CFR 810 CHtU..vvvvvverereeeesseesseeeeeeeeeeeeeeeeeeeene 140
Withdrawal...........ccooeeiiiiii e 819 21 CER 312.80-312.88 Cited............ 2107.03
Subcombinations usable together.....806.05(d). 37 CER:
806.05() 1.1 Reproduced.......ccccccevvviieiieiiiieiee e 501
Telep_h_one............ ..... s 812.01 1.2 REProdUCed. ..o 713.04, 2002.02
Transitional app!lcatlon .................................... 803.03 1.3 REPIOAUCED. .o 714,95
Traverse of requirement.......... 818, 818.03(c), 821.01
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Sec. No.

1.4 Reproduced.....501, 502.02, 502.04, 509.03,
2002.02

1.5 ReproducCed.......ccccceevvvieeeeeiiiiieeeeeiiieee e 502
1.6 Reproduced................... 502, 502.01, 505, 513
1.7 Reproduced..........cocvevivveeininiiennee e 710.05
1.8 ReproducCed.........ccoevvvieeeeeiiiiieeeeeiiiieneee s 512
1.9 (pre-AlA) Reproduced................... 201, 201.04
1.9 Reproduced.................... 201.01, 201.04, 1893
1.10 Reproduced.........coovvvveveeeiiiiiieeenenns 511,513
1.11 Reproduced..................... 103, 1430, 1879.04
1.12 Reproduced........cccccovveeenreiiiineenineene 301.01
1.14 (pre-AlA) Reproduced...........cccceevvvveneennne 104
1.14 Reproduced.....101, 102, 103, 104, 110, 150,

1128, 1879.04

1.20 Reproduced
1.22 Reproduced
1.23 Reproduced
1.25 Reproduced
1.26 Reproduced
1.27 Reproduced
1.28 Reproduced

1.29Reproduced..509.04(a), 509.04(b), 509.04(d),
509.04(e), 509.04(f)

1.31 ReproducCed........ccceeevieieiiiieeeniiee e 401
1.32 Reproduced........... 402, 402.02(a), 402.02(b)
1.33 (pre-AlA) Reproduced....403.01(b), 714.01(a)
1.33 Reproduced.....403.01(b), 601.03, 714.01(a),
2222, 2622

1.34 Reproduced.......c..coocuveeveeeiiiiiiieae s 402.03
1.36 (pre-AlA) Reproduced..................... 402.05(b)
1.36 Reproduced............c.......... 402.05(a), 402.06
1.41 Reproduced.........occuveeeieiiiiiiiee e 605
1.42 (pre-AlA) Reproduced 409.01(b)
1.42 Reproduced.........cccccueeernieannne ...409.01(a)
1.43 (pre-AlA) Reproduced 409.01(b)
1.43 Reproduced..........ccccveeiiveeennnrannnnn. 409.01(a)
1.45 Reproduced.........cccoovveeeiiiiiniiiieiiieene 602.08
1.46 Reproduced..........cccuveveeeiiininnennn. 308, 409.05
1.47 (pre-AlA) Reproduced...........cccccoouveenne 409.03
1.48 Reproduced.........ccccoovveeeviiiiniiiieiiieene 201.03
1.51 Reproduced.........occuueieieiniiiiiee e 601
1.52 Reproduced...........ccocveervnnrennne 608.01, 2250
1.53 (pre-AlA) Reproduced........ 201.04, 201.06(d)
1.53 Reproduced.....201.04, 201.06(c), 201.06(d),
506, 601.01, 601.01(c)

1.54 ReproducCed.........cccoovvvveiiiieeiniieeneee e 503
1.55 Reproduced....... 213, 213.04, 213.05, 215.02
1.56 Reproduced.....2001, 2001.01, 2001.04,

2001.05, 2002
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Sec. No.
1.57 Reproduced...........ccocovveerunennn. 217, 608.01(p)
1.58 Reproduced...........ccuee.e.. 608.01, 608.05(b)
1.59 Reproduced.........cccoeviuveeeniieeniiee e 724.06
1.63 (pre-AlA) Reproduced..................... 201.06(c)
1.63 Reproduced................... 201.06(c), 602.01(a)
1.64 Reproduced.........ccceevvveernireennen. 409.05, 604

1.66 Reproduced
1.67 Reproduced
1.68 Reproduced
1.69 Reproduced
1.71 Reproduced
1.72 Reproduced
1.73 Reproduced
1.74 Reproduced
1.75Reproduced..608.01(i), 608.01(n), 2173.05(n)

1.76 Reproduced................... 601.05(a). 601.05(b)
1.77 Reproduced...........cceee.... 608.01(a), 608.05
1.78 in effect on November 29, 2000,
Reproduced..........c.cccevviieeininnnnnnnn. 804.03, 822.01
1.79 Reproduced...........cocvvverirerernnirnnne 608.01(e)
1.81 Reproduced.......cccccoevvvvieeeeiiiiieneee s 608.02
1.83 Reproduced.........cccocveveriieeenineennne 608.02(d)
1.84 Reproduced.....608.01(f), 608.01(w), 608.02,
1606

1.85 Reproduced

1.91 Reproduced.........coceeviveeiniiieniece e,
1.93 Reproduced.........ccceeviveeininiiinieee e
1.94 Reproduced
1.95 Reproduced
1.96 Reproduced

1.97 ReproducCed........c.ccoovuvierieniiiiiiee e 609
1.98 Reproduced.........ccceevvvveeiiieeeniieeninee e 609
1.102 Reproduced...........cccuvveerenne 708.01, 708.02
1.103 Reproduced.........cccuveeveeniiiiiieeeeiiiieeennn 709
1.104 Reproduced.....706.02(1)(2), 707, 707.05,
707.07, 717.02(b), 1302.14, 1852

1.105 Reproduced.........cooeuveeeeeeiiiiieieeeis 704.10
1.111 Reproduced.....201.04, 714.02, 714.03(a),
2266, 2666

1.112 ReproducCed..........ccovuveeiiieeeiiieenieee e 706
1.113 Reproduced.........ooeueeeeeieiiiiieneeeeie 706.07
1.114 Reproduced..........coveriuvrernnerennn 706.07(h)
1.115 Reproduced.........c.ccceeviuveernnirnnne 714.01(e)
1.116 Reproduced..........cocuveeeeeiiiiiienieeis 714.12

1.121 Reproduced...608.02(p). 608.04, 714, 1453,
2234, 2250, 2666.01

1.125 Reproduced..........ccceeviuveeininirnnnnn 608.01(q)
1.126 Reproduced..........ccceevuvviereennninnnnn. 608.01(j)
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Sec. No.
1.129 Reproduced..................... 706.07(g), 803.03
1.130 Reproduced................ 717.01, 804.03, 2155
1.131 Reproduced.........cccuveeeeriiiieieeennnns 715,718
1.132 Reproduced..........cceeeeeennuiieeneeiiiieeeene 716
1.133 Reproduced...........ccveveeennnne 713.01, 713.04
1.135Reproduced..710.01, 711, 711.03(c), 714.03
1.136 Reproduced..................... 710.02, 710.02(e)
1.137 Reproduced.....711.03(c), 1124, 2268, 2668
1.138 Reproduced..................... 711,711.01, 1125
1.141 Reproduced.........ccccevvuveeerennn. 802, 806.05(i)
1.142 Reproduced.........cccuveeeeiiiireeeeeiiiiieneeens 802
1.143 Reproduced..........cccceeevvuieiiieneiiieenne 818.03
1.144 Reproduced........cccceeviuvvereeeiiinaenn. 818.03(c)
1.145 Reproduced..........c.coveervvieiiieeeniineenne 821.03
1.146 Reproduced..........ccccueevviieirieneniinnenns 806.04
1.151 Reproduced..........cccuuevieeiniiiiieaeeeeieen. 1501
1.152 Reproduced...........ccoevevvirernniennnnen. 1503.02
1.153 Reproduced............cceeevveeennnnennnnen. 1503.01
1.154 Reproduced..........ccueeeeeeenuiieeneennnns 1503.01

1.155 Reproduced
1.161 Reproduced
1.162 (pre-AlA) Reproduced

1.162 Reproduced...........cccvvveeeeerinennnnn. 1604, 1605
1.163 Reproduced..........cccovvveeeeecnnnnn... 1603, 1605
1.164 Reproduced..........cccuveveeiiniiiiieneeeiiieen. 1605
1.165 Reproduced..........cccvvvveeiiiiviieneeeiiieen. 1606
1.166 Reproduced..........cccoveveeeiiiiiiiene e 1607
1.167 Reproduced...........ccuveveeiiniiiiieneeeiiieen. 1609
1.171 Reproduced..........cccvvvveeeiiiieiieneeeeiveen. 1410
1.172 Reproduced.........cccvveeeeiiiuireneeeninnns 1410.01
1.173 Reproduced............ 1410, 1411, 1413, 1453
1.175 Reproduced..........cccvvvveeeiiiviieneeeeiieen. 1414
1.176 Reproduced................. 1440, 1450, 2686.03
1.177 Reproduced..........cccuveieeiininiieneeeiiieen. 1451
1.178 Reproduced................. 1416, 1418, 1442.04
1.181 Reproduced.............ccuueee... 711.03(c), 1002
1.182 Reproduced...........ccuveeeeiininiieeeeeiiieeen. 1002
1.183 Reproduced..........cccvvvveeiiiiviieneeeeineen. 1002
1.197 Reproduced.........ccccuveeeeeiiuineneeeninns 1214.06
1.198 Reproduced..........cc.eeeeeeiiiuiieeeennnnns 1214.07
1.211 (pre-AlA) Reproduced...........cccccvvvennnee. 1120
1.211 Reproduced..........cccovvvveeeeinnnnn... 1120, 1126

1.213 Reproduced 1122,1123,1124
1.215 (pre-AlA) Reproduced...........ccoccvvvennnee. 1121
1.215 Reproduced
1.217 Reproduced
1.219 Reproduced
1.221 Reproduced

March 2014

Sec. No.
1.248 Reproduced..........ccccovvervveeinineeenneeenene 1901
1.251 Reproduced.........cccooveeeniiiiniineeninnennn 508.04
1.290 Reproduced.........cocuvveveeiiiiiiieeennins 1134.01
1.291 Reproduced.........ccocuveeeeeeniiiieieeeeiee 1901
1.297 (pre-AlA) Reproduced............ccoevvenee 1111

1.301 Reproduced
1.302 Reproduced
1.303 Reproduced
1.304 Reproduced
1.311 Reproduced
1.312 Reproduced
1.313 Reproduced
1.314 Reproduced
1.321 Reproduced
1.322 Reproduced
1.323 Reproduced
1.324 Reproduced
1.335 Reproduced
1.362 Reproduced
1.363 Reproduced
1.366 Reproduced
1.377 Reproduced
1.378 Reproduced
1.413 Reproduced

1.414 Reproduced..........ccccceveeiiiunnnennn. 1893.01(a)
1.415 Reproduced.........oocvvvveeeeniiiieiie e, 1853
1.416 Reproduced..........ocovvvveeeeiiiiienee e, 1862
1.422 Reproduced.........oocuveeeeeeiiiiieeie e 1820
1.431 Reproduced.........cooouvvieeeeiiiiiiiee e, 1810
1.432 Reproduced................. 1817.01, 1817.01(a)

1.434 Reproduced
1.435 Reproduced
1.436 Reproduced
1.437 Reproduced
1.438 Reproduced
1.446 Reproduced
1.451 Reproduced
1.455 Reproduced
1.475 Reproduced
1.477 Reproduced
1.480 Reproduced
1.481 Reproduced
1.484 Reproduced

1.484, former Reproduced....................... 1878.01
1.485 Reproduced...........cc......... 1864.01, 1878.02
1.488 Reproduced.........coocuveeeeeeiiiiieieeeeiee 1875

1.489 Reproduced
1.491 Reproduced

1875.02
1893.01
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Sec. No.
1.495 Reproduced...........c..ccu..... 709, 1893.01(a)
1.496 Reproduced...........ccoevevvireriniennnnnn. 1893.03
1.497 Reproduced...........cccceeeviuinenrennn. 1893.01(e)
1.499 Reproduced.........cccccceeeviuiienrennn. 1893.03(d)
1.501 Reproduced..........cccvveveeeiiiiviieneeesinenn. 2202
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Table submission on compact disc.............. 608.05(b)
Terminology basis for claims........ 608.01(0), 2163.07
Title of INVENLION.........cooviiiiii e 606
Title of invention changed.............ccccceeernnnee. 606.01
Trademarks iN.......ccoccceieeeiiiee e 1512
Transfer to another application..................... 608.01(t
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Sec. No.
Written description (See also: Written
AESCIIPLION)..i e 2163
Specimen, Composition of matter..................... 608.03
Specimen, Handling.........cccccoveveviieninnennn 608.03(a)
Specimen, Plant application...........c.cccecveeviieeennee 1607
Stamp
Office date.............. 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
FEEXamINALION. .......cccririirrieee it 2217
Statement, Examiner's (See also: Action)
Statement by inventors when changing
INVENTOrSNIP. ....eveiiiiiec e 201.03
Statement by owner in ex parte reexamination.....2249
Statement of allowability by Board.................... 1213.01
Statement of invention, coextensive with
ClaiMS ... 608.01(d)
Statement of invention, reviewed on
AlIOWANCE......c.viiiiiiiccee e 1302.01
Statement, Prior art (See also: Prior art).....201.06(d),
609
Status INQUIMES......cvvvreeiiiiiiee e 102, 203.08
Congressional..........ccoccvvveeeieiiiiiee e, 203.08(a)
Maintenance fees........ccoceveiiiiiiiie e 2570
White HOUSE.......ceviiiiiiiieee e 203.08(a)
Status letter........cocveiiiiiiciie e 203.08
Status letter database.........c.ccoecveeiiiiiiiiieene 203.08
Status of application..........cccccovvviieieiiiinne. 102, 203
Abandoned..........cccovviiiiiini 203.05
Allowed Or iN ISSUE.........eeeieiiiiiiieeeeiiiee e 203.04
Amended..........ooeeiiiiiiiee e 203.03
INCOMPIELE....vvviee i 203.06
NEW. ..ttt 203.01
Parent patent application..................... 102, 211.01(b)
Priority claims.........ccccooiiiiiiiec e, 102
Published application...........ccccocceiiiiiiiiiinnenns 1128
Referred to in foreign patent...........ccccocvveeiniennne 102
Rejected.....ccvviiieiieee e 203.02
Statute, CitatiON.......uuviiiiiee e e e
Statute of
Citation of prior art..........ccccceveveeiiiiiieee e, 2204
Term of biological material deposit
Time for requesting ex parte reexamination......2211
Statutes
Atomic Energy Act Cited.....120, 140, 150, 706.03,
706.03(a) to 706.03(b)
Freedom of Information Act................... 1002.02(k)(2)
Public Law 96-517............. 509.02, 2201, 2209, 2501
Public Law 97-247....509.02, 509.03, 711.03(c), 2501
Public Law 98-622........ 605.07, 706.02(k), 804, 2501




INDEX

Statutes — Statutes

Sec. No.

Public Law 102-204
Public Law 102-444
Public Law 103-182

Public Law 103-465.....706.07(g). 707.05, 715,
715.07(c), 803.03, 804.02, 2132, 2138.02

Public Law 105-358........cccceeeieeeeeiieieieriiiieeeeeees 2501

Public Law 106-113.....706.02(k), 706.02(I)(1), 2201,
2273, 2279, 2501, 2601, 2642

Public Law 107-273 Cited.....706.02(f)(1), 706.02(k),
706.07(a), 2201, 2242, 2258.01, 2273, 2279, 2601,
2683

Public Law 108-453 Cited.....706.02(k), 706.02(1)(1),
706.02(1)(3). 804, 804.03, 2136.01, 2146

Public Law 112-29 Cited.....210, 509.02, 509.04, 607,
2105, 2106, 2124.01, 2150, 2151, 2165, 2601, 2602,
2801

Revised Statute of..........ccccceeiviiiiiiie e, 1874
5 U.S.C. 552()..eveeeeeeeeeeeereseeereeesenenns

5 U.S.C. 6103(a) Cited
T US.C.2320 e 1612
10 U.S.C. 140(c) Cited
15 U.S.C. 15(b) Cited.......cceevevrieeeieee e
15 U.S.C. 1062 Cited.......ceeeeerieecieecciiee e
17 U.S.C. 401 Cited......covvvrieeeeeeeeeeeeieieiee e
17 U.S.C. 909 Cited.......cccoceeeeennne

18 U.S.C.

Cited.....402.03, 410, 602.01, 602.01(a), 604,
715.04, 716.02(q), 2428

1001

Reproduced..........ooocveeeeeiiiiiiiieeee, 602, 602.01
18 U.S.C. 1905 Cited......ccvvvveeeiiiiiiee e 101
18 U.S.C. 2071 Reproduced.........ccccceeiurveeeeennnnne 101
18 U.S.C. 2331 ...t

20 U.S.C. 1000 Cited......cceervrerreerrieriienneennenne
26 U.S.C. 501 Cited......ccevvrvierniennreeenieee s
28 U.S.C. 1745 Cited......ccevvviieriieiieceene
28

Reproduced...........cocveviiiiiiiiciiee e
35 U.S.C. 2 Reproduced
35 U.S.C. 3 Reproduced
35 U.S.C. 4 Reproduced
35 U.S.C. 6 Reproduced
35 U.S.C. 7 Reproduced
35 U.S.C. 8 Reproduced
35 U.S.C. 21 Reproduced
35 U.S.C. 22 Reproduced
35 U.S.C. 25 Reproduced
35 U.S.C. 26 Reproduced
35 U.S.C. 41 Reproduced
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Sec. No.

35 U.S.C. 42 Reproduced.......c..ccoouvvveeeeinunnnnn.
35 U.S.C. 100 Reproduced
35 U.S.C. 101 Reproduced.....201, 701, 804, 2107.01
35 U.S.C. 102 (pre-AlA) Reproduced.....706.02,

1504.02, 1857.01, 2132, 2133, 2133.03(c), 2134, 2135,

2136, 2137, 2138, 2217, 2258, 2301.01

35 U.S.C. 102 Reproduced............cueee..... 2152, 2156
35 U.S.C. 102(e), former Reproduced........... 2136.03
35 U.S.C. 103 (pre-AlA) Reproduced....... 2141, 2146

35 U.S.C. 103 Reproduced.....706.02, 706.02(1),
706.02(1)(1), 706.02(n), 804.03, 1504.03, 2141

35 U.S.C. 104 Reproduced........... 715.07(c), 2301.01
35 U.S.C. 111 (pre-AlA) Reproduced.............. 201.04
35 U.S.C. 111 Reproduced.............. 201, 201.04, 601

35 U.S.C. 112 (pre-AlA) Reproduced....... 2161, 2171
35 U.S.C. 112 Reproduced........ 1504.04, 2161, 2171

35 U.S.C. 113 Reproduced..........cccvveeeeeraunnnn. 608.02
35 U.S.C. 114 Reproduced.........cccccoveeeriuneenne 608.03
35 U.S.C. 115 (pre-AlA) Reproduced.......... 602.01(b)
35 U.S.C. 115 Reproduced...........cccueveeernnee 602.01(a)
35 U.S.C. 116 (pre-AlA) Reproduced.............. 409.03
35 U.S.C. 116 Reproduced..........ccccoveeeiuneennns 602.09
35 U.S.C. 117 Reproduced........ 409.01(a), 409.01(b)
35 U.S.C. 118 (pre-AlA) Reproduced.............. 409.03

35 U.S.C. 118 Reproduced
35 U.S.C. 119 Reproduced
35 U.S.C. 120 Reproduced
35 U.S.C. 121 Reproduced

35 U.S.C. 122 Reproduced.....
1124,1132, 1134

35 U.S.C. 131 Reproduced
35 U.S.C. 132 Reproduced

2304.04(b)
35 U.S.C. 133 Reproduced

35 U.S.C. 134 Reproduced
35 U.S.C. 135 Reproduced
35 U.S.C. 141 Reproduced
35 U.S.C. 142 Reproduced
35 U.S.C. 143 Reproduced
35 U.S.C. 144 Reproduced
35 U.S.C. 145 Reproduced
35 U.S.C. 146 Reproduced
35 U.S.C. 152 Reproduced
35 U.S.C. 153 Reproduced
35 U.S.C. 154 Reproduced
35 U.S.C. 154, former, Reproduced.................... 2720

35 U.S.C. 156 Reproduced.....2751, 2752, 2755.01,
2758, 2759

35 U.S.C. 161 Reproduced............ccvveennnn. 2
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Statutes — Subcombination

Sec. No.

35 U.S.C. 162 Reproduced
35 U.S.C. 163 Reproduced
35 U.S.C. 164 Reproduced
35 U.S.C. 171 Reproduced
35 U.S.C. 172 Reproduced

35 U.S.C. 173 Reproduced...........ccevvveveeeiunnnnnn. 1505
35 U.S.C. 181 Reproduced.........ccceevvveernieeesninennn. 115
35 U.S.C. 182 Reproduced........c...cccuveeeennnne 706.03(s)
35 U.S.C. 184 Reproduced.................. 140, 706.03(s)
35 U.S.C. 185 Reproduced.................. 140, 706.03(s)

35 U.S.C. 186 Reproduced
35 U.S.C. 187 Reproduced
35 U.S.C. 188 Reproduced

35 U.S.C. 251 Reproduced
1412.03, 1451

35 U.S.C. 252 Reproduced
35 U.S.C. 253 Reproduced
35 U.S.C. 254 Reproduced
35 U.S.C. 255 Reproduced
35 U.S.C. 256 Reproduced
35 U.S.C. 257 Reproduced
35 U.S.C. 261 Reproduced
35 U.S.C. 262 Reproduced
35 U.S.C. 267 Reproduced
35 U.S.C. 293 Reproduced
35 U.S.C. 294 Reproduced
35 U.S.C. 301 Reproduced
35 U.S.C. 302 Reproduced
35 U.S.C. 303 Reproduced
35 U.S.C. 304 Reproduced
35 U.S.C. 305 Reproduced

35 U.S.C. 306 Reproduced....................... 1216, 2273
35 U.S.C. 307 Reproduced...........c..ccc...... 2288, 2293
35 U.S.C. 312 (In effect for requests filed prior to

September 16, 2011) Reproduced..................... 2640
35 U.S.C. 312 Reproduced...........ccccvvveveeeennnnen.. 2640
35 U.S.C. 313 Reproduced..........ccceeeeerrurneneannn. 2646
35 U.S.C. 314 Reproduced........ 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced...........ccccvvvereeeennnnen.. 2674
35 U.S.C. 316 Reproduced 2688, 2693
35 U.S.C. 317 Reproduced...........ccocveerrineenne 2686.04

35 U.S.C. 318 Reproduced
35 U.S.C. 361 Reproduced
35 U.S.C. 362 Reproduced
35 U.S.C. 363 Reproduced
35 U.S.C. 365 Reproduced
35 U.S.C. 371 Reproduced
35 U.S.C. 373 Reproduced
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Sec. No.

35 U.S.C. 374 Reproduced.................. 1857, 1857.01
42 U.S.C. 141 Cited
42 U.S.C. 181 Cited

42 U.S.C. 2182 Reproduced........cccceevvrerueeennnnenn. 150
51 U.S.C. 20135 Reproduced..........ccccceeevivrennnnn. 150
Statutory authority of Director.............cccccvveeeeinnen. 1001

Statutorybar.....706.02(a), 2133 to 2133.03(e)(7), 2152
Foreign application............cccccoeeviiierieniiineen.

OVEICOMING...evieeieeeeiieee et
Rule 1.131 not available 715,718
Statutory classes of invention, utility.............. 706.03(a)

Statutory disclaimer (See also: DisclaimerTerminal

disclaimer)

Statutory Invention Registration (SIR)....409.03(j), 1100
Defensive publication compared...................... 711.06
Effect Of oo
Publication of.........

Rejections using

Statutory period (See also: Period for reply: Shortened

statutory period)...ccccccecvveeeeeiicninnnnn. 710.01, 710.01(a)
Abandonment for failure to reply.....711.02, 711.02(a)
APPEAL ... 1205
Broadening claims in a reissue application.....1412.03
Computed.......ccoviieeeeiciee e 710.01(a)
Date from which period runs............cccoccoeeee. 710.06
Date of abandonment.............cccoovierinnnen. 711.04(a)
Full statutory period..........cccceeeviiiiieee e, 130
Not extendible.........cccooiiiiiie 710.02(e)
Postal service emergency........ccccoveeerreeeinneeenne 511
Property rights statement...........ccccccoeeviiieneeenins 150
Reexamination, ex parte...........cccccceeeenee 2265, 2272
Reexamination, inter partes..................... 2662, 2665
Secrecy order application.............cccveveeeiiiivienennn. 130

Shortened statutory period (See also: Shortened

statutory period)
Two periods for reply set................ 710.04, 710.04(a)
Stay of reexamination
Ex parte....ccccccceveveeeennne 2263, 2284, 2285, 2286.01
INter partes......ccocceeveeeeeeiiiiiiiie 2686.03, 2686.04
Stay Of reiSsSUe......cccceveeiviiiiieee e 1442.02, 2285
Stockholm Revision, Paris Convention (See also:
Treaties)...cccveveceeeeireeeesiee e 213, 213.01, 213.05

Strasbourg Agreement (See also: Treaties)....... 903.09
STIC (See also: Scientific and Technical Information

Center (STIC)
Subclass, list of patent numbers.................... 902.03(c)
Subcombination
Aggregation and...........cccceeeeiiiiiee e, 806.05(a)
Combination and.................oe oo 802.01



INDEX

Subcombination — Suspension

Sec. No.

Sunday or holiday, effect on reference....... 706.02(a)(2)
Supervisory applications examiner..................... 714.13

Supervisory patent examiner.....705.01, 707, 707.02,
708.03, 713.08, 714.05, 714.13, 714.16, 714.16(d),
714.16(e), 812.01, 903.08(b), 1207, 1207.01, 1207.02,
1207.03, 1211.01, 1214.07

Petitions decided by.........ccccoevviiiiiiinnenn. 1002.02(d)

Supervisory patent reexamination specialist....2212.01,
2227, 2233, 2236, 2237, 2240, 2248, 2270, 2281, 2283,

2285, 2286, 2287, 2289, 2294, 2295, 2627, 2635, 2636,

2641, 2646, 2648, 2664, 2670, 2671, 2673.02, 2676,
2677, 2686.03, 2686.05, 2687, 2687.01, 2689

Sec. No.
SPECIES. ..ttt 806.04(b)
Subgeneric Markush claims..............cc..c...... 2173.05(h)
Subject matter, design patent................. 1502, 1504.01
Subject matter, nonstatutory..............ccceeeeeee. 706.03(a)
Subject matter combinations..............cccceeen. 903.02(b)
Submission of amendment or showing of facts after
Board deciSion..........cccooieeeiiiiiiiiiee e 1214.01
Submission of patents or publications, third
PAITY. .ottt 1134.01
Submission to classification unit
Classification of application........ 903.08(d), 903.08(e)
Patentability report..........cccccocevevieeiiieeenne 705.01(a)
Submission of prior art by applicant............... 707.05(b)

Submission of information by applicant.....704.12(b),
704.14(b), 707.05(b)

Subpoena by court, Application file.................. 1216.02
Subpoena of examiner............cccoceeieiiiieneenn. 1701.01
Substantial new question of patentability

In ex parte reexamination....2214, 2216, 2242, 2246,
2247, 2258, 2258.01, 2809.01, 2816

In inter partes reexamination................... 2640, 2642
Substitute application (See also: Application)
ASSIGNMENT.....ciiiiii et 306
Does not carry ownership from parent................. 306
File wrapper/history notation..............cccccevevveennnen. 202
Substitute attorney or agent..........ccccoeevveeeeeeinnnenn.. 406

Substitute oath..........cccceevvveveiii,
Substitute page

Substitute specification.....608.01, 608.01(q), 714.19,
714.20

Amendment incorporating.......... 714,714.19, 714.20

NEW Matter.........uvvvviiiiiiiiiiiiieieeeeee e 608.01(q)
Sufficiency of disclosure affidavit................ 716, 716.09
‘Sufficient cause’ for extension of time in ex parte
reeXamiNation...........ueeeei i 2265
‘Sufficient cause’ for extension of time in inter partes
reEeXamination.............cuvuveeeeieeeieieeieieee e e e e eeeeeaens 2665
Suggested claims, Failure to make................ 706.03(u)

Suggestion of allowable claims by examiner...707.07(j).
713.01

Suggestion of claims for interference.....2304.03 to

2304.04(b)

Suggestion of claims for interference, time

M. 710.02(c)
Summary of action PTOL-326.........ccocccuveeeeenininennn. 707
Summary of interview..........c.cccccveeeenn. 713.01, 713.04
Summary of invention...........ccccveeeeeiiiiieneeen, 608.01(d)

Sunday or holiday, effect on time for reply.....502, 505,
513, 710.05

1-103

Supervisory review, Rule 1 181...................... 711.03(d)
Supplemental action..........ccccoocveveviineenne 710.06, 714.05
Supplemental Amendment............ccceeevveennee 714.03(a)
Supplemental Application Data Sheet (ADS).....601.05
Supplemental Examination............cccccoccveveeeeiinnen. 2800
ASSIGNMENt Of ... 2822
Consideration of request................. 2816.01, 2816.02
Contents of determination..............coccceevineen. 2816.03
Contents of request.........ccoccvvevrinennn. 2811 t0 2811.02
Correspondence address.......cccccoecvveeeeeriiiineenn. 2805
Ex parte reexamination ordered................... 2816.04
FEES. .ot 2810, 2810.01
Filing date.......oooiiiiiiiii e, 2812.01
Format of Papers......ccccevvieieeiiiieieee e 2807
Handling of papers other than a request............ 2813
HOW 10 fil€. .. 2806
Inquiries from persons other than patent
(011 [ 2803.01, 2813
Item of information relied upon in the request.....2809
MEIGET ... 2821
Procedures after conclusion...........c.cccccveeenieeens 2818
Public acCess t0.........cccecieriiiiiciiieceee 2803.02
Representative of patent owner........... 2804, 2804.01
Time for filing.......coovviii e, 2808
Who may file.....ccceeeiiiiee e, 2803

Supplemental Examination Certificate.....2802, 2817,
2817.01, 2818.02

Substitute examiner’s answer...1207.05, 1211, 1211.01

Supplemental oath or declaration............................ 603
After allowance........cccooooovveeeviiveinennn. 603.01, 714.16
REISSUB.....cce i 1414.03, 1451

Surcharge for late payment of fees in international

application.........cceeeiicee e 1827

Surface ornamentation.....1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03

Surrender of patent (not required)............ccccuvenee 1416

Suspension
Applicant’s request for.........coocoeeiiiniiiiiene, 709
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Suspension — Test comments

Sec. No.
Decided by........ccccevvvieeiiiieanne 709, 1002.02(c), 1004
Deferral of examination..........c.ccccccoeeeeeeiiiiiiiiiine, 709
Ex parte prosecution during interference......2307.03
Not permitted if outstanding Office action............. 709
Of action, because of litigation...............ccccc....... 1213
Of action, by OffiCe......ccccoviiiiiiiiiiiiee e, 709
Overlapping application...........ccccceevvveniiennne 709.01
Reexamination
EX part€.....cccoceevvveeeeiiieeeiieeen

Secrecy order application...........ccccceeeeriiiieneennn. 2306
Supplemental Reply

Swearing back of reference (See also: Affidavit or prior
invention to overcome a pre-AlA 35 U.S.C. 102 or

103 rejection(37 CER 1.131))
Symbols, Drawing.........cceeeeeeeriuieeeeeeaiiieeee e 608.02
T
Tables submitted on compact disc................. 608.05(b)
Technical documents..........c.ccccevceericiieennnn. 901.06(a)
Technical rejections.........ccccvveiiiiiieiei e, 706.02

Technology Center Director (See also: Director of
Technology Center)

Technology Center Working Group 3640 (security

(o[ o101 o) FUNRR PR 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection............. 2173.05(n)
Telephone NUMDBErS.........cccvvveiiiiiiiee e 1730
ALOIrNEY....oooe e 408, 713.01, 714.01
EX@mMINEr.......ccoi i 707.08
General information............cooovvviviiiiieiiieeeeeeeeeins 1730
Telephoning of attorney to examiner.......... 408, 713.01
Term, Patent.......cccoeuviieiiiiiiiiiieeceeceans 707.05, 2701

Adjustmentof....2701, 2710, 2730, 2731, 2732, 2733,
2734, 2736

Determination Of..........ccccocveiiiiiiiien e, 2733
Due care showing
Grounds for.......coooeveiviiiiiiieeeeeeeeeeee e 2730
Period Of......cooiiii 2731
Reductions t0.........ccccccvviriiiiiiiiiiieeee e 2732
Request for reconsideration
Third party papers.......cccccceevciveeeeiiiiieeee e
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Sec. No.

Continued prosecution application

Deposit of biological material................ccceevverne
DeSIgN...ccoiiiiiieeee
DIVISIONAL. .....eeiviciiiiiiece e
Extension under 35
FDA regulatory review and................ 2750 to 2758
Deadline..........ccoccevvveennnnne 2754.01 to 2754.03
Duty of disclosure and............ccoccceeeennes 2762
Interim extension.................. 2755.01, 2755.02
Specific Products
Animal drugs................. 2750, 2751, 2758
Antibiotic drugs............ccccuveenn. 2751, 2758
Color additives ........ 2750, 2751, 2754.01,
2758
Food additives.....2750, 2751, 2754.01,
2758
Medical devices....2750, 2751, 2753, 2758
Veterinary Biological Products.....2750,
2751, 2756, 2758
Third party papers........cccceeceeeeeiiiiieeeenn. 2736
Withdrawal............cooovvvvviieiieieeeenne, 2761, 2764
USPTO delays and........c.cccccoevvvieiiieeennnennnne 2710
FOreign.......ueeeeeee e 901.05
Transitional practice.........c....ccuvve... 706.07(g), 803.03
U .o 2701
Terminal disclaimer (See also: Disclaimer).......... 1490
Avoiding double patenting rejection.....706.02(k),
706.02(1)(3), 804.02, 806.04(i), 1490
Certificate of correction and...................... 2701, 2720
Continued Prosecution Application (CPA).......... 1490
Continuing applications..........cccocvveviieeiiiee e, 1490
Copending applications procedure..................... 1490
Informal Memo.........ccccooiiiiiiiii e 1490
Request for Continued Examination (RCE)........ 1490
ReiSSUE.....ccoeiiiiiiiiic 1410.02, 1451, 1490
Required for revival............ccooooiiiiniiinnnnn. 711.03(c)
ROULING. ...t 1490
Signature in.........cccceeeeeeeins 402.03, 403.01(a), 1490
Situations where not applicable....................... 804.03
Withdrawal Of.........ccooiiiiiiiiii e, 1490
Terminology in application.....608.01(g), 608.01(0),
706.03(d), 1302.01
Termination of proceedings.....211.01(a), 211.01(b),
711.02(c)

Ex parte reexamination...2265, 2266.01, 2268, 2271,
2281, 2285, 2286.01, 2294

Inter partes reexamination...............cccceveeeeennen. 2694
TESS (Trademark Electronic Search System)....... 1703
Test COMMENTS......uvuiiiiiiiiiiiiiieieeeee e 707.07(l



INDEX

Testamentary, Letters — Transfer of reexamination

Sec. No.

Testamentary, Letters (See also: Administrator or

EXECULOIN uiiiiiiiiiiiee e et et e e sreree e 409.01(b)
Testimony, examiner........cccceveeiiiiieieeeenniieeen. 1701.01
Tests, comparative (See also: Affidavits, traversing

rejections (37 CFR 1.132))
Third action CaSES........ccccvvvriivriirieieeeeee e, 707.02

Third party reply in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third
party)

Third party requestor (See also: Reexamination, Inter
partes: Response by third party)

Third party submissions/inquiries/correspondence in
published applications............... 1134, 1134.01

Time and Activity Report.........ccccoevveiineenne 1704, 1705
Time for claiming benefit of earlier application....211.03

Time for deciding Director initiated
reexamination............cccceeeeveeeeieeeieeiiieee s 2211, 2239

Time for deciding reexamination request............... 2241

Time for filing papers, right of priority....214.01, 215.02,
215.03

Time for filing petitions...........cccoeviveveeeiiiiee e 1002
Time for requesting reexamination
EX parte.......cooooioiiiiiiieieeeeeeee e 2210, 2211
Time for reply (See also: Period for reply).....702.01,
710
Time for reply to action in reexamination
EX Parte.....coooiieee e 2263
INtEr PAIES....uviieiiiieieiiiiieee e 2662
Time limit. ..o 710.02, 710.02(c)
For making suggested claims..................... 710.02(c)
International preliminary examination report
(IPER). ettt 1879.01, 1879.01(a)
International search report (ISR)...................
Period for reply.........ciiiiiiieie e 710
Permanent ink COPY........cccovvermieeiniiiiiiece e,
Prior art filing......cccoceeeiiiiiiee e 2204
Reply to final rejection............ccccceeiviiinneenn.
Restriction requirement...........ccccovveeeeiiiieeeeeeinns 811
Rewrite claims following Board decision........ 1214.06
Shortened statutory period compared to.....710.02,
710.02(b), 710.02(d)
Statutory period........cccoceereveeininenn. 710.01, 710.01(a)
Transfer of application..........c..ccccoevvvvieneenn. 903.08(d)
TWO periods FUNNING.........ooovieieeiiniiiiee e 710.04
Time period for owner’s statement..............ccoc..... 2249
Time reporting........ccccceeeeevcvvenennn. 2238, 2638, 2671.03
Time to pay maintenance fees.........c.cccoceeeeennnnns 2506
Timely submission of protest............ccccccveenee.
Title conveyed by assignment....
Title documents, handling............cccoceeeiiiiieeeennninns 317

Sec. No.

Title of invention..........ccccoceveriieennns 606, 1893.03(e)(1)
Change by examiner...........ccccc...... 2660.02, 2686.03
Design application...................... 1503.01, 1504.01(a)

Amendment of.............cc.......
Use of Trademarks in
International application
Plant patent application

Reviewed at iSSUE........c.ccoveeeerieeennns
Title rePOIt.. ...
Titles of USPTO Officials.........coeevviiviiiieiiiiiieee e
Title with signature...........cccceveveiiieeenieeee 602.08(b)
Trade secret material............cccccooeiieeennn. 724 to 724.05
Completeness of file wrapper...........cccccoeveene 724.01
Materials submitted covered by 35 U.S.C.
122 e 724.04(a)
Method of submitting..........ccccooiiiiiiiiiin. 724.02
Office treatment and handling............ 724.04, 724.06
After publication............ccccevveiriieiinenn, 724.04(a)
Petition to expunge materials...............cccceeee.. 724.05
Reexamination under 37 CFR 1.11(d)......... 724.04(c)
Reissue under 37 CFR 1.11(b)................... 724.04(b)
TYPES OF e 724.03
Trade secret submission label................ccceeee.. 724.02
Trademark and trade name.....608.01(v), 706.03(d),
2173.05(u), |
Design patent, relationship to.............ccccceeene 1512
Misuse in patent specification..................... 608.01(v)
Trademark Manual of Examining Procedure.................
Trademarks, Partial list Of........ccouveiiiiiiiiiiiiiieeceee e, 1
Transfer of application
After amendment..........cccooveeenieeniiee e, 903.08(c)
After classification decision..............cccc...... 903.08(g)
Allowable application.............cccccee..... 903.07(b), 1305
Decision of classification examiner.............. 903.08(f)
Divisible iNventions..........cccccceeiiiiiieie e 812
Interference........cccceeviciieee e, 2304.01(b)
NEW ..ttt 903.08(a)
Notification of applicant.............cccccceeviiiiinnnnn. 903.08
Outside Technology Center..........c.ccceeeuneee. 903.08(d)
Primary examiner’'s authority...............cccueeee.. 903.08
Procedure..........cccceevvevviieeinenen, 903.08(a), 903.08(d)
Secrecy order application............ccvcveeriveeinneenns 130
Submitted to classification examiner........... 903.08(d)
Within Technology Center...........c.ccccuueeennn. 903.08(d)
Transfer of class or subclass............c.ccoccveeeen. 903.05
Transfer of drawing........ccccceevvciiiieeeeiiiieeeee, 608.02(i
Transfer of reexamination
EX parte.....ccoveeeiiie 2237
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Transfer of rights to patent or application — Ultility classes

Sec. No.
Transfer of rights to patent or application........... 509.02
Transfer of specification prohibited.................. 608.01(t
Transfer of U.S. patent..........cccovieeiiiiiienenne 903.05
Transitional application (See also: Application)
After final practice..........ccccvvnveeiiieeiiieeee 706.07(g)
Generic claim allowable..............cccccceeee 803.03(b)
Linking claim allowable..............ccccccoviirennee 803.03(a)
Patent term.......cccoceeiii i 2701
Restriction practice...........cccevviiieeieiniiiieneee 803.03
Transitional phrases.........cccccovviviiiciiicce, 2111.03
“Characterized by".......ccccovviviiiiiiiiieciieene 2111.03
“Composed of” 2111.03
“CoMPrisiNg”.....coocvveerieeeniieeee 2111.03, 2173.05(h)
“Consisting essentially of”.........cccccoevieiiiennn. 2111.03
“Consisting of"........ccccoeevieiieennnnn 2111.03, 2173.05(h)
“CONLAINING”. ..o 2111.03
Translation, foreign application or foreign priority
JOCUMENE. ..ot 214, 215, 216
Translations index in STIC..........ccccceveeviineeen. 901.06(a)
Translators in the U.S. Patent and Trademark

OffiCe. i, 901.05(d), 901.06(a)

Transmission, certificate of (See also: Certificate of
mailing or transmission (37 CEFR 1.8))

Transmittal Fee, PCT ... 1827
Traverse, answer all matters............ccccccvvennee. 707.07(f)

Traverse, division or species requirement...818, 818.03
to 818.03(d), 821.01, 821.02

Traverse, rejection of linking claim................. 818.03(d)
Treaties
Benelux Designs Convention (See also: Design
application)....ccccceeccveeeeeiicieeeee e 213.01, 1504.10

Budapest Treaty (See also:
BiotechnologyMicroorganisms)....901.05(b), 2402,

2404.01, 2405, 2408, 2409, 2410.01, 2410.02, 2411.01

European Community Design...........cccccveennee 1504.10

European Patent Convention..901.05, 1817, 1840.01,
1865.01

GATT et 2138.02
Hague Agreement (See also: Design

application).....ccccoeecveereeincieeneennenns 213.01, 1504.10
Hague Convention........ 409.01(b), 602.04(a), 604.04
NAFTA........... 201.04, 715, 715.07(c), 2132, 2138.02
Paris Convention............ccceeeeeeeeeriievnnnnnn. 213, 1502.01

Patent Cooperation Treaty (PCT).....1502.01, 1800,
AL T

Strasbourg Agreement...........ccoeeeveeeeeeennienenen. 903.09
UPQV Convention (See also: Plant patent).....1612,
1613

Uruguay Round Agreements Act (URAA).....201.04,
715, 715.07(c), 2701, 2132
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Sec. No.

TRIPS Agreement (Trade-Related Aspects of Intellectual

ProPerty)....cuveiiieeeiiiie e 1801
TUDBIS .. 1601
Twenty vyear term (See also: Term, Patent)
Two month delay period in reissues...................... 1441
Two periods for reply running..........ccccoeceeevnnnn. 710.04
Type font.....ccccieieeicieeece e, 608.01, 1504.01(a)
U
Unavailable inventor..............c....... 409, 409.02, 409.03
Unavoidable abandonment (See also: Abandonment)
Unclaimed disclosure, reservation................. 608.01(e)
Undelivered mail.............oovvvvvvieeennenns 707.13, 1303.02

Undue breadth rejection.....706.03(c), 2164.08(a),
2173.04, 2173.05(h)

Unexpected results (See also: Affidavits, traversing
rejections (37 CFR 1.132))........... 716.02 to 716.02(qg)

Unintentional abandonment (See also: Abandonment)
United Kingdom priority document............. 213.03, 216
United States Code (See also: Statutes)
United States of America, Foreign language names

Unity of invention......803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning.509.02,

509.04(b)

Unlocatable Patent or Application Files.............. 508.04
Unofficial subclasses and digests.................. 903.02(c)
Unscheduled closing........ccccooviiiiiiiiiiiinieee 213.03
Unsigned amendment.............ccccceeeenees 711,714.01(a)
Untimely filed (premature) paper prior to order for ex

parte reexamination...........cccccoevvvreeeeeniireeee e 2225
Untimely filed (premature) paper prior to order for inter
partes reexamination............cooccoeeeeeeiiiiieneee e, 2625

Untimely response to ex parte reexamination......2267
Untimely response to inter partes reexamination..2667
UPQV Convention (See also: Plant

PAtENtTreaties)...cccccuurueeeeee e 1612, 1613
Uruguay Round Agreements Act (See also:

Treaties)......cccee..... 201.04, 715, 715.07(c), 2701, 2132
USe ClaimS.....ccooiiiiiiieeie e 2173.05(q)
Use, Public (See also: Public use)
USEI PASS...iiiiiiiiriiieeiiieeee e rerree e e 510
USPTO Contact Center.........cocouvveeeeiniiiieeeeeninee, 1730
Utility ClasSes........uovviiiiiiiiieiiieiee e 902.02



INDEX

Utility, disclosure in drug cases — World Trade Organization member countries

Sec. No.
Of patent rightS........cceeeeeriiiieiiennniieenn. 711.06, 1111
Of rules.....201.03, 402.10, 602.01(c), 711.03(c),

724.06, 803.04, 1002, 1002.02(b), 2248, 2265, 2288,

Sec. No.
Utility, disclosure in drug cases......... 2164.06, 2164.07
Utility requirement guidelines............ccccccveevnineeen. 2107
Legal precedent for.........ccccceevennnenn. 2107 to 2107.03
Relationship of enablement to....................... 2164.07
Utility lacking, rejection...........c..ccco....... 706.03(a), 2107
Utility model.........ooooiiiiiiiii e 901.05(b)
Utility patent (See also: Design applicationPatentPlant
PALENE) . ueiieiiiiiiiee e 901.04, 1502.01
Application publication.............cccccee.n.e. 112010 1135
COopIES Of i 707.05(a)
Copyrighted material in.............cccooveveennnen. 608.01(w)
Design patent compared t0...........ccceeevveeennee 1502.01
Double patenting..........ooccveeieeiiiiiiieee e 804
Drawings / Photographs.................. 608.01(f), 608.02
Elements Of........cccceiiiiiicii e 600
Expiration date or term............ccccceeeiiinee 2211, 2250
Maintenance fees.........cocovveeeeiiiiiiiiiiiiiiiiiee e 2506
Period of enforceability...........c.cccoevirnnnen. 2204, 2211
Specification
Utility required......608.01(p), 706.03(a), 2107, 2164.07

\Y

Vague and indefinite rejection (See also: Indefinite
claim)

Violation of duty of disclosure (See also: Duty of
disclosure)

Argued in protest..........ccceveennneene 1901.02, 1901.06
Visitors t0 OffiCe.......ccvviiiiiiiiiic e 510
Voluntary publication..............ccccooeeueeeeenn. 502.05, 1133

W
Waiver

Of confidentiality.......... 103, 201.06(d), 1002.02(k)(1)

Of patent owner's statement..................... 2246, 2249

Of deficiencies in oath or declaration.....602.01(c)(3),

602.03

2421.01, 2425, 2434

Walk-up customer WindOW............cccuvveeeeriiinereeesnnens 502
Washington D.C. representatives of attorneys......... 408
When disclosure is made..........cocceveeiiiiiiieeennes 2003
White House inqQuiry........cccceeveveeiiieeinnneee 203.08(a)
Who has duty to disclose...........ccccevvieernnrennnne. 2001.01
WIPO.....ccoieivieeeee e 213.01, 214.04, 901.04, 1801
WIPO Standards
ST B 901.05(b), 1851
L O O 901.05(b)
ST 14 707.05(e), 901.05(b)
ST. 16, 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced...........ccccooevveieeeiiiiiieeennnns 2422
(1) (=T PR 2422.01, 2423, 2423.01
ST B 901.05(b)
Withdrawal from appeal after remand by
BOArd.......ocoiiiiiiiie e 1002.02(d)
Withdrawal from issue.........c.cceceeernnnn. 1303.01, 1308
Amendment crossing allowance..................... 714.15
Director's approval...........cccccveeviiciveieeeinnns 1003, 1308
Petition for..........cccce.. 1002.02(b), 1002.02(c), 1308
Quality ReVIEW.......coovieiiieiiiiiiiee e 1308.03
Refund of fe€.......occveviiiii 1308.01
Rejection........ccoovveeeiiiiiieee e 706.04, 1308.01

Withdrawal of abandonment (See also:
AbandonmentPetition)

Withdrawal of appeal..........cccccooviiiviiiiiiiienne, 1215.01
Withdrawal of appeal by cancelling a claim.....1214.05,
1215.03
Withdrawal of attorney (See also: Attorney or
agentPower of attorney).....402.06, 1002.02(s), 1808,
2223, 2560
Withdrawal of claims
To nonelected invention......... 821.01, 821.02, 821.03
To nonelected Species...........ccceeeeenee 821.01, 821.02
Withdrawal of final rejection.............cccccuveenee. 706.07(e)
Premature final..........ccccoovieiiiiiieee 706.07(d)
Primary decides........ccccooiiiiiiiiiiiiiiieeieeee e 1004
Withdrawal of holding of abandonment (See also:
AbandonmentPetition)................ 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent....2223, 2623
Withdrawal of terminal disclaimer.......................... 1490
Withhold from issue petition...............cc........ 1002.02(c)
Witness, EXaminer as.........ccccovveeevvieennineennne 1701.01
World Trade Organization member countries.....213.01
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World Wide Web address — (No Entry)

Sec. No.

World Wide Web address.........ccoeeeeeeeeieeiiieiviinnnnnn. 1730
Wrapper (See also: File  wrapper/history)
Writing, Disclosures must be in..........cccccceeeee 2002.02
Written description (See also:
Specification)....cccceecveeeeeiiiciieene s 706.03(c), 2163

Amendments supported by original

AESCrIPON. ...coiiiiieiiie e 2163.07

Inherent function, theory or advantage..2163.07(a)
Incorporation by reference.....217, 608.01(p).
2163.07(b)

Burden on the examiner...........cccccocvveveennnnn. 2163.04
Changes to scope of claims..........ccccceeeeinee 2163.05
Circumstances when issues arise................. 2163.03
Design application.....1503.01, 1503.02, 1504.01(a),

1504.04

Form paragraphs used to reject.................. 706.03(c)
Guidelines for compliance...........ccccceveevviiveneenn. 2163
NEW MALter......ccoviiirieiierrie e 2163.06
Requirements for compliance........................ 2163.02
Support for claimed subject matter....211.05, 2163.01
Corresponding to count in interference.......... 2163.03
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Sec. No.
X

X series of patents (See also: Patent)................ 901.04
Y

(No Entry)
z

(No Entry)
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